
Intellectual property attorneys will want to take a look
at In Re Simon Shiao Tam, decided on December 22,
2015. In this case, the Court of Appeals for the Federal

Circuit (CAFC) ordered a rehearing sua sponte to consider
the constitutionality of disparagement provisions of the
Lanham Act. Even practitioners who do not handle trade-
mark registration find the case worth reading for at least
three reasons: the Court’s explanation of the standards for
determining the constitutionality of measures that may
impact free speech; its discussion of the advantages of
Federal trademark registration, which could be used for
client education; and not least, examples of disparaging
trademarks, some of which are really funny to those of us
with a warped sense of humor. 

This case challenged the U.S. Patent and Trademark
Office’s refusal to register the mark THE SLANTS for
“Entertainment in the nature of live performances by a
musical band.” The application was based on use of the
mark since 2006 by “the Asian-American dance-rock band
The Slants.” (Opinion p. 10) The trademark examiner
found that the mark was likely disparaging to “persons of
Asian descent” and refused registration under § 2(a) of the
Lanham Act. The band argued that the mark should not be
refused registration because the band had chosen the name
to take ownership of Asian stereotypes. (Opinion pp. 10-
11) When the trademark examiner’s refusal was affirmed by
the Trademark Trial and Appeal Board, Mr. Tam, who is the
“front man” of his band, filed an appeal to the Federal
Circuit alleging that the Board erred in finding the mark
disparaging and that Section 2(a) was unconstitutional. 

The CAFC agreed that the term “slants” was
disparaging. A CAFC panel held the constitutional argu-
ment to be foreclosed based on the binding precedent of In
re McGinley, 660 F.2d 481, 484 (C.C.P.A. 1981). McGinley
held that that since the refusal to register a mark under §
2(a) does not bar the applicant from using the mark or
proscribe any particular tangible form of expression, “the
refusal does not implicate the First Amendment.” (Opinion
at 14, citations omitted) Nevertheless, the Court sua sponte
ordered rehearing en banc and requested briefs from the
parties on the following single issue: “Does the bar on regis-
tration of disparaging marks in 15 U.S.C. § 1052(a) violate
the First Amendment?” 

Explaining its decision to order a rehearing, the Court
noted that the McGinley decision was more than thirty years
old; that the CAFC’s reliance on it had been widely criti-
cized; and that “the McGinley analysis was cursory, without
citation to legal authority, and decided at a time when the
First Amendment had only recently been applied to
commercial speech.” (Opinion, pp. 15-16) 

In an opinion by Circuit Judge Kimberly Moore, the
Court held the disparagement provisions of section 2(a) of
the Lanham Act to be an unconstitutional restriction of an
applicant’s rights of free speech. “With their lyrics, perform-
ances, and band name, Mr. Tam and his band weigh in on
cultural and political discussions about race and society that
are within the heartland of speech protected by the First
Amendment.” (Opinion p. 11) 

The Court explicitly overruled In re McGinley” and other
precedent insofar as they could be argued to prevent a future
panel from considering the constitutionality of other
portions of § 2 in “light of the present decision.” (Opinion,
fn. 1) Although the Court limited its holding to the consti-
tutionality of the disparagement provision, it held open the
possibility of constitutional challenges to other parts of
section 2. 
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INTELLECTUAL PROPERTY SPRING INSTITUTE 
Our annual Spring Institute will be held on April 14, 2016,
at the Tennessee Bar Center in Nashville. This is your
chance to get updates on important topics in intellectual
property law. The program offers five hours of general
credit and one hour of dual credit. Registration will be held
from 8:00 to 8:30 a.m. Lunch is included in the registra-
tion fee. Here is a quick look at the topics to be covered:

• Right of Publicity
• Lanham Act Update 
• Fair Use
• What’s Happening Internationally — and How It

May Affect Tennesseans
• Licensing Update
• Ethics for IP Lawyers and News on the Arts and

Business Council Pro Bono Program

The registration fee for this course will be $235 for IP
Section members and $265 for other TBA members. Non-
members may register and receive a TBA membership for
$440. Sign up now, because registration after April 9 will
incur a $50 late fee. IP Photo: © iStockphoto.com
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A ssociate Justice Antonin Scalia served on the U.S.
Supreme Court from Feb. 26, 1986 until his
death on Feb. 13, 2016, at the age of 79. During

his tenure, Justice Scalia participated in deciding appeals
on a number of important issues in intellectual property
cases. These include Campbell v. Acuff-Rose Music Inc.,
which considered the fair use of commercial parodies, as
well as the more recent Ass'n for Molecular Pathology v.
Myriad Genetics Inc., which rejected patent-ability for
isolates of naturally occurring genetic material, including
the important BRCA1 and BRCA2 genes. In Octane
Fitness v. ICON Health and Fitness, Justice Scalia joined
in the court’s decision on the definition of “exceptional
circumstances” in the patent law, thereby lowering the

requirements for a prevailing party to obtain attorney
fees. Interested readers should take a look at Chris
Meadows’ brief discussion of Justice Scalia’s copyright
legacy at http:// www.teleread.com/copyright-and-other-
legal-news/justice-scalias-copyright-legacyand-what-his-
loss-means-for-e-book-cases/.

In the Myriad, Justice Scalia prepared an opinion
concurring in the judgment but noting that he was
unable to affirm some of the molecular biology details in
the opinion. Justice Scalia is also credited with being the
first to use the term “patent troll” in his dissent in Commil
USA LLC v. CISCO Systems Inc.

Justice Scalia was appointed to the Supreme Court by
President Ronald Reagan. Before his tenure on the
Supreme Court, Justice Scalia had served on the Court of
Appeals for the District of Columbia. He had also served
as a professor of law and had been in private practice. He
held degrees from Georgetown University, the University
of Fribourg, Switzerland, and Harvard Law School.

— Judy Goans
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WTO MEMBERSHIPS
Kazakhstan became a member of the World Trade Organ-
ization on November 30, 2015, bringing total membership
to 162. In addition, two other countries have moved
forward in their progress toward WTO Membership. 

Liberia’s Membership Protocol was approved by WTO
trade ministers on December 16, 2015. Liberia will still
need to ratify the arrangement by June 15, 2016, and will
become a WTO Member 30 days after it notifies the WTO
Director-General that it has accepted its Protocol of Acces-
sion. Under its Protocol, Liberia agrees to implement the
TRIPS Agreement.

A Membership Protocol was also signed for the Islamic
Republic of Afghanistan, on December 17, 2015. To
become a WTO Member, Afghanistan will have to ratify
the arrangement by June 30, 2016. As part of its arrange-
ment, Afghanistan committed to full implementation of
the TRIPS Agreement no later than January 1, 2019, and
will immediately comply with TRIPS Articles 3, 4, and
5, dealing with national treatment and most-favored
nation treatment. 

TREATY WATCH
Progress continues toward bringing two new intellectual
property treaties into effect. Both treaties were initially
signed by a large number of countries, but neither has yet
received the number of accessions or ratifications necessary
to take effect. 

The Marrakesh Treaty to Facilitate Access to Published
Works for Persons Who Are Blind, Visually Impaired or
Otherwise Print Disabled was adopted on June 27, 2013 and
will enter into force three months after twenty eligible parties
deposit their instruments of ratification or accession. To date,
thirteen countries have ratified or acceded, bringing the treaty

slightly more than half way to becoming effective.
The Beijing Treaty on Audiovisual Performances

addresses the rights of performers. Adopted on June 24,
2012, this treaty was doing slightly better for a while,
possibly because it has had a longer time for countries to
deposit instruments of accession or ratification. The
Beijing Treaty now has a total of ten countries that have
acceded or ratified, bringing it to one-third of the required
thirty parties required for the treaty to take effect. There
are no new notifications for the Beijing Treaty.

NEW LAWS
Poland and Brazil have each announced new intellectual
property laws. Poland’s Act of July 24, 2015, amending the
Act on Industrial Property and some other Acts entered
into force on December 1, 2015. The Act introduces
significant changes to the provisions regarding industrial
designs, patents and trademarks to align the Polish intel-
lectual property law with European regulations and inter-
national agreements. Among other changes, the Act:
(i) establishes the international protection for industrial
designs in accordance with the Geneva Act (1999) of the
Hague Agreement (Industrial Designs) and grants copy-
right protection to industrial designs even after the expira-
tion of the design rights; (ii) provides patent protection for
medicinal products and plant protection products and
requires disclosure of the industrial application of a
sequence or a partial sequence of a gene in the patent appli-
cation for biotechnological inventions; and (iii) extends the
possibility of obtaining a protection for a similar trademark
for everyone with the consent of the earlier trademark
holders. Brazil’s Law No. 13.123 of May 20, 2015 (Access
and Benefits Sharing of Genetic Resources and Associated
Traditional Knowledge) regulates access to components of

International News

BEIJING TREATY ON AUDIOVISUAL 
PERFORMANCES MEMBERSHIP

Country
Ratification or Accession and
Effective Date

Syrian Arab Republic Ratification: March 18, 2013

Republic of Botswana Ratification: November 20, 2013

Slovak Republic Accession: May 22, 2014

Japan Accession: June 10, 2014

People’s Republic of
China

Ratification: July 9, 2014

United Arab Emirates Accession: October 15, 2014

Republic of Chile Ratification: June 22, 2015

State of Qatar Ratification: July 3, 2015

Republic of Moldova Ratification: September 4, 2015

Russian Federation Accession: October 19, 2015

MARRAKESH VIP TREATY MEMBERSHIP

Country
Ratification or Accession and
Effective Date

India Ratification: June 24, 2014

El Salvador Ratification: October 1, 2014

United Arab Emirates Accession: October 15, 2014

Uruguay Ratification: December 1, 2014

Mali Ratification: December 16, 2014

Paraguay Ratification: January 20, 2015

Singapore Accession: March 30, 2015

Argentina Ratification: April 1, 2015

United Mexican States Ratification: July 29, 2015

Mongolia Ratification: September 23, 2015

Republic of Korea Ratification: October 8, 2015

Austrailia Ratification: December 10, 2015

Brazil Ratification: December 11, 2015

(continued on page 5)
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FREE SPEECH ISSUES IN TAM
The Tam Court overruled In re McGinley and rejected the
idea that a refusal to register does not implicate free speech
because the applicant is not prevented from using the
mark. Even though denial of registration did not prevent
an applicant from using the mark, the Court concluded
that the applicant’s free speech is burdened where the result
is to deny the applicant the benefits of Federal registration,
which it found to be significant. 

Federal trademark registration brings with it valuable
substantive and procedural rights unavailable in the
absence of registration. These benefits are denied to
anyone whose trademark expresses a message that the
government finds disparages any group, Mr. Tam
included. The loss of these rights, standing alone, is
enough for us to conclude that § 2(a) has a chilling effect
on speech. Denial of federal trademark registration on the
basis of the government’s disapproval of the message
conveyed by certain trademarks violates the guarantees of
the First Amendment. (Opinion, p. 38)

As to alternatives, the Court observed that (contrary to
the reasoning in In re McGinley), while a party might be
able to use a disparaging trademark, a mark that was unreg-
istrable under Federal law would likely not be eligible for
either state registration or for common law protection. 

[A]s immoral, scandalous, and/or disparaging marks
may not be registered under either state or federal law,
nor do they enjoy common law protection, there
appears to be no way of establishing a legally recognized
property right in these marks. (Opinion p. 36, citing
Stephen Baird, Moral Intervention in the Trademark
Arena: Banning the Registration of Scandalous and
Immoral Trademarks, 83 TRADEMARK REPORTER
661, 795 (1993) (disparaging marks are presumably
“unprotect[a]ble pursuant to state common law”)) 

“The general principle is clear: ‘Lawmakers may no
more silence unwanted speech by burdening its utterance
than by censoring its content.’” (Opinion, p. 28, citation
omitted)

Moreover, the regulation of speech was found to depend
on its content since the Patent and Trademark Office had
granted registration for marks that included a term when
that term was used in a positive sense but not when the
same term was used in a negative sense. The Court found
this to be content-based regulation and therefore subject
to a strict scrutiny standard of review.

Strict scrutiny is used to review any governmental
regulation that burdens private speech based on disap-
proval of the message conveyed. Section 2(a), which
denies important legal rights to private speech on that
basis, is such a regulation. It is therefore subject to strict
scrutiny. It is undisputed that it cannot survive strict
scrutiny. (Opinion, p. 17)

Finding that the government had “offered no legitimate
interests justifying § 2(a),” the court concluded that we
conclude that § 2(a) would also be unconstitutional under
the intermediate scrutiny test traditionally applied to
commercial speech. 

The Court rejected the U.S. Patent and Trademark
Office’s argument that trademark registration could be
regulated because it constituted government speech. In
rejecting this argument, the Court distinguished between
the degree of control that a state exercised with regard to
license plates and the Federal government’s role in refusing
a trademark registration. The Court also disposed of the
Office’s argument that the Office should be able to prevent
the registration of objectionable material, noting that such
an argument was evidence of content-based discrimination. 

OTHER ISSUES IN TAM
The Tam decision raises a number of other issues that may
help practitioners predict future cases. The most signifi-
cant is the Court’s language regarding the scope of its
holding in Tam. While limiting its holding to “the consti-
tutionality of the § 2(a) disparagement provision,” the
Court recognized “that other portions of § 2 may likewise
constitute government regulation of expression based on
message, such as the exclusions of immoral or scandalous
marks,” which the Court left to future panel. (Opinion,
p. 8, fn. 1) This language seems to signal that, given an
appropriate appeal, those provisions might meet the same
fate as disparagement. 

Another issue that was not specifically addressed by the
Court in its decision was the court’s finding of inconsis-
tency in decisions of the U.S. Patent and Trademark Office
and a suggestion of arbitrariness. These points were raised
in the background discussion of the Lanham Act. There,
the Court signaled its discomfort with “the absence of clear
standards for the application of § 2(a) [which] provides the
government with virtually unlimited ability to pick and
choose which marks to allow and which to deny.”
(Opinion, p. 7) This discomfort was magnified by the idea
that a mark could be refused registration on the grounds it
was disparaging, based on the decision of a single examiner,
without consultation with a supervisor or other steps to

(continued on facing page)

“Think left and think right
and think low and think high.
Oh, the thinks you can think up
if only you try!”

— Dr. Seuss (Theodor Seuss Geisel) 
in Oh, the Thinks You Can Think!
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genetic heritage; protection and access to associated tradi-
tional knowledge; and provides for sharing of benefits for
the conservation and sustainable use of Brazilian biodiver-
sity. See more at http://www.wipo.int/wipolex/en/
details.jsp?id=15741. 

BERNE CONVENTION
Kuwait acceded to the Berne Convention, effective
February 27, 2016. Kuwait is availing itself of facilities
provided for in Articles II and III of the Berne
Appendix. Those articles provide, respectively, for limi-
tations on the right of translation and limitations on the
right of reproduction.

MADRID PROTOCOL 
The People’s Democratic Republic of Laos acceded to the
Madrid Protocol on December 7, 2015. Its membership
will be effective on March 7, 2016. The Lao PDR acces-
sion contained declaration exercising the right to notify a
refusal within 18 months rather than one year and opting
for an individual fee rather than a share of revenues in
connection with registrations and renewals. 

SINGAPORE TREATY ON THE LAW OF TRADEMARKS 
The African Intellectual Property Organization (AIPO)
has acceded to the Singapore Treaty, on November 13,
2015, with effective date of February 13, 2016. In its

accession documents, AIPO made two declarations: 1)
where goods or services belonging to several Nice classes
have been included in a single application, the application
will result in a single registration; 2) OAPI requires the
recordal of a license as a condition for any right that the
license may have under the provisions of the Bangui
Agreement, to join infringement proceedings initiated by
the holder or to obtain, by way of such proceedings,
damages resulting from an infringement of the mark
which is the subject of the license.

Ireland deposited its instrument of accession to the
Singapore Treaty on December 21, 2015. Its accession will
enter into force on March 21, 2016.

BUDAPEST TREATY NOTIFICATIONS 
Two new organizations have recently acquired the status
of International Depositary Authority: the Guangdong
Microbial Culture Collection Center (GDMCC) in
China, and the iColección de Microorganismos del
Centro Nacional de Recursos Genéticos/i (CM-CNRG)
in Mexico.

OTHER NOTIFICATIONS
Turkmenistan acceded to the Hague Agreement, effective
March 16, 2016, and theNairobi Treaty on the Protection
of the Olympic Symbol Notifications, effective January
16, 2016. IP
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make sure the disparagement provision is applied consis-
tently and fairly. (Opinion, p. 10) While it is unlikely that
a different set of rules would have prevented the Court’s
finding of unconstitutionality, this concern found expres-
sion in the concurring opinion of Circuit Judge O’Malley,
joined by Circuit Judge Wallach, that “§ 2(a) is also uncon-
stitutionally vague, rendering it unconstitutional under the
Fifth Amendment.” (O’Malley concurring opinion, p. 1)

Those who are uncomfortable with the holding in this
case may wish to visit the dissenting opinions of Circuit
Judges Dyk, Reyna and Lourie. 

The full text of In Re Simon Shiao Tam opinion

published at http://www.cafc.uscourts.gov/sites/default/
f i les/opinions-orders/14-1203.Opinion.12-18-
2015.1.PDF. IP
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