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Adding a few prongs 
to your step: 

Substance and Preliminary Effects 
of the 2019 Revised Patent Subject 

Matter Eligibility Guidance

Overview
Ø §101 Basics and Brief History

Ø 2019 Revised Patent Subject Matter Eligibility    
Guidance and Examples

Ø Preliminary Effects 

Ø Moving Forward Strategically
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35 U.S.C. § 101

Whoever invents or discovers any new and useful process, 

machine, manufacture, or composition of matter, or any new 

and useful improvement thereof, may obtain a patent therefor, 

subject to the conditions and requirements of this title.

Judicial Exceptions

Ø Laws of nature

Ø Physical phenomena

Ø Abstract ideas
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§ 101 A Brief History... 
Ø State Street Bank and Trust Company v. Signature 

Financial Group, Inc., 149 F.3d 1368 (Fed. Cir. 1998) 
Useful, concrete and tangible result

Ø In re Bilski, 545 F.3d 943 (Fed. Cir. 2008) 
Machine-or-Transformation Test

Ø Bilski v. Kappos, 561 U.S. 593 (2010)
Not just the machine-or-transformation test…

...and then came Alice 
Alice Corp. v. CLS Bank International, 573 U.S. 208 (2014)

Source: https://www.uspto.gov/sites/default/files/documents/2014_eligibility_qrs.pdf (last visited May 1, 2019)
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2019 Revised Patent Subject 
Matter Eligibility Guidance 

“Properly applying the Alice/Mayo test in a 
consistent manner has proven to be difficult, and 
has caused uncertainty in this area of law.”

2019 Revised Patent Subject Matter Eligibility Guidance, 84 Fed. Reg. 50 (Jan. 7, 2019).

2019 PEG: What has changed?

https://www.uspto.gov/sites/default/files/documents/20190207_PPAC_Revised_Guidance_for_Determining
_Subject_Matter_Eligibility.pdf (last visited April 30, 2019).

Source:
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Revised Step 2A, Prong One
Does the limitation fall within one of the following 
subject matter groupings: 

Ø Mathematical concepts 

Ø Certain methods of organizing activities

Ø Mental Processes

Revised Step 2A, Prong Two
Do the claims recite additional elements that integrate the judicial 
exception into a practical application?
Examples Non-examples
Improves functioning of a computer or other 
technology

Recites the words ‘‘apply it’’ with the 
exception

Applies exception to particular treatment Merely includes instructions to implement 
abstract idea on a computer

Applies exception with a particular machine 
or manufacture integral to the claim

Merely uses a computer as a tool to perform 
an abstract idea

Effects a transformation or reduction of an 
article to a different state or thing

Adds insignificant extra-solution activity to 
the judicial exception

Applies exception in some
other meaningful way beyond generally
linking the use of exception to a particular 
technological environment

Does no more than generally link the use of 
exception to a particular technological 
environment
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Revised Step 2A, Prong Two

* Conventional elements may still integrate an 
exception into a practical application

Step 2B, Significantly More

Ø Determine whether an additional element or 
combination of elements: 

Add a specific limitation or combination of 
limitations that are not well-understood, routine, 

conventional activity in the field

Ø Evaluate additional elements individually and in 
combination to determine whether they provide an 
inventive concept 
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Step 2B, Significantly More

“The question of whether a claim element or 
combination of elements is well-understood, routine 
and conventional to a skilled artisan in the relevant field 
is a question of fact” that “must be proven by clear and 
convincing evidence.” 

Berkheimer v. HP Inc., 890 F.3d 1360, 1368 (Fed. Cir. 2018)

Step 2B, Significantly More
An additional claim element or combination of elements “is 
not well-understood, routine or conventional unless the 
examiner finds, and expressly supports a rejection in 
writing” that, (1) a statement by the Applicant, (2) a 
statement in a publication, (3) court decisions, or (4) Official 
Notice demonstrates the well-understood, routine, 
conventional nature of the additional element(s).

USPTO April 19, 2018 Changes in Examination Procedure
Pertaining to Subject Matter Eligibility, at page 3, Section II.
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Step 2B, Significantly More

Ø In some instances, should reevaluate Revised Step 
2A, Prong Two conclusions under Step 2B to 
determine whether element is more than what is 
well-understood, routine, conventional activity in the 
field

Ø E.g., if an additional element was insignificant extra-
solution activity

Tentative Abstract Idea
If claim limitation does not fall within enumerated groupings 
under Prong One but should be treated as reciting an 
abstract idea:

Ø Does claim as a whole integrate the recited tentative 
abstract idea into a practical application? 

Ø If not, evaluate the additional elements individually and 
in combination to determine whether they provide an 
inventive concept
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Accompanying Examples
Ø Examples 37-42

Ø Examples provide a background and one or more versions of 
claims to show how 2019 PEG is to be applied

Ø Some examples also include statements that further explain 
or clarify the new guidance

Source: https://www.uspto.gov/sites/default/files/documents/101_examples_37to42_20190107.pdf (last 
visited May 1, 2019).

Example 37 – Relocation of Icons 
on a Graphical User Interface

A method for rearranging icons on a graphical user 
interface (GUI) to move the most used icons to a 
position on the GUI closest to the “start” icon of the 
computer system.
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Example 37
Claim 1: 
A method of rearranging icons on a graphical user interface (GUI) 
of a computer system, the method comprising:

receiving, via the GUI, a user selection to organize each 
icon based on a specific criteria, wherein the specific criteria is 
an amount of use of each icon;

determining, by a processor, the amount of use of each 
icon over a predetermined period of time; and

automatically moving the most used icons to a position on 
the GUI closest to the start icon of the computer system based 
on the determined amount of use.

Example 37

Ø Additional elements recite a specific manner of automatically 
displaying icons to the user based on usage

ELIGIBLE

Ø Mental Process
Revised Step 2A-Prong One

Revised Step 2A-Prong Two

Ø Provides a specific improvement over prior systems, resulting 
in an improved user interface for electronic devices

Ø Mental process integrated into a practical application 
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Example 37
Claim 2: 
A method of rearranging icons on a graphical user interface (GUI) of a 
computer system, the method comprising: 

receiving, via the GUI, a user selection to organize each icon 
based on a specific criteria, wherein the specific criteria is an amount of 
use of each icon; 

determining the amount of use of each icon using a processor 
that tracks how much memory has been allocated to each application 
associated with each icon over a predetermined period of time; and 

automatically moving the most used icons to a position on the 
GUI closest to the start icon of the computer system based on the 
determined amount of use.

Example 37
Revised Step 2A-Prong One

Ø Does not recite a mental process because “determining step” 
now requires action by a processor that cannot be practically 
applied in the mind

ELIGIBLE

Ø Does not recite any method of organizing human activity, or 
a mathematical relationship, formula, or calculation
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Example 37

Claim 3: 
A method of ranking icons of a computer system, the method 
comprising:

determining, by a processor, the amount of use of each 
icon over a predetermined period of time; and

ranking the icons, by the processor, based on the 
determined amount of use.

Example 37

Ø Additional element is processor recited at high level of generality

INELIGIBLE

Ø Does NOT provide an inventive concept for same reasoning as 
Revised Step 2A-Prong Two

Ø Mental Process
Revised Step 2A-Prong One

Revised Step 2A-Prong Two

Step 2B

Ø No more than mere instructions to apply it using generic 
computer component - NOT integrated into practical application
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Statements from Examples
Prong One
Ø Claim DOES NOT fall within mathematical concepts category if 

the mathematical concepts are not explicitly recited in the 
claim (Examples 38, 39)

Prong Two
Ø Specific improvement over prior art systems (Examples 40, 

42)
Ø Use in a specific manner (Example 41)

Preliminary Effects

Ø Patent Trial and Appeal Board Final Decisions

Ø Federal Circuit Opinion

Ø Proposal for Section 101 Patent Reform
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PTAB Informative Decision

Ex parte Smith

Ex parte Smith
1. A method of trading derivatives in a hybrid exchange system comprising: 

collecting orders, via a communication network and order routing system, for 
derivatives and placing them in an electronic book database; 

identifying at an electronic trade engine a new quote from a first in-crowd market 
participant, wherein one of a bid or an offer price in the new quote matches a respective price in 
an order in the electronic book database from a public customer; 

removing at least a portion of the order in the electronic book database, delaying 
automatic execution of the new quote and the order, and starting a timer; 

reporting, via the communication network and an electronic reporting system, a market 
quote indicative of execution of the at least a portion of the order while delaying automatic 
execution;

receiving at the electronic trade engine a second quote from a second in-crowd market 
participant after receiving the new quote from the first in-crowd market participant and before 
an expiration of the timer, wherein the second quote matches the respective price of the public 
customer order in the electronic book database; and

allocating the order between the first and second in-crowd market participants at the 
electronic trade engine, wherein the order is not executed until expiration of the timer. 
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Ex parte Smith: Step 2A, Prong One

Ø Limitations fall within certain methods of organizing 
human behavior

Ø “These limitations...recite the fundamental economic 
practice of derivative trading because the limitations all 
recite the operations that would ordinarily take place in a 
derivatives trading environment.”

Ex parte Smith: Step 2A, Prong Two

Ø Various computer-related limitations, including a "hybrid 
exchange system," a "communication network and order 
routing system," an "electronic trade engine," an 
"electronic book database," and an "electronic reporting 
system”, insufficient to integrate judicial exception into 
practical application
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Ex parte Smith: Step 2A, Prong Two

Ø Additional limitations focused on addressing problems 
arising in the context of a hybrid derivatives trading 
system in which trades are made both electronically and 
on a trading floor are sufficient to integrate the claims 
into a practical application as they provide a specific 
technological improvement over prior derivatives 
trading systems

PTAB Final Decision Statistics

Affirmed Reversed
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Breakdown of Reversals

Step 2A Step 2B Combination

Breakdown of Step 2A Reversals

Prong One
Prong Two
Combination or procedural
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Breakdown of Step 2B Reversals

Significantly More
Procedural error (Berkheimer)
Combination

Federal Circuit Opinion

ChargePoint Inc. v. SemaConnect, Inc. 
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ChargePoint
U.S. Patent No. 8,138,715

An apparatus, comprising:

a control device to turn electric supply on and off to enable and disable 
charge transfer for electric vehicles;

a transceiver to communicate requests for charge transfer with a remote 
server and receive communications from the remote server via a data control 
unit that is connected to the remote server through a wide area network; and

a controller, coupled with the control device and the transceiver, to cause the 
control device to turn the electric supply on based on communication from the 
remote server.

INELIGIBLE

ChargePoint

Are the claims at issue directed to a patent-ineligible 
concept?

“abstract idea of communicating requests to a remote 
server and receiving communications from that server, 
i.e., communication over a network.” 

YES
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ChargePoint
Is there an element or combination of elements 
sufficient to ensure that the patent in practice amounts 
to significantly more than a patent upon the ineligible 
concept itself?

Inventive concept that solves problems identified in the 
field is that the charging stations are network-
controlled, but network control is the abstract idea itself

NO

ChargePoint

“In short, the inventors here had the good idea to 
add networking capabilities to existing charging 
stations to facilitate various business interactions.  
But that is where they stopped, and that is all they 
patented.”
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Proposal for Section 101 
Patent Reform

“Today, U.S. patent law discourages innovation in some of 
the most critical areas of technology, including artificial 
intelligence, medical diagnostics, and personalized 
medicine.” Sen. Coons

https://www.coons.senate.gov/newsroom/press-releases/sens-coons-and-tillis-and-reps-collins-johnson-and-
stivers-release-section-101-patent-reform-framework

Proposal

Ø Keep existing statutory categories of process, machine, 
manufacture, or composition of matter, or any useful 
improvement thereof.  

Ø Eliminate, within the eligibility requirement, that any 
invention or discovery be both “new and useful.” 
Instead, simply require that the invention meet existing 
statutory utility requirements.  
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Proposal
Ø Define, in a closed list, exclusive categories of statutory 

subject matter which alone should not be eligible for 
patent protection. The sole list of exclusions might 
include the following categories, for example:   

§ Fundamental scientific principles;
§ Products that exist solely and exclusively  

in nature;  
§ Pure mathematical formulas; 
§ Economic or commercial principles;
§ Mental activities.  

Proposal
Ø Create a “practical application” test to ensure that the 

statutorily ineligible subject matter is construed 
narrowly. 

Ø Ensure that simply reciting generic technical language 
or generic functional language does not salvage an 
otherwise ineligible claim.  
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Proposal

Ø Statutorily abrogate judicially created exceptions to 
patent eligible subject matter in favor of exclusive 
statutory categories of ineligible subject matter. 

Proposal

Ø Make clear that eligibility is determined by considering 
each and every element of the claim as a whole and 
without regard to considerations properly addressed by 
102, 103 and 112. 
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Moving Forward Strategically

Ø Remain cognizant of the lack of alignment between the USPTO
and the Courts regarding 101

Ø Use each and every step and prong to your advantage

Ø Don’t forget Berkheimer

Ø Don’t hold your breath

Questions?
Contact me: 
Lauren Sherwood, lsherwood@merchantgould.com


