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The following fifteen cases may be among the most interesting — or perhaps the 

most influential — in the field of copyright law in the recent past.  They are discussed in 

chronological order, starting with the most-recently decided. 

Malibu Textiles, Inc. v. Label Lane Int’l., Inc. 

On April 24, 2019, the United States Court of Appeals for the Ninth Circuit 

reversed and remanded the district court’s dismissal of Plaintiff’s complaint.1  Plaintiff 

claimed copyright in two lace designs “consisting of flowers, vines, leaves, and other 

elements arranged in a pattern.”2  Plaintiff mistakenly failed to include allegations of 

access and, although the parties filed a joint stipulation seeking leave to amend, the 

district court refused to permit the amendment; the district court then dismissed the 

case with prejudice, finding that the alleged similarities were not strikingly similar 

because the similarities related to non-protectable elements.3   

The court of appeals analyzed the pleading requirements for copyright 

infringement in the Ninth Circuit.  The court noted that a plaintiff was required to plead 

either (1) striking similarity or (2) substantial similarity and access.  Access may be 

inferred if the works are alleged to be strikingly similar.4  Thus, the Plaintiff’s omission 

of allegations of access was not necessarily determinative. 

In analyzing the level of similarity alleged, the court of appeals noted that the 

court was only permitted to apply the Ninth Circuit’s extrinsic test at the pleadings 

stage.  That test generally requires the court to filter out the unprotectable elements of a 

plaintiff’s work, although an original combination of unprotectable elements may 

comprise protectable expression.5 
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“For protectable elements, this Court ‘distinguishe[s] between “broad” and “thin” 

copyright protection based on the “range of expression” involved.’”6  More — or broader 

— protection is afforded if the range of creative choices is higher.7  The court of appeals 

found that the works at issue were entitled to broad protection because “‘there are 

gazillions of ways to combine petals, buds, stems, leaves, and colors of floral designs on 

fabric.’”8    

The court then compared the levels of similarity.  The court of appeals articulated 

the test for finding striking similarity: the two works are highly unlikely to be the result 

of independent creation.9  Here, the court found that the “works contain nearly identical 

floral, leaf, boteh, and dot elements, and those elements are arranged in virtually the 

same way.”10  In addition, the district court’s refusal to amend without a justifying 

reason, the court of appeals concluded, was an abuse of discretion.11 

Erickson Productions, Inc. v. Kast 

On April 16, 2019, the United States Court of Appeals for the Ninth Circuit 

vacated a jury’s finding of vicarious liability, affirmed that jury’s verdict for contributory 

liability but reversed a finding of willfulness and remanded the issue of statutory 

damages to the district court.12   

Kraig Kast “owns and operates various business entities and websites.”13  Kast 

hired a website developer, Only Websites, to revamp one of Kast’s websites.  Kast 

identified Wells Fargo Private Bank as one of his competitors; he stated in emails that 

he wanted to mimic Wells Fargo’s website,” but Kast chose photos from options 

presented by Only Websites.14 
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“Eventually, three photos from Wells Fargo’s website — which were taken by Jim 

Erickson and licensed to Wells Fargo through his company, Erickson Productions, Inc. 

— were incorporated into [Kast’s] developmental website.”15  Erikson discovered the 

infringement, and he demanded that Kast cease the infringing use and pay damages.  

Kast removed the photos promptly but refused to pay.16   

“The jury found by special verdict that Kast vicariously and contributorily (but 

not directly) infringed Erickson’s copyright on each of the photos and did so willfully.”17  

The jury award maximum statutory damages.18   

The court of appeals articulated the test for vicarious liability: “‘[plaintiff] must 

prove [defendant] has (1) the right and ability to supervise the infringing conduct and 

(2) a direct financial interest in the infringing activity.’”19  Kast argued, and the court of 

appeals agreed, that Erickson failed to present any evidence of a direct financial 

benefit.20   

The court of appeals found that a financial benefit is only direct if a causal 

relationship exists between the infringing activity and the financial benefit.21  “If Kast 

had a direct financial interest in every piece of content on this website that arguably 

made the website marginally more attractive or presentable, then the requirement of a 

causal link would be erased.”22   

Erikson argued that Kast’s avoidance of paying licensing fees conferred a direct 

financial benefit; the court of appeals found that the question was one of first 

impression not just in the Ninth Circuit but throughout the country, and the court held 

that the avoidance of paying fees was not a direct financial benefit.23  The court noted 

that the focus was not on Kast’s unlicensed use of Erikson’s photos — that would be 
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direct infringement by Kast.24  “Instead, Erickson’s argument must be that Kast received 

a direct financial benefit when Only Websites avoided Erickson’s licensing fee.”25  And, 

“Kast would have benefitted if Only Websites turned its lower costs from fee avoidance 

into lower prices for its website design services.”26  Since Erickson never made such a 

claim, the court concluded that Erickson failed to establish a direct financial benefit.27 

Regarding contributory infringement, the court found that a “party engages in 

contributory copyright infringement when it ‘(1) has knowledge of another’s 

infringement and (2) either (a) materially contributes to or (b) induces that 

infringement.’”28  Kast claimed that the trial court committed error in charging the jury 

that having a reason to know of another’s infringement was sufficient to establish 

contributory infringement; rather, Kast argued, a defendant must have either actual 

knowledge or willful blindness.”29  The court of appeals noted that cases in the Ninth 

Circuit supported both interpretations but declined to “resolv[e] the apparent tension” 

because the allegedly erroneous instruction did not constitute plain error.30 

Finally, regarding damages, the court of appeals agreed that the jury instruction 

regarding willfulness was incorrect.  The district court instructed the jury that Kast 

could be found to have infringed willfully if Kast should have known that his actions 

infringed Plaintiffs’ copyrighted photos.31  Willfulness, however, requires that the 

plaintiff show (1) that defendant was actually aware of the infringing activity or (2) “‘that 

the defendant’s actions were the result of reckless disregard for, or willful blindness to, 

the copyright holder’s rights.’”32 
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VHT, Inc. v. Zillow Grp., Inc. 

On March 15, 2019, the United States Court of Appeals for the Ninth Circuit 

considered whether Zillow Group, Inc., and Zillow, Inc. (collectively, “Zillow”), infringed 

VHT’s copyrighted photographs of real-estate properties by displaying those 

photographs on Zillow’s website using automated systems.33  “The copyright claims on 

appeal concern Zillow’s use of VHT’s photos on two parts of Zillow’s website: the ‘Listing 

Platform’ and ‘Digs.’”34  The Listing Platform features photographs of homes, and Digs 

“features photos of artfully designed rooms in some of those properties and is geared 

toward home improvement and remodeling.”35  VHT claimed that Zillow exceeded the 

scope of VHT’s licenses and sought damages for both direct and indirect infringement; a 

jury awarded VHT over $8.27 in damages.36   

Regarding direct infringement, the court focused on the “volitional-conduct” 

requirement: whether a defendant did something that was the direct cause of the 

infringement.  While most infringement cases do not present a question regarding 

causation, “‘it comes right to the fore when a direct-infringement claim is lodged against 

a defendant who does nothing more than operate an automated, user-controlled 

system.’”37  To demonstrate causation — or volitional conduct — VHT was required to 

establish that Defendants exercised control of the allegedly infringing content other 

than through operation of the website, and the court of appeals found that, with the 

exception of approximately 4,000 photographs specifically curated by Zillow in Digs, 

“VHT failed to satisfy that burden with respect to either the photos on the Listing 

Platform or on Digs.”38   
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The court analyzed separately the photographs as used on the Listing Platform 

and on Digs.  Regarding the Listing Platform, Zillow receives photographs through 

digital feeds from real-estate agents, multiple-listing services and others.  These 

providers represent that they have all the necessary permissions to allow Zillow to use 

the photographs and, moreover, that Zillow’s use “‘will not violate the intellectual 

property rights, or any other rights of any third party.’”39  The providers “select and 

upload every photo;” thus, Zillow did not “select” any photo or otherwise exercise any 

control other than the general operation of its website.40   

Regarding Digs, the court distinguished between approximately 2,000 

photographs that users uploaded themselves to “personal boards” and approximately 

4,000 photographs that Zillow selected.  Regarding the photographs that users 

uploaded, the court found that “[a]ny volitional conduct with respect to these photos 

was taken by the users, not Zillow.”41  That fact was important, the court noted, because 

“courts have found no direct liability where an online system ‘responds automatically to 

users’ input… without intervening conduct’ by the website owner.”42  Rather, the online 

service provider was analogous to a copy-machine owner, who is not liable for a 

customer’s copying.43 

Regarding the approximately 4,000 photographs that Zillow made searchable on 

Digs, the court noted that Zillow did not appeal the jury’s verdict finding liability.  

Rather, Zillow appealed the district court’s refusal to find fair use as a matter of law in 

connection with Zillow’s motion for summary judgment.44  Following a fact-intensive 

analysis, the court of appeals affirmed the district court’s grant of summary judgment in 

favor of VHT and against Zillow on the issue of fair use.45   
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The court of appeals also considered issues regarding (1) contributory liability 

and (2) damages.  The court of appeals affirmed the district court’s decision “concluding 

that substantial evidence did not support the claim that Zillow secondarily infringed 

VHT’s exclusive rights in its photos.”46  The court of appeals, however, overturned the 

jury’s and the district court’s decision that Zillow’s infringement was willful; because the 

photographs at issue were those uploaded by Zillow’s feed providers, the court of 

appeals was “compelled to conclude that substantial evidence does not show Zillow was 

‘actually aware’ of its infringing activity.”47 

Fourth Estate Public Benefit Corp. v. Wall-Street.com, LLC 

Section 411(a) of the Copyright Act provides, in part, that: 

No civil action for infringement of the copyright in any United States work shall 
be instituted until preregistration or registration of the copyright claim has been 
made in accordance with this title.  In any case, however, where the deposit, 
application and fee required for registration have been delivered to the Copyright 
Office in proper form and registration has been refused, the applicant is entitled 
to institute a civil action for infringement if notice thereof, with a copy of the 
complaint, is served on the Register of Copyrights.48   

 
 The United States Courts of Appeal have been divided, however, about when 

registration occurs.  Courts following the “registration approach” found that 

registration, for purposes of 17 U.S.C. § 411(a), occurred only after the Register of 

Copyrights had acted upon an application for copyright registration.  Other courts 

followed the “application approach,” which found that registration occurred once the 

copyright claimant had filed the application and deposit copy and paid the requisite fee. 

On March 4, 2019, the Supreme Court of the United States held that, with respect 

to commencing a lawsuit for infringement under the Copyright Act, “registration occurs, 

and a copyright claimant may commence an infringement suit, when the copyright 
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Office registers a copyright.”49  “The registration approach, we conclude, reflects the 

only satisfactory reading of § 411(a)’s text.”50 

Petitioner Fourth Estate Public Benefit Corporation (Fourth Estate) “is a news 

organization producing online journalism.”51  Respondent, a news website licensing 

content from Fourth Estate, allegedly violated a license from Fourth Estate by failing to 

remove all content provided by Fourth Estate before cancelling the license agreement.52  

Fourth Estate sued for copyright infringement. 

“All parties agree that, outside of statutory exceptions not applicable here, § 

411(a) bars a copyright owner from suing for infringement until ‘registration…has been 

made.’”53  The parties disputed, however, whether the date of registration was 

determined by the “application approach” or the “registration approach.”  

The court focused first on the plain language of the statute.  The first two 

sentences of § 411 (a) focus on action by the Copyright Office, not the claimant.  If the 

application approach were the correct approach, the second sentence of § 411(a) would 

be superfluous.54   

The court then examined other provisions of the Copyright Act.  The Court 

reasoned that “Section 410 …confirms that application is discrete from, and precedes, 

registration” because the Register has the authority to refuse registration.55  Also, 

Section 410 (d) provides that the effective date of a registration is the date of 

submission, not the date that the Copyright Office registers a claim.  “There would be no 

need thus to specify the ‘effective date of a copyright registration’ if submission of the 

required materials qualified as ‘registration.’”56   



 9 

The court turned its attention to various amendments to the Copyright Act that 

further supported the conclusion that the only registration approach is the only 

satisfactory one.  In 1988, when Congress removed foreign works from the registration 

requirement in order to comply with the Berne Convention, Congress maintained the 

requirement for domestic works notwithstanding proposals to abandon the registration 

requirement entirely.57  “Subsequently, in 1993, Congress considered, but declined to 

adopt, a proposal to allow suit immediately upon submission of the registration 

application.”58  In 2005, Congress added a preregistration option rather than 

eliminating the registration requirement “for works vulnerable to predistribution 

infringement.”59   

Finally, addressing Fourth Estate’s argument that a copyright claimant could lose 

her ability to enforce her rights if the Copyright Office fails to act within the three-year 

statute of limitations, the court noted that the average processing time for registration 

applications is seven months.60  “Delays in Copyright Office processing of applications, 

it appears, are attributable, in large measure, to staffing and budgetary shortages that 

Congress can alleviate, but courts cannot cure.”61  The court concluded that the 

unfortunate delays did not permit the court to rewrite “§411’s congressionally composed 

text.”62 

Rimini Street, Inc. v. Oracle USA, Inc. 

Also on March 4, 2019, the United States Supreme Court addressed the extent to 

which costs are recoverable under the Copyright Act by a successful litigant, and in so 

doing resolved another split among the circuit courts: 

The Copyright Act gives federal district courts discretion to award “full costs” to a 
party in copyright litigation. 17 U. S. C. § 505.  In the general statute governing 
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awards of costs, Congress has specified six categories of litigation expenses that 
qualify as “costs.” See 28 U. S. C. §§ 1821, 1920.  The question presented in this 
case is whether the Copyright Act’s reference to “full costs” authorizes a court to 
award litigation expenses beyond the six categories of “costs” specified by 
Congress in the general costs statute.  The statutory texts and our precedents 
establish that the answer is no.  The term “full” is a term of quantity or amount; it 
does not expand the categories or kinds of expenses that may be awarded as 
“costs” under the general costs statute.63   
 
Oracle develops, licenses and maintains software that manages data and 

operations.64  Rimini Street sells maintenance software that competes with Oracle; 

Oracle sued Rimini in Nevada, alleging that Rimini made unauthorized copies of 

Oracle’s software in violation of the Copyright Act.65 

A jury awarded Oracle $50 million in damages, and the district court awarded 

fees and costs, including $12.8 million “for litigation expenses such as expert witnesses, 

e-discovery, and jury consulting.”66  The United States Court of Appeals for the Ninth 

Circuit affirmed the award of $12.8 million and acknowledged that the award included 

expenses not contained in the general costs statute; the Ninth Circuit relied on its own 

precedent that “full costs” under the Copyright Act was not confined by the expenses 

enumerated in §§ 1821 and 1920.67 

The United States Supreme Court began its analysis by noting that “Congress has 

enacted more than 200 subject-specific federal statutes that explicitly authorize the 

award of costs to prevailing parties in litigation.”68  The general costs statutes allow only 

specific categories of costs: fees of the clerk and marshal, fees for printed or 

electronically recorded transcripts necessarily obtained for use in the case, fees and 

disbursements for printing and witnesses, fees for the costs of making copies of 

materials necessarily obtained for use in the case, docket fees, compensation of court-
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appointed experts and interpreters and reimbursement of per diem and mileage 

expenses for witnesses.69 

The Supreme Court recognized that the general costs statutes “create a default 

rule and establish a clear baseline against which Congress may legislate.”70  At times, 

Congress has gone beyond those baselines and allowed other costs, such as expert-

witness fees and attorneys’ fees. “But absent such express authority, courts may not 

award litigation expenses that are not specified in §§1821 and 1920.”71   

The Supreme Court turned to three of its prior decisions to reinforce its 

conclusion.  In Crawford Fitting Co. v. J. T. Gibbons, Inc., the court examined whether 

a court could award expert-witness fees under Federal Rule of Civil Procedure 54(d).  

The Supreme Court held that such an award was improper. “When ‘a prevailing party 

seeks reimbursement for fees paid to its own expert witnesses, a federal court is bound 

by the limit of §1821(b), absent contract or explicit statutory authority to the 

contrary.’”72  In West Virginia Univ. Hospitals, Inc. v. Casey, the Supreme Court found 

that expert-witness fees were not recoverable in civil-rights litigation because the statute 

authorizing an award of costs did not provide “‘explicit statutory authority’ to award 

expert witness fees.”73  In Arlington Central School Dist. Bd. Of Ed. v. Murphy, the 

Supreme Court wrote “‘[N]o statute will be construed as authorizing the taxation of 

[expert] witness fees as costs unless the statute “refer[s] explicitly to witness fees.”’”74 

Capitol Records, LLC v. ReDigi Inc. 

On December 12, 2018, the United States Court of Appeals for the Second Circuit 

affirmed the United States District Court for the Southern District of New York’s 

decision that Defendants’ “Internet system version 1.0 infringed the Plaintiffs’ 
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copyrights by enabling the resale of such digital files containing sound recordings of 

Plaintiffs’ copyrighted music.”75  “Defendants had created an Internet platform designed 

to enable the lawful resale, under the first sale doctrine, of lawfully purchased digital 

music files, and had hosted resales of such sales on the platform.”76 

Defendants’ platform employed a software program that Defendants called Music 

Manager, and that software was designed to verify whether a customer’s particular 

music file had been lawfully purchased.  If the file had been lawfully purchased, Music 

Manager deemed the file as one that may be resold.77   

The ReDigi user then engaged in a process that ReDigi calls Data Migration.  

ReDigi software breaks the customers file into blocks, creates a transitory copy of each 

block, transfers those blocks to ReDigi’s remote server, known as a Cloud Locker, and 

deletes those files from the customer’s computer.  “As a result, the entire file never exists 

in two places at once.”78   

ReDigi claimed to guard against a user’s retention of duplicate copies of 

transferred music files.  However, ReDigi did not dispute that its Music Manager 

software could not detect duplicates that a customer created, prior to resale, and 

maintained “on a compact disc, thumb drive or third-party cloud service unconnected to 

the computer that hosts Music Manager.”79 

The Second Circuit framed the issue on appeal as “whether ReDigi’s system 

version 1.0 lawfully enables resales of its users’ digital files.”80 ReDigi claimed that the 

first-sale doctrine permitted a lawful resale.  The court of appeals, however, found that 

the first-sale doctrine protects a rights holder’s control over a distribution, not a 
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reproduction.81  If ReDigi’s process reproduced a copy of the phonorecord, then the 

first-sale doctrine did not insulate ReDigi from a claim of infringement. 

The court of appeals found, like the district court, that the transfer unlawfully 

reproduced the underlying phonorecord that was being transferred.82 ReDigi argued on 

appeal that its system transfers a particular file, so that transfer should not be deemed 

to have reproduced that file.83  ReDigi made two primary arguments. 

First, ReDigi argued that its digital files should be considered “material objects” 

eligible for protection under the first-sale doctrine.84  The court of appeals did not 

decide whether ReDigi was correct.  Even if the file were considered a “material object,” 

ReDigi still “effectuates an unlawful reproduction.”85  

Second, ReDigi argued that its process never results in the complete file existing 

in more than one place at the same time.86  The court of appeals rejected that 

argument.87  When a purchaser purchases a digital file, the device on which the file is 

stored itself becomes a phonorecord.88  When the file is transferred to ReDigi’s server, 

and then the purchaser’s device, each of those steps creates a new phonorecord.89 

ReDigi made several additional arguments regarding its process.  “None of those 

arguments negates the crucial fact that each transfer of a digital music file to ReDigi’s 

server and each new purchaser’s download of a digital music file to his device creates 

new phonorecords.”90 

ReDigi also raised fair use and policy-based arguments.  The court of appeals 

wrote “[w]e have considered ReDigi’s remaining arguments against the district court’s 

ruling and find them to be without merit.”91 
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Skidmore v. Led Zeppelin 

On September 28, 2018, the United States Court of Appeals for the Ninth Circuit 

vacated the judgment entered in favor of Defendants by the United States District Court 

for the Central District of California and remanded for a new trial.92  The case involved 

claims of copyright infringement by the owner of the copyright in the musical 

composition “Taurus” against a number of Defendants, including the band Led 

Zeppelin, band members Jimmy Page and Robert Plant and record companies and 

music publishers, based on the Defendants’ exploitation of the song “Stairway to 

Heaven.”93 

After a trial, the jury returned a verdict in favor of Defendants.94  The court of 

appeals, however, held “that several of the district court’s jury instructions were 

erroneous and prejudicial.”95  The court also found that “the scope of copyright 

protection for an unpublished work under the 1909 [Copyright] Act is defined by the 

deposit copy,” answering a question of first impression for the Ninth Circuit96   

Randy Wolfe, a member of the band Spirit, wrote the song “Taurus” in 1966; Led 

Zeppelin was formed in 1968, and “Spirit and Led Zeppelin both performed at several of 

the same venues at the same time: a concert in Denver in 1968 and at the Atlanta 

International Pop festival, the Seattle Pop Festival, and the Texas Pop Festival in 

1968.”97  In 1971, Led Zeppelin released “Stairway to Heaven.”98   

Before trial, the district court concluded “that the protectable copyright was the 

musical composition transcribed in the deposit copy of “Taurus” and not the sound 

recording.”99  At trial, Plaintiff’s “master guitarist” performed the “deposit copy as he 

interpreted it.”100 The sound recordings of the song were not played for the jury. 
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The jury returned a verdict in favor of Defendants, finding access by some 

Defendants but no substantial similarity.  On appeal, the court concluded that one 

harmful error was the trial court’s failure to instruct “that the selection and arrangement 

of unprotectable musical elements are protectable.”101  The court noted that the Ninth 

Circuit applies both extrinsic and intrinsic tests to determine substantial similarity; the 

extrinsic test only analyzes the similarity of elements that are protected by copyright, 

while the intrinsic test assesses “‘whether the ordinary, reasonable person would find 

the total concept and feel of the works to be substantially similar.’”102   

The “jury decided that there was no extrinsic substantial similarity and failed to 

reach the intrinsic test.”103  Plaintiff’s expert musicologist had testified that extrinsic 

substantial similarity existed based on “the combination of five elements — some of 

which were protectable and some of which were in the public domain.”104  Thus, by 

failing to instruct on the protectability of a combination or arrangement of otherwise 

unprotectable elements, the district court committed error that required a new trial. 

The court of appeals also found that the district court committed error in its 

instructions regarding originality.105  Based on the specific language of two instructions, 

the appellate court concluded “that the district court’s originality jury instructions 

erroneously instructed the jury that public domain elements are not copyrightable, even 

if they are modified in an original manner or included as part of a selection or 

arrangement.”106   

Regarding the scope of protection under the 1909 Copyright Act for unpublished 

works, the Ninth Circuit concluded that the district court properly concluded that the 

scope of protection was defined by the deposit copy.  Under Section 11 of that Act, “the 
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deposit copy must be filed not only to register the copyright, but for the copyright even 

to exist.”107 

The court of appeals also addressed whether copies of the sound recording of 

Spirit’s performance of “Taurus” could be played at a subsequent trial.  At the first trial, 

Plaintiff sought to play copies of the sound recording of “Taurus” during the 

examination of Jimmy Page, a co-author of “Stairway to Heaven.” Plaintiff argued that 

playing the sound recordings during Page’s examination was relevant in order to prove 

access.  The district court, concluding that playing the recordings in the presence of the 

jury would be unduly prejudicial, allowed Plaintiff to play the recordings for Page 

outside the presence of the jury and then question Page about the sound recordings in 

the presence of the jury.108 

The jury found that Page had access to “Taurus,” so any error in the trial court’s 

decision was harmless.109  Plaintiff argued on appeal that the jury could not assess 

Page’s credibility without observing him while he listened to the recordings and then 

answering questions about the recordings.  The court of appeals agreed, finding that the 

district court’s finding was an abuse of its discretion and instructing further that any 

risk of unfair prejudice could be cured by a limiting instruction ”that the recordings 

were limited to the issue of access and that they were not to be used to judge substantial 

similarity.”110 

Horror Inc. v. Miller 

Also on September 28, 2018, the United States District Court for the District of 

Connecticut found that Victor Miller successfully terminated Horror Inc.’s rights to the 

copyright in the screenplay to the original Friday the 13th effective as of the date of his 
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second termination notice.111  Miller, a member of the Writer’s Guild of America, “was 

officially hired to write the screenplay for the film pursuant to a short form-agreement 

by the Manny Company.”112  Manny and Manny’s latest successor in interest, Horror 

Inc., brought the case seeking a “declaration that Miller prepared the screenplay as a 

work for hire.”113   

The court noted that “the initial ‘author’ is usually considered to be ‘the party who 

actually creates the work, that is, the person who translates an idea into a fixed, tangible 

expression entitled to copyright protection.’”114  An author may, pursuant to 17 U. S. C. § 

203(a), terminate the transfer of the copyright unless the work is a work made for hire.  

The Copyright Act defines a work for hire as a work either prepared by an 

employee within the scope of his or her employment or a work specially commissioned 

for use in one of several enumerated ways “in a written instrument signed by them that 

the work shall be considered a work made for hire.”115  The contract between Manny and 

Miller did not contain any language regarding a work made for hire, so the court 

analyzed whether Miller was an employee of Manny or an independent contractor.116 

“Miller wrote the treatment and screenplay on his own typewriter, using his own 

typewriter ribbon and paper.”117  He wrote in the morning, and Manny did not dictate 

Miller’s hours.118 

Because Miller was a member of the Writer’s Guild, Plaintiffs argued, Miller was 

precluded from being an independent contractor based upon the definition of 

“employee” set forth in the National Labor Relations Act.119  The court rejected the 

notion that labor law requires the conclusion that Miller was an employee.120 
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Rather, the court applied the test set forth by the United States Supreme Court in 

Community for Creative Non-Violence v. Reid.  “‘To determine whether a work is for 

hire under the Act, a court should first ascertain, using principles of general common 

law of agency, whether the work was prepared by an employee or an independent 

contractor.’”121  Although the test set forth in Reid enumerates thirteen factors, the 

United States Court of Appeals for the Second Circuit give more weight to five of the 

elements: “the hiring party’s right to control the manner and means of creation, the skill 

required, the provision of employee benefits, the tax treatment of the hired party, and 

whether the hiring has the right to assign additional projects to the hired party.”122 

The court found no evidence that Manny “controlled the details of Miller’s work 

or supervised Miller’s daily activities.”123  The parties agreed that “‘screenwriting is a 

skilled profession and that Miller is a skilled screenwriter.’”124  Not only did Manny not 

provide benefits to Miller, the court noted that Manny “failed to even make the 

contributions to [Writer’s Guild] health care or pension plans required under the MBA 

that Manny and Horror so heavily rely on.”125  Manny never withheld or deducted taxes, 

social security, or other comparable payments from his compensation.”126  The court 

also found that Manny had no ability to assign additional projects to Miller.127 

The court concluded that Miller was an independent contractor and that the 

screenplay was not a work made for hire.128  “As a result, unless Horror and Manny can 

otherwise claim authorship rights in the screenplay, any rights they have to the 

copyright in the screenplay must originally derive via grant from Miller, which Miller 

has terminated pursuant to 17 U.S. C. §203.”129 
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The court then analyzed whether anyone other than Miller qualified as a joint 

author.  “In the Second Circuit, the standard for joint authorship requires the joint-

authorship proponent to establish ‘that each of the putative co-authors (1) made 

independently copyrightable contributions to the work; and (2) fully intended to be co-

authors.’”130  The court, noting that Miller was provided with sole credit for writing the 

screenplay and that, to the extent others sought to claim co-authorship at this stage, 

such a claim was barred by the three-year statute of limitations.131 

SoundExchange, Inc. v. Copyright Royalty Bd. 

On September 18, 2018, the United States Court of Appeals for the District of 

Columbia Circuit reviewed the Copyright Royalty Board’s most-recent rate-setting 

decisions regarding rates that apply to statutory licenses for noninteractive webcasting 

services.132  The court “sustained the Board’s determination in all respects.”133   

The Board must set rates and terms that “‘represent the rates and terms that 

would have been negotiated in the marketplace between a willing buyer and willing 

seller.’”134 The Board accepts submissions from interested parties, including negotiated 

licenses; the Board then considers whether the rates and terms of those licenses meet 

the statutory standard of willing-buyer-and-willing-seller in order to serve as 

benchmarks.135  The Board uses those benchmarks to set a zone of reasonableness and 

then sets the statutory license within that zone.136 

The Board followed that process in order to set rates for both ad-based and 

subscription-based statutory licenses.137  Both Pandora Media and iHeartMedia 

submitted benchmark agreements with major record labels; those agreements contained 

a feature known as “steering,” which allows a webcaster to reduce the per-performance 
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rate paid to a record company if the webcaster increased the number of plays from those 

record companies’ artists over the number of plays that would have resulted from the 

webcaster’s algorithm.138  

With respect to ad-based services, the Board rejected SoundExchange’s concerns 

and set a rate of $0.0017 per song with adjustments for inflation.139  With respect to 

subscription-based services, the Board set a rate of $0.0022 per song with adjustments 

for inflation.140 

With respect to subscription-based services, SoundExchange submitted its own 

benchmark agreement.  That agreement, however, covered interactive subscription-

based services, and interactive services are not entitled to a statutory license.141  The 

Board accepted the SoundExchange agreement but further adjusted the rates because 

the interactive rate is not “effectively competitive.”142 

The court of appeals noted that its standard of review was “particularly 

deferential” because of the highly technical nature of the rate-setting process.143  The 

court affirms unless the Board’s decision was arbitrary, capricious, an abuse of 

discretion or otherwise contrary to law.144 

SoundExchange challenged the Board’s use of actual licenses in establishing 

“benchmarks.”  One challenge was based on a concept known as “shadowing,” which 

reflects the concept that parties negotiating a voluntary license know that they can fall 

back on the statutory license if they fail to reach agreement.145  Thus, the negotiated 

agreement is in the “shadow” of the statutory license and fails to reflect a willing-buyer-

and-willing-seller standard.  The Board rejected that concern, noting that the rates in 

the negotiated agreement were actually lower than the statutory rates.146   
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SoundExchange further challenged the Board’s further adjustment of the rates in 

the agreement that SoundExchange submitted related to interactive services.  “The 

Board found that the interactive services market giving rise to SoundExchange’s 

benchmark was inadequately competitive due to the possession of oligopoly power by 

certain copyright holders, and that an adjustment was needed to ‘eliminate the 

complementary oligopoly effect.’”147 

SoundExchange also proposed that the Board relax the standard required to 

qualify as an auditor who can verify royalty payments.148 The Board’s then-current 

regulations provided that an auditor must be a certified public accountant.149  The Board 

rejected SoundExchange’s proposal and tightened the requirements such that a 

qualified auditor must now not only be a certified public accountant but now must also 

be licensed in the jurisdiction where one seeks to conduct a verification.150 

We Shall Overcome Found. & Butler Films v. Richmond Org. Inc. 

On July 31, 2018, the United States District Court for the Southern District of 

New York awarded Plaintiffs attorneys’ fees of $352,000 plus certain costs in an action 

that resulted in the Defendants’ either losing or agreeing not to claim certain rights in 

the musical composition “We Shall Overcome” (the “Song”).151  Previously, the district 

court had determined in September 2017 that the lyrics and melody in the first and 

identical fifth verses of the composition “were not sufficiently original to qualify for 

copyright protection.”152  As the case approached trial, Defendants “tendered a 

covenant-not-to-sue over… [the remaining verses and] argued that this mooted the 

claims as to the remaining verses of the Song, and allowed judgment to be entered.”153   
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“Section 505 of the Copyright Act provides that a district court ‘may …award a 

reasonable attorney’s fee to the prevailing party.”154  The “touchstone” of the analysis of 

who prevailed is whether a material alteration of the legal relationship between the 

parties occurred.155  The change may either be in the form of “‘some relief on the 

merits’” or “‘settlement agreements enforced through a consent decree.’”156 

Plaintiffs “obtained a summary judgment decision in their favor.”157  They 

therefore are the prevailing parties.  The court then analyzed the “Fogerty factors” for 

evaluating whether to award fees to a prevailing party in a case arising under the 

Copyright Act and determined that Plaintiffs were entitled to a fee award.158   

In determining the amount of the fee to award, the district court started by 

recognizing that a fee award under “Section 505… [is based on] the fee that a 

‘reasonable, paying client would be willing to pay.’”159  First, the court analyzed the 

hours expended.  “As an overall matter, comparison with the time spent by defense 

counsel on this litigation indicates this request is a reasonable reflection of the 

investment in time made by skilled counsel representing the plaintiffs.”160 

In determining an appropriate hourly rate, the court noted that a “reasonable 

client wishes to spend the minimum necessary to litigate the case effectively” and might 

negotiate a fee based, in part, on an attorney’s “‘desire to obtain the reputational 

benefits that might accrue from being associated with the case.’”161  The court wrote 

“cases that would be attractive to many talented lawyers, either as candidates for pro 

bono or reduced-fee representation, or because they fulfill a lawyer’s own reputational 

and societal goals,” provide the client with significant negotiating leverage; the court 

therefore reduced the hourly rates by 65%.162 
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Williams v. Gaye 

On July 11, 2018, the United States Court of Appeals for the Ninth Circuit 

amended its March 21, 2018 decision in a copyright-infringement case that “the dissent 

prophesies…will shake the foundations of copyright law, imperil the music industry, and 

stifle creativity.”163  In response, the majority wrote “[f]ar from heralding the end of 

musical creativity as we know it, our decision, even construed broadly, reads more 

accurately as a cautionary tale for future trial counsel wishing to maximize their odds of 

success.”164 

“After a seven-day trial and two days of deliberation, a jury found that Pharrell 

Williams, Robin Thicke, and Clifford Harris, Jr.’s song ‘Blurred Lines,’…infringed 

Frankie Christian Gaye, Nona Marvisa Gaye, and Marvin Gaye III’s copyright in Marvin 

Gaye’s 1977 hit song ‘Got to Give It Up.”165  The court of appeals noted “[o]ur law 

requires that we review this case, which proceeded to a full trial on the merits in the 

district court, under deferential standards of review.  We accordingly decide this case on 

narrow grounds, and affirm in part and reverse in part.”166  

First, the court of appeals addressed the challenge by the Thicke Parties167 to the 

district court’s order denying summary judgment.  “The order is not reviewable.  The 

Supreme Court has squarely answered the question: ‘May a party…appeal an order 

denying summary judgment after a full trial on the merits? Our answer is no.’”168 

The court next addressed whether the district court abused its discretion in 

denying the Thicke Parties’ motion for a new trial.  “We may reverse the denial of a new 

trial only if the district court ‘reaches a result that is illogical, implausible, or without 

support in the inferences that may be drawn from the record.’” 169 
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Regarding the awards of damages, the court of appeals found that the jury’s 

award of actual damages was not based on speculation and that the award of lost profits 

was not clearly erroneous.170  The court also found that the trial court’s award of 

equitable relief in the form of a 50% royalty going forward was not an abuse of the 

district court’s discretion.171 

At trial, the jury returned mixed general verdicts; the jury found in favor of the 

Interscope Parties172 and Harris but found that More Water from Nazareth Publishing, 

Inc., Williams and Thicke infringed.173  Ruling on a post-trial motion, the district court 

overturned the jury’s verdicts in favor of Harris and the Interscope Parties.174 

On appeal, the court of appeals reversed the district court’s decision to impose 

liability on Harris and the Interscope Parties.175  Although the verdicts had been 

inconsistent, “’in most cases where a jury renders inconsistent verdicts, the trial judge 

must allow those verdicts to stand because “it is unclear whose ox has been gored.”’”176  

On the two remaining issues (attorneys’ fees and costs), the court refused to 

disturb the district court’s findings.  The court of appeals found that the district court 

did not abuse its discretion in refusing to award attorneys’ fees or in apportioning 

costs.177 

Pohl v. MH Sub I, LLC 

On June 20, 2018, the United States District Court for the Northern District of 

Florida decided that “there is nothing remotely creative about taking close-up 

photographs of teeth” that warrants copyright protection.178  The court therefore 

granted summary judgment in favor of the defendant.179 
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The Plaintiff was a dentist who began taking before-and-after photographs of 

cosmetic dental work he had performed and posting those photographs on his practice’s 

website.180 Dr. Pohl performed a reverse-image search on Google and discovered his 

photographs on seven different websites that all identified the Defendant “as the 

designer or developer.”181 

Dr. Pohl filed suit, alleging copyright infringement, but the trial court found that 

the photographs were not copyrightable “because no reasonable jury could find the 

photos are sufficiently creative or original to receive copyright protection.”182  Rather, 

the court found that the photos “serve a utilitarian end — to identify goods or services 

that a viewing customer can expect from a business.”183 

Brammer v. Violent Hues Prods., LLC 

On June 11, 2018, the United States District Court for the Eastern District of 

Virginia found that the use of a photograph by film-festival organizer Violent Hues 

Productions, LLC (“Violent Hues”), was a fair use.184  Plaintiff Russell Brammer took “a 

time-lapse depiction of the Adams Morgan neighborhood of Washington, D.C., at 

night,” and he posted the photo on several image-sharing websites.185 

“Violent Hues posted a cropped version of Brammer’s photo on its website.”186 

Brammer’s lawyer sent a demand letter; Violent Hues immediately removed the photo 

from its website, and Brammer sued.187  

The court analyzed the four statutory factors.  With respect to the first factor —

the purpose and character of the use, including whether such use is of a commercial 

nature — the court found that Violent Hues’s use was transformative and not 

commercial, concluding that these factors favored a finding of fair use.188  The court 
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found Violent Hues’s use to be transformative in function and purpose: Brammer’s 

purpose was “promotional and expressive,” while Violent Hues’s purpose “was 

informational: to provide festival attendees with information regarding the local 

area.”189  The district court found that Violent Hues’s was not commercial, “because the 

photo was not used to advertise a product or generate revenue.”190 

The court here next noted that Violent Hues’s use was in good faith.  The court 

noted three facts supporting its conclusion that the use was in good faith: (1) Violent 

Hues’s owner, Fernando Mico, found the photo on line and saw “no indication that it 

was copyrighted,” (2) he believed the photo was “publicly available,” and (3) he removed 

the photo from the website as soon as he knew it might be copyrighted.191  A party’s good 

faith is not a statutorily enumerated factor, but the four statutory factors are not 

exclusive. 

Considering the second factor — the nature of the copyrighted work — the court 

noted that the use of factual works, rather than more expressive works, favored a finding 

of fair use.192  The court concluded that the second factor favored a finding of fair use 

because “Violent Hues used the photo purely for its factual content, to provide festival 

attendees a depiction of the Adams Morgan neighborhood.”193 

The court then again departed from the four statutory factors.  The court then 

noted that “the scope of fair use is broadened when a copyrighted work has been 

previously published.194 

The district court moved to the third factor: “the amount and substantiality of the 

portion used in relation to the copyrighted work as a whole.”195  The court found that the 

third factor favored a finding of fair use because Defendant had cropped about half of 
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the photo for use on its website, taking “no more of the photo than was necessary to 

convey the photo’s factual content and effectuate Violent Hues’ informational 

purpose.”196 

Finally, the court found “no evidence that Violent Hues’ use of the photo had any 

effect on the potential market for the photograph.”197 The lack of effect on the market, 

combined with the Plaintiff’s testimony that he “currently makes no effort to market the 

photo,” led the court to conclude that the fourth factor likewise militated in favor of a 

finding of fair use.198 

Hall v. Swift 

On February 13, 2018, the United States District Court for the Central District of 

California concluded that the two short phrases of Plaintiffs’ work allegedly infringed by 

the Taylor Swift song “Shake it Off” “lack the modicum of originality and creativity 

required for copyright protection.” The court granted Defendants’ motion to dismiss, 

giving Plaintiffs a single opportunity to amend.199   

“Plaintiffs Hall and Butler are co-authors and copyright owners of the musical 

composition “Playas Gon’ Play,” the chorus of which includes the following lyrics: 

”Playas, they gonna play/ And haters, they gonna hate.”200  Defendants Swift, Sandberg 

and Schuster wrote “Shake it Off,” which includes the following lyrics: “Cause the 

players gonna play, play, play, play, play/ And the haters gonna hate, hate, hate, hate, 

hate.”201 

The focus of the court’s analysis was exclusively on whether the two portions of 

the songs’ choruses were substantially similar.  Recognizing that the applicable test for 

substantial similarity in the Ninth Circuit includes both an extrinsic and an intrinsic 
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component, the court wrote “finding substantial similarity under the extrinsic 

component is a necessary prerequisite to considering the intrinsic component, which is 

expressly reserved for the jury.”202 

The extrinsic test, in turn, requires a plaintiff to establish that protected elements 

of the infringing work are substantially similar to the allegedly infringed work.203  

Typically, expert testimony analyzes some combination of the following elements in 

assessing substantial similarity: rhythm, pitch, cadence, melody, tempo, harmony or 

lyrics.204  Here, however, assessing the portions of the two choruses was “well within the 

Court’s purview (or the purview of any layman),” so expert testimony was 

unnecessary.205 

“The lynchpin of this entire case is thus whether or not the lyrics ‘Playas, they 

gonna play/ And haters, they gonna hate’ are eligible for protection under the Copyright 

Act.”206  Noting that the Copyright Act protects only original works, the court concluded 

that the subject phrase was not “sufficiently creative to warrant protection.”207 

The court reasoned that, by the date of creation of the Plaintiffs’ work, “American 

popular culture was heavily steeped in the concepts of players, haters, and player 

haters.”208  Moreover, “[t]he concept of actors acting in accordance with their essential 

nature is not at all creative; it is banal.”209  In fact, the court suggested other examples: 

runners gonna run, drummers gonna drum and swimmers gonna swim.210 

On February 26, 2018, Plaintiffs notified the district court that they did not 

intend to file an amended complaint and requested dismissal without prejudice.211  

Defendants objected to the dismissal’s being without prejudice, and the court agreed 

with Defendants, dismissing the case with prejudice on March 2, 2018.212 
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BMG Rights Mgmt. (US) LLC v. Cox Communs., Inc. 

  On February 1, 2018, the United States Court of Appeals for the Fourth Circuit 

decided that Cox Communications, Inc., and CoxCom, LLC (collectively, “Cox”), were 

not entitled to the safe-harbor defense contained in the Digital Millennium Copyright 

Act (“DMCA”) to claims of copyright infringement, although the court reversed the 

district court in part and remanded for a new trial based on errors in the jury 

instructions.213  The DMCA provides a safe harbor to any internet service provider 

(“ISP”) that “has ‘adopted and reasonably implemented … a policy that provides for the 

termination in appropriate circumstances of subscribers … who are repeat 

infringers.’”214 The Fourth Circuit held that “Cox failed to qualify for the DMCA safe 

harbor because it failed to implement its policy in any consistent or meaningful way — 

leaving it essentially with no policy.215 

Cox is a conduit ISP, and “some of Cox’s subscribers shared and received 

copyrighted files, including music files, using a technology known as BitTorrent.”216  

BitTorrent is a particularly efficient method of file sharing for two reasons: a user can 

download a file from multiple users simultaneously, and a user can begin sharing a piece 

of a file while continuing to download the rest of the file.217   

“Cox only provides internet access to its subscribers.  Cox does not create or sell 

software that operates using the BitTorrent protocol, store copyright-infringing material 

on its own computer servers, or control what its subscribers store on their personal 

computers.”218 

The court of appeals’s fact-intensive analysis summarized Cox’s policy, which is 

based on a thirteen-strike policy, noting that Cox never automatically terminates a 
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subscriber under that policy.219  Each strike results in notices to the subscriber, and the 

notices are accompanied by the following responses by Cox: 

1. The first notice produces no action; 
 
2. The second through seventh notices result in warning emails; 

 
3. The eighth and ninth notices result in limiting the subscriber to a 

single webpage that contains a warning, but the subscriber can 
reactivate full service with a single click; 

 
4. The tenth and eleventh notices result in suspensions that require 

the subscriber to call a technician who explains the reason for the 
suspensions and then reactivates service; 

 
5. The subscriber is suspended after the twelfth notice and directed to 

a specialized technician who provides a warning and then 
reactivates service, and 

 
6. The subscriber is suspended and, for the first time, considered for 

termination after the thirteenth notice.220 
 

 The court also noted several limitations to Cox’s policy.  For instance, Cox resets a 

subscriber’s thirteen-strike counter every six months.  With respect to those rights 

holders reporting infringements, Cox restricts the number of notices that Cox will accept 

in one day; any notice received after the limit is exceeded is disregarded.221 

The Plaintiff owns copyrights and hired Rightscorp, Inc. (“Rightscorp”) to 

“monitor BitTorrent activity to determine when infringers share its clients’ copyrighted 

works.”222 Cox “blacklisted” Rightscorp, meaning that “Cox did not ever view a single 

one of the millions of notices that Rightscorp sent to Cox on BMG’s behalf.”223 

The district court granted summary judgment in favor of Plaintiff, holding “that 

no reasonable jury could find that Cox implemented a policy that entitled it” to DMCA 

safe-harbor protection.224 “The jury found Cox liable for willful contributory 

infringement and awarded BMG $25 million in statutory damages.”225  Cox appealed.  
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“Cox’s principal contention is that ‘repeat offenders’ means adjudicated repeat 

infringers: people who have been held liable by a court.”226  The court, relying on the 

plain meaning of the word “infringer” and the legislative history of the statute, rejected 

Cox’s argument.227 
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