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• Fear, Loathing and the Mayo/ Alice framework for 101 analysis

• 2017-2018 statistics and changes in the landscape

• Patent Drafting Tips

• Prosecution Tips – i.e., playing the hand you are dealt

• Litigation Tips

Topics for Discussion
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• Is the claim to a process, machine, 
manufacture or composition of matter?

• Is the claim “directed to” a judicially 
recognized exception to patent eligible 
inventions?
• a law of nature
• a natural phenomenon, or 
• an “abstract idea”

• Does the claim recite “significantly more” 
than the judicial exception, i.e., does the 
claim add an “inventive concept” so as to 
transform the exception to an eligible 
application?

The 101 Framework 
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• How do we identify an “abstract idea”?

• What constitutes “significantly more” or 
an “inventive concept”?

• Sorry, wrong seminar… maybe next year…

• Effectively a common law analysis- look to 
and rely upon legal precedent if possible

The 101 Framework 
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• Pendulum swinging back to a “normal” 
condition?

• Legislative and/or judicial solutions on the 
way?

• Or…

• Is resistance futile?

The 101 Framework 
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• Source: https://anticipat.wordpress.com/category/statistics/ for 
12/27/2017 

PTAB Statistics
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• Source: https://anticipat.wordpress.com/category/statistics/ for 
1/2/2018 

PTAB Statistics
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• MPEP now includes a grouping of case law examples. 
• MPEP § 2106.04 re “directed to”
• MPEP § 2106.05 re “significantly more”

• Initial burden on examiner to explain rationale for ineligibility: “if the 
claim is directed to an abstract idea, the rejection should identify the 
abstract idea as it is recited (i.e., set forth or described) in the claim 
and explain why it corresponds to a concept that the courts have 
identified as an abstract idea.” MPEP § 2106.07(a) 

• But… “While the terms “set forth” and “describe” are thus both 
equated with “recite”, their different language is intended to indicate 
that there are different ways in which an exception can be recited in a 
claim.” MPEP § 2106.04(II)

Updates to MPEP 2106 
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• More weight arguably given to preemption arguments?

• “If applicant argues that the claim is specific and does not preempt all 
applications of the exception, the examiner should reconsider Step 2A 
[and] Step 2B.” MPEP § 2106.07 

• “Such reconsideration is appropriate because, although preemption is 
not a standalone test for eligibility, it remains the underlying concern 
that drives the two-part framework from Alice Corp. and Mayo (Steps 
2A and 2B).” Id.

Updates to MPEP 2106 
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• Think like a European!

Patent Drafting 
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• Problem/ Solution Narrative

• Avoid business/ advertising/ financial terms (i.e., “non-technical”)

• Avoid human activity or arguably mental steps

• Describe improvements to device/ system functionality
• Reduced memory usage
• Increased speed
• Improved user interface- see Core Wireless v. LG, 880 F.3d 1356

(CAFC 2018) and Local Intelligence v. HTC America, 5-17-cv-
06437 (CAND April 6, 2018) 

Patent Drafting 
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• Prepare spec as if MoT test is still valid --> 
hardware implementation, algorithms, and 
transformations

• Appearance matters!!  (see Thales, below) 

• Draft to at least support M+F claims?  (see Enfish)

• Do not describe automation of a known process, 
but a new process that was not previously available 
or possible

• Describe new technical effects from automation or 
functionality- w/o claiming technical effects per se

• Lead with narrower system claims (?)

Patent Drafting 
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• Best arguments à highlighting 
technological / technical 
improvements; specific 
applications of any asserted 
exception; clearly unconventional 
elements or combination

• Next best à attacking examiner 
rationale, legal analysis or 
conclusory fact-finding

• Last resort à formal deficiencies 
based on USPTO guidance in 
MPEP, internal training or memos

Prosecution with 101 Rejections 
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• Common examiner techniques: the claim is directed to an 
exception of {list all steps}

• Hold the examiner’s feet to the fire- what specifically is the 
exception being cited, and how does that relate to judicial 
precedent?

• Are all of the listed steps integral or inherent to a properly 
identified abstract idea? 

• Are all “additional elements” with respect to the properly 
identified abstract idea being considered in the second 
prong?

Prosecution with 101 Rejections 
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• Common examiner techniques: the claim is directed to an 
exception of {short, conceptual, but lifted from a specific 
example in the MPEP}

• Improperly distilling the claim to its “gist”?

• Point to the specification- what is the problem/ solution, as 
distinguished from the conceptual exception cited?

• Are all “additional elements” with respect to the properly 
identified abstract idea being considered in the second 
prong?

Prosecution with 101 Rejections 
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• Common examiner techniques: over-reliance on certain cases 
without proper context

• Electric Power Group v. Alstom, 830 F.3d 1350 (CAFC 2016)
• Frequently cited for claims including data collection and 

processing
• However, the court here specifically invoked “common-

sense distinction between ends sought and particular 
means of achieving them, between desired results 
(functions) and particular ways of achieving (performing) 
them.”

• Numerous ways to traverse with, e.g., any “source of type 
of information, or techniques for analyzing it.”  

Prosecution with 101 Rejections 
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• Common examiner techniques: everything in the claim beyond 
the exception is just {generic, conventional computer 
technology}

• Examiner still must address the claim as a whole- all 
additional elements covered?

• Dependent claims?

• M+F claims?  You can make the examiner’s life miserable in 
the second prong of the framework

• Hmm… on the other hand, the examiner could be right …

Prosecution with 101 Rejections 
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• Interview! 

• Appeal is not a great option, but often 
better than RCE if 101 is the only 

remaining grounds for rejection

• Be creative about the technical 
effects of the invention

• Highlight any possible 
statements regarding 

known problems or 
disparaging prior art 
solutions in the spec

Prosecution with 101 Rejections 
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• From McRo: An improvement in computer-related technology 
may include:

• “a teaching in the specification about how the claimed 
invention improves a computer or other technology”

• “a particular solution to a problem or a particular way 
to achieve a desired outcome defined by the claimed 
invention”

• From Bascom:
• “when combined, an inventive concept may be found in 

the non-conventional and non-generic arrangement” of 
even generic computer, network and Internet components 

Litigation – case law snippets 
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• Thales Visionix Inc. v. U.S. (Fed. Cir. 2017)
• Reversal of Claims Court- finding all claims eligible
• Claim 1:

a system for tracking the motion of an object relative to a 
moving reference frame, comprising:

a first inertial sensor mounted on the tracked object;
a second inertial sensor mounted on the moving reference 

frame; and
an element adapted to receive signals from said first and second 

inertial sensors and configured to determine an orientation of the 
object relative to the moving reference frame based on the signals 
received from the first and second inertial sensors.

Litigation- case law
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• Thales Visionix Inc. v. U.S. (Fed. Cir. 2017)
• Analogy drawn to Diehr – not directed to an abstract idea 

because “[t]he claims specify a particular configuration of 
inertial sensors and a particular method of using the raw data 
from the sensors in order to more accurately calculate the 
position and orientation of an object on a moving platform.”

• The claims are not directed to a mathematical equation for 
determining orientation, but to “the application of physics to 
the unconventional configuration of sensors as disclosed.”

• What “particular” configuration does J. Moore mean?
• Unconventional?
• As disclosed?  (and not as claimed?)
• How was any of this determined without claim construction?  

• (or is that the point?)

Litigation- case law
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• Possible takeaways from Thales:
• Argue that claims are directed to a 

particular configuration of elements, 
even if those elements are 
themselves individually conventional

• Therefore not directed to a mere 
application of an abstract idea

• And what if the “particular 
configuration” is only apparent from 
the specification?

• What do you think the Court was 
looking at in Thales?

• …

Litigation- case law
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Litigation- case law

23

• New questions regarding propriety of 12(b)(6) dismissals via 101?
• Among others, Aatrix Software v. Green Shades Software (CAFC, 

Feb. 14, 2018)
• Sufficient to allege factual evidence regarding inventive 

concepts?

• Don’t give up on dependent claims
• See Berkheimer v HP (CAFC, Feb. 8, 2018)

• Avoid losing credibility by automatically arguing your case is just like 
Enfish, DDR, McRo, etc.

Litigation- case law
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• Cleveland Clinic Foundation v. True Health Diagnostics
• Challenging holding “that a method involving natural phenomena 

is ineligible for patent protection if it claims known techniques 
that have been adapted for a new use and purpose not previously 
known in the art.”

• R+L Carriers v. Intermec Tech. Corp.
• Questioning whether a patent claim may be “directed to” an 

abstract idea under Step 1 “without analyzing the requirements 
of the individual claim steps”

• Also challenging summary judgment of ineligibility “when the 
record contains uncontroverted, relevant evidence establishing 
that there is at least a genuine issue of material fact as to whether 
the claim is ‘directed to’ an abstract idea”

SCOTUS- pending petitions for certiorari 
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• Novel structure or novel 
arrangement of conventional 
elements

• Improvement to underlying 
technology
• preferably a “technical 

improvement”

• Directed to specific 
implementations of the abstract 
idea

Recap: Keys for passing 
the 101 test 
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• Specific algorithm or process for 
achieving a tangible result or 
physical transformation

• Not easily characterized as 
“functional” or “results-oriented”

• Detailed support in specification

Recap: Keys for passing 
the 101 test 
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