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Supreme Court 
Updates on Patent Law

BY:  IAN G. MCFARLAND

Agenda
Recent Decisions 
ü Life Technologies – infringement under § 271(f)(1)

ü SCA Hygiene – laches

ü TC Heartland – venue for domestic corporate defendants

ü Lexmark – patent exhaustion

Still Pending?

üOil States – inter partes review proceedings
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Life Technologies v. Promega
580 U.S. __, 137 S. Ct. 734 (2017)

Ø What does “substantial portion” mean under 35 U.S.C. § 271(f)(1)?
v § 271(a) = traditional infringement

… [W]hoever without authority makes, uses, offers to sell, or sells any patented 
invention, within the United States or imports into the United States any patented 
invention during the term of the patent therefor, infringes the patent

v § 271(f)(1) = combining substantial portion of components abroad

Whoever without authority supplies or causes to be supplied in or from the United 
States all or a substantial portion of the components of a patented invention, 
where such components are uncombined in whole or in part, in such manner as to 
actively induce the combination of such components outside of the United States 
in a manner that would infringe the patent if such combination occurred within the 
United States, shall be liable as an infringer
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Life Technologies (cont’d)
• Promega’s patented invention was five-component kit for DNA testing

1) Mix of primers to mark DNA strand segment to copy
2) Nucleotides for forming replicated strands
3) Taq polymerase enzyme
4) Buffer solution
5) Control DNA

• Life Technologies manufactured similar kits in the United Kingdom, but supplied the Taq
polymerase from the United States

Ø Promega asserted Life Technologies infringed under § 271(f)(1) 
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Life Technologies (cont’d)
• Jury returned verdict of willful infringement against Life Tech

• District court granted Life Tech’s motion for judgment as a matter of law, because 
evidence at trial only showed it suppled at most one component from the U.S.

• Federal Circuit reversed:  A “substantial portion of components” has a qualitative 
definition under the statute – i.e., important or essential

• Because the Taq polymerase was a main component of the kit, the Federal Circuit ruled 
it was a substantial portion under § 271(f)(1) 
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Life Technologies (cont’d)
ü SCOTUS opinion written by Sotomayor, J. (7-0 decision, with 1 concurrence in part)

Ø Question 1:  Whether “substantial portion” refers to quantitative or qualitative 
measurement? 

• Statute lacked an express answer, but uses the phrase in context of other terms 
having quantitative meanings – “all” and “portion”

• Phrase is modified by “components of a patented invention” – no need for 
components if Congress intended a qualitative meaning 

• Qualitative definition would only further compound ambiguity

• Quantitative interpretation “hews most closely to the text of the statute and provides 
an administrable construction”
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Life Technologies (cont’d)
Ø Question 2:  Can a single component be considered a substantial portion?  (No)

• Statute uses components, plural
• Harmonizes § 271(f)(2), which uses component, singular

Ø Holdings:
1) The phrase “substantial portion” in § 271(f)(1) has a quantitative meaning
2) § 271(f)(1) does not cover the supply of a single component of a multi-

component invention

ü How many components, relative to the whole invention, are required to satisfy §
271(f)(1)? 
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SCA Hygiene Prods. v. First Quality Baby Prods.
580 U.S. __, 137 S. Ct. 954 (2017)

Ø Does the laches doctrine apply to damages claims for patent infringement 
incurred within the 6-year statute of limitations under 35 U.S.C. § 286?

v Laches = an equitable doctrine that requires showing the claimant unreasonably 
delayed in bringing suit, and that the delay prejudiced the party invoking laches. 

v § 286 = Time Limitation on Damages

Except as otherwise provided by law, no recovery shall be had for any 
infringement committed more than six years prior to the filing of the complaint or 
counterclaim for infringement in the action
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SCA Hygiene (cont’d)
• SCA first notified First Quality of its concerns regarding infringement of its patent in 
October 2003

• First Quality responded by alleging the patent was invalid

• No other correspondence between the parties

• SCA filed suit for patent infringement in August 2010

Ø First Quality moved for summary judgment on the basis that SCA’s claim was barred 
by laches.  
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SCA Hygiene (cont’d)
• District court granted First Quality’s motion for summary judgment on both grounds 

• SCA appealed to Federal Circuit, which affirmed the district court’s laches finding

• Supreme Court decided Petrella v. Metro-Goldwyn-Mayer (2014), and held that laches 
could NOT apply to bar damages within statute of limitations under the Copyright Act. 

• Federal Circuit then reheard the case en banc to reconsider its precedent set forth in 
A.C. Aukerman Co. v. R.L. Chaides Construction Co. (Fed. Cir. 1992) (en banc) 

• The en banc court (6-5) affirmed Aukerman:  Laches can apply to defeat a claim for 
damages incurred within the Patent Act’s 6-year limitations period
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SCA Hygiene (cont’d)
ü SCOTUS opinion written by Alito, J. (7-1 decision, with Breyer, J., dissenting)

Ø Question 1: Is Petrella relevant?  (Yes)

• Congress included specific limitations period in the Patent Act (6 years) and 
Copyright Act (3 years)

• Petrella’s holding that laches could not apply within the Copyright Act’s 3-year 
limitations period rested on separation of powers and the role of laches at equity

• Both laches and limitations statutes provide a shield against untimely claims

• When Congress includes a limitations period in the statute, it speaks directly on the 
timeliness of claims

• Laches is a gap-filler, and when there is a statute of limitations, there is no gap to fill
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SCA Hygiene (cont’d)
Ø Question 2:  Is there a gap left to fill in the Patent Act with respect to the timeliness of 
infringement claims? (No) 

• § 286 “represents a judgment by Congress that a patentee may recover damages for 
any infringement committed within six years of the filing of the claim”

• No difference that § 286 runs backwards instead of forwards 

• Federal Circuit was wrong to conclude that § 282 codified laches exception to § 286 

• “Indeed, it would be exceedingly unusual, if not unprecedented, if Congress chose to 
include in the Patent Act both a statute of limitations for damages and a laches 
provision applicable to a damages claim.” 
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SCA Hygiene (cont’d)
Ø Question 3:  Was there a well-established practice of applying laches to damages 
claims when Congress enacted the Patent Act in 1952, such that it presumptively 
codified the defense in § 282?  (No)

• Pe-1952 patent cases where laches barred damages were too few to establish a 
nationwide, settled consensus

• General rule from pre-1952 case law was that laches cannot be invoked to bar a 
claim for damages incurred within a limitations period specified by Congress. 

Ø Holding:  Laches does not apply to damages claims for patent infringement. 
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SCA Hygiene (cont’d)
ü Justice Breyer’s Dissent: 

• “Except as otherwise provided by law…” language in § 286 includes unenforceability, 
which at common law encompassed laches. 

• Principal drafter of the Patent Act stated § 282 was meant to codify equitable 
defenses such as laches

• Long list of  pre-1952 cases in which courts of equity barred claims for patent 
damages due to laches

• Critical differences between Copyright Act and Patent Act
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TC Heartland LLC v. Kraft Foods Group Brands, LLC
581 U.S. __, 137 S. Ct. 1514 (2017)

Ø Where is venue proper against a domestic corporate patent infringer?

v 28 U.S.C. § 1391(a)-(c) = general venue

Except as otherwise provided by law . . . .  A civil action may be brought in a judicial 
district in which any defendant resides . . . . For all venue purposes, [a corporate 
defendant] shall be deemed to reside . . . in any judicial district in which such 
defendant is subject to the court’s personal jurisdiction  

v 28 U.S.C. § 1400(b) = patent venue

Any civil action for patent infringement may be brought in the judicial district where 
the defendant resides, or where the defendant has committed acts of infringement 
and has a regular and established place of business.
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TC Heartland (cont’d)
• Kraft sued Heartland in Delaware alleging infringement of 3 patents

• Heartland was incorporated in Indiana and had its principal place of business in Indiana

• Personal jurisdiction in Delaware because it shipped products there

• Heartland moved to transfer venue to the Southern District of Indiana

• District court denied Heartland’s motion
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TC Heartland (cont’d)
• Heartland petitioned for writ of mandamus to Federal Circuit

• Court noted Congress amended general venue statute in 28 U.S.C. § 1391(c) to 
broaden definition of “residence”

• So, too, § 1400(b) considers where the defendant “resides”

• Federal Circuit concluded the broader definition of residence in § 1391(c) also applied 
to § 1400(b) 
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TC Heartland (cont’d)
ü SCOTUS opinion written by Thomas, J. (8-0 decision)

Ø Question 1: What is the history of the venue statutes?

• Patent venue was recodified by Congress in 1948 as § 1400(b) – unchanged since

• General venue enacted as § 1391 – “residence” defined “for venue purposes” to mean 
wherever Defendant was incorporated, licensed to do business or was doing business

• Fourco Glass Co. v. Transmirra Prods. Corp. (1957):  The definition of residence in §1391 
does not apply to § 1400(b) – a domestic corporation only “resides” where incorporated

• Congress amended § 1391(c) in 1988:  Corporate residence means any district where the 
court has personal jurisdiction 

• Congress amended § 1391 again in 2011 to say “Except as otherwise provided by law …. 
For all venue purposes under this chapter…”
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TC Heartland (cont’d)
Ø Question 2:  Did Congress modify the meaning of “resides” in § 1400(b) for patent 
suits when it amended the general venue statute, § 1391?  (No)

• Fourco definitively held that the word “resides” in § 1400(b) referred only to the State 
of incorporation. 

• § 1400(b) has not been amended since Fourco

• No clear indication Congress intended to modify meaning of § 1400(b)

• Rejected argument that “[f]or all venue purposes” in § 1391(c) included patent suits –
language was materially same as when Fourco was decided 

• 2011 amendments to § 1391 confirmed Fourco decision
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TC Heartland (cont’d)
Ø Holding:  A domestic corporate defendant only resides in its State of 
incorporation under the patent venue statute, § 1400(b)

Ø So where can a domestic corporate patent infringer be sued?

1) In a judicial district in the State of its incorporation; OR

2) In a judicial district
o Where infringement has occurred, AND 
o Where defendant has a regular and established place of business

v Foreign corporate defendants are still subject to venue under § 1391 and can be sued 
in any judicial district
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Impression Products, Inc. v. Lexmark Int’l, Inc.
581 U.S. __, 137 S. Ct. 1523 (2017)

Ø When do sales of a patented item exhaust all U.S. patent rights in that item?

v 35 U.S.C. § 154(a) = patent rights

Every patent shall . . . grant to the patentee . . . The right to exclude others from 
making, using, offering for sale, or selling the invention throughout the U.S. or 
importing the invention into the U.S. . . . 

v Patent Exhaustion Doctrine limits this right to exclude, generally extinguishing the 
patent owner’s rights after the patented product is purchased by a consumer, subject to 
some exceptions (e.g., express restrictions and foreign sales)
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Lexmark (cont’d)
• Lexmark manufactured and sold patented toner cartridges for laser printers

a) Offered at full price with no restrictions, or 
b) Offered at discount under “Return Program” requiring promise not to transfer empty 

cartridges to anyone other than Lexmark (used tracking microchips to enforce)

• Impression Products acquired, refilled, and resold used Lexmark cartridges.  

• Lexmark sued and alleged two grounds of infringement:
1) Return Program refilled cartridges resold in the U.S. violated express restrictions
2) Importation of cartridges originally sold abroad violated Lexmark’s exclusive right to 

import, which it never transferred
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Lexmark (cont’d)

• Impression moved to dismiss and argued that Lexmark’s patent rights in its cartridges were 
exhausted when they were initially sold, both in the U.S. and abroad

• District court granted motion ONLY as to the cartridges under domestic Return Program

• Federal Circuit (en banc) ruled in Lexmark’s favor on BOTH groups of cartridges
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Lexmark (cont’d)
ü SCOTUS opinion written by Roberts, C. J. (7-1 decision, 1 partial concurrence / dissent)

Ø Question 1: May a patentee who sells an item with express post-sale restrictions on 
purchaser enforce the restrictions through a patent infringement lawsuit?  (No)

• Doctrine of patent exhaustion is an automatic limit on patentee’s right to exclude

• Purpose of patent law is fulfilled upon sale of patented item

• Restraints on alienation are disfavored - reflected in patent exhaustion doctrine

• Exhaustion is not a presumption about what authority purchaser receives upon sale; 
rather, it is a limit on the scope of the patentee’s rights

• Lawful post-sale restrictions may be enforced through contract law

• Licenses involve the exchange of rights, not goods
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Lexmark (cont’d)
Ø Question 2:  Does a patentee exhaust its patent rights in an item when it is sold 
outside the United States? (Yes)

• Court has held that foreign sales of copyrighted work triggered “first sale doctrine,” 
which is similar to patent exhaustion

• Early common law did not confine exhaustion principles to domestic sales

• Nothing in Patent Act suggests Congress intended to change the scope of rights 
under common law 

• Territoriality limit on exclusion rights is separate from exhaustion doctrine

• Rejected Government’s invite to adopt middle-ground position, providing that foreign 
sales would exhaust U.S. patent rights unless they were expressly reserved
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Lexmark (cont’d)
Ø Holding:  Patentee’s sale of item exhausts all patent rights in that item, 
regardless of any restrictions imposed with the sale or the location of the sale

ü Justice Ginsburg’s partial concurrence and dissent

• Concurred with respect to domestic sales with post-sale restrictions

• Dissented as to foreign sales 

• Because U.S. patent law offers no protections abroad, foreign sales should not 
diminish U.S. protections

• Majority’s analogy to copyright law misplaced because copyright protections are 
generally harmonized across countries; patent protections are not 
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Oil States Energy Servs. v. Greene’s Energy Grp.
• Oil States sued Greene’s in EDTX in 2012 for patent infringement

• Greene’s initiated inter partes review after claim construction (“ordinary meaning” std) 

• PTAB invalidated patent (“broadest reasonable interpretation” std)

• Per curiam Federal Circuit opinion in May 2016

• Petition for writ of certiorari granted in June 2017

• Oral arguments before Supreme Court held in November 2017

Ø Question:  Whether inter partes review – an adversarial process used by the PTO to 
analyze the validity of existing patents – violates the Constitution by extinguishing private 
property rights through a non-Article III form without a jury. 

27


