
Protecting a brand on the internet is no easy task. The
fluid nature of the internet makes it difficult to track
down a wrongdoer and respond quickly to a damag-

ing post or website. The social media “corner” of the internet
is especially difficult to police because of the large volume
of users, who are creating information at the speed of light. 

Not all of that information is good information. Some
of it could destroy your client’s brand in minutes.

Take Domino’s for example. One night in 2009, two
bored employees of a Domino’s franchisee decided to video
themselves doing unwholesome things to food in a
Domino’s kitchen and post the video on YouTube. It took
Domino’s only two days to get the video removed from
YouTube, but the video went viral before it was taken down.
Millions of viewers later, Domino’s found itself with a very
damaged brand. According to one national survey, 65 per-
cent of respondents who would previously have ordered
Domino’s pizza were less likely to do so after viewing the
YouTube clip.1 Decades of development of the Domino’s
brand were negated in less than thirty minutes. The power
of social media is scary.

BRAND DAMAGE
There are three main types of brand damage that occur on
a social media platform: (1) comments by individuals who
are unhappy with a good or services or company policies;
(2) false or defamatory postings; and (3) individuals pre-
tending to be the company and trying to pass off their
goods or services as the company’s (“name squatters” and
counterfeiters).

The first type of brand damage generally involves pro-
tected speech. A good example would be the passenger on
a Virgin Atlantic flight last year that posted a video of the
hysteria that ensued after the passengers on that plane were
stuck on the tarmac in a hot plane for hours. There is not
much you can do to quash such a posting, but a company
that responds quickly and kindly could be the true winner.
Many companies are trolling for bad information and
timely responding to it. They recognize that this is an op-
portunity to serve their customers and portray a good image
online. Already having a strong brand image on the social
media platform will also assist in alleviating the potential
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How do you see the role of intellectual property in
Tennessee? Outside our state, people often men-
tion the Grand Ole Opry, Beale Street, or Dolly-

wood or simply The King. Scientists mention Oak Ridge.
People of a more literary turn of mind may mention Ten-
nessee authors — James Agee, Alex Haley, Nikki Giovanni
— and partiers always mention Tennessee’s most famous
trademark, Jack Daniels. 

With a wealth of creative and commercial interests that
rely on intellectual property protection, you might think

our state would have a prominent association with intel-
lectual property. You would be wrong. People apparently
do not think of Tennessee as a big consumer of intellectual
property services. In support of this conclusion, I offer you
the Wikipedia article on Tennessee. Admittedly, a single
article is hardly scientific evidence, but it is nevertheless re-
vealing. Nowhere in that article do we find mention of Ten-
nessee’s interest in copyright, patents, trademarks. The
article duly mentions Tennessee’s role in the development
of rock and roll, the blues, country music, and the atomic
bomb, but there is no mention of Tennessee authors, in-
ventors, or trademark owners. In fact, if you look hard
enough, you will find a single reference to a trademark —
that of the site itself. 

All of which brings me to ask, why? In 2010, the most
recent year for which statistics are available, the U.S. Patent
and Trademark Office granted 925 patents and 1,114
trademark registrations to Tennesseans. Are members of
the intellectual property bar the only people who realize
the importance of intellectual property to Tennessee’s cul-
ture and economy? If so, should we be educating the public
on the role of intellectual property in promoting culture,
science, and economic development? 

I invite you to share examples of the successful applica-
tion of intellectual property law in Tennessee. Send your
brief stories, and we will summarize them in upcoming edi-
tions of IP.

This January edition of IP will play catch-up for 2011,
and we will resume quarterly publication in 2012. Look
for us again in March!  IP

— Judy Winegar Goans 

DEAR MEMBERS OF THE TBA IP SECTION:
Welcome to the first volume of the TBA IP Section’s quar-
terly newsletter for 2012. After a one-year hiatus from
publication, we have brought back the newsletter through
the leadership and hard work of editor Judy Goans.

As the economy recovers from a long slump, intellec-
tual property is poised to be a big player in the legal field
in 2012. There are numerous cases that are important to
our section members pending in the appellate courts from
the Supreme Court case of Mayo Collaborative Services v.
Prometheus Laboratories Inc. that (hopefully) will involve
clarifying the Court’s decision in Bilski to Rosetta Stone

Ltd. v. Google Inc. before the Fourth Circuit involving
trademark infringement in keyword advertising. 

Tennessee now has more intellectual property lawyers
than at any point in its history. We look forward to con-
tinuing to provide outstanding resources, from this
newsletter to CLEs, to keep our members informed and
in the best position to advise their clients. We also look
forward to even more participation from our members in
section activities in 2012 including new additions to the
section’s executive board.

Best wishes for 2012,
Sam Miller, Chair — TBA IP Section
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Atheoretical benefit to practicing intellectual prop-
erty law from an office in Washington, DC, is the
ease of access to the actual U.S. Patent and Trade-

mark Office. You have the opportunity to meet with
patent examiners face-to-face, present actual invention
prototypes, and use your skills of persuasion to convince
even the most resistant examiner of the novelty of your in-
vention. I say this is a theoretical benefit, since I have not
conducted an in-person examiner interview in more than
a year. Much like the rest of the world, I have found tele-
phone examiner interviews work just fine.

With that said, there are certain benefits to being lo-
cated near the U.S. Patent and Trademark Office. You can
easily comply when a client absolutely insists on an in-per-
son examiner interview or, when the client wishes to join
you on an in-person examiner interview. Prior to elec-
tronic filing, it was very common to work with inventors
via telephone or email until late in the evening, print final
copies of everything and catch the blue line metro train
to Crystal City, Va., in time to get to the customer window
before it closes at midnight. Once the Patent Office moved
to Alexandria, Va., the trip was slightly longer, but the rou-
tine was the same. It is often a lively scene at the customer
window, with different courier services and other attorneys
coming and going, and the occasional inventor making
last-minute hand-written changes to documents up to the
point of handing them through the window to the receiv-
ing clerk. I watched one inventor request his papers back,
nervously glance through everything a final time, before
handing them back. Although telephone interviews and
electronic filing have greatly reduced the foot traffic at the
Patent Office, in-person examiner interviews and hand de-
livery of application papers still occur with regularity. 

The new America Invents Act now wants to bring this
excitement to a town near you and wants to consider pub-
lic comments regarding the new locations of satellite of-
fices. The Act proposes the creation of at least three
satellite U.S. Patent and Trademark Offices where you can
have fun that only Washington area attorneys have been
able to enjoy.1 Detroit, Michigan was chosen as the loca-
tion of the first satellite office in 2010.2 The Patent Office
has requested and is to consider public comments regard-
ing the remaining locations of satellite offices. The
specifics of such comments, and the due date of Jan. 30,
2012, were outlined just recently in the Federal Register.3

As noted in the Federal Register, the goal of the satellite
locations is to better connect patent filers with the Patent
Office, enhance patent examiner retention and recruit-
ment, decrease the number of patent applications awaiting
examination, and improve the quality of patent examina-
tion.4 Accordingly, the requested comments should pro-
vide location information that supports these specific
goals. The comments may also include any other useful
information such as available office space, the presence of

universities with strong engineering programs, the pres-
ence of research facilities, the economic impact to the re-
gion, and any other economic factors.5 For example,
before choosing Detroit, the Patent Office considered the
number of patent attorneys and agents in the region, re-
gional patent applications, access to universities with en-
gineering programs, public transportation infrastructure
and proximity to a major airport and ability to share fa-
cilities with other governmental operations.6

The above was just recently outlined in the Federal Reg-
ister, which was a surprise to many since the satellite loca-
tion project appeared to have been placed on indefinite
hold earlier this year when the Director of the Patent Of-
fice, David Kappos, stated in a blog entry of April 22,
2011, that the opening of the planned satellite office in
Detroit, as well as consideration of other possible satellite
office locations, was postponed.7 The revival of the plan
may be due to the passage of the end of the Patent Office
fiscal year, which occurred on Sept. 30, 2011.

So, for now, there is still hope that the Patent Office is
taking the show on the road and maybe, at some point,
you will be able to walk from your office to have in-person
examiner interviews or hand deliver application papers in
the dead of night. At the very least, you may get to enjoy
watching the occasional inventor who simply cannot leave
his application papers without one last review. IP

RONALD GRUBB is of counsel at Roylance, Abrams, Berdo &
Goodman LLP in Washington, D.C., and practices primarily in
the area of patent prosecution. 

NOTES
1. Leahy-Smith America Invents Act, Section 23(a)
2. Leahy-Smith America Invents Act, Section 23(c)(1)(B) and

Section 24
3. Federal Register, Vol. 76, No. 229, Tuesday, Nov. 29, 2011,

Notices, 73601
4. Id. 
5. Id. 
6. Id.
7. USPTO Website, Director’s Forum: David Kappos’ Public

Blog, Friday, Apr. 22, 2011 
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By now, we’ve all heard that
ICANN is finally releasing
new gTLDs in January

2012.!  Trademark owners have
vigorously objected, but ICANN
has not done much listening.
Whether we like it or not, the in-
ternet is about undergo some big
changes, and it’s not entirely clear
how it’s all going to shake out.
Most clients aren’t seriously con-
sidering registering their .brand
because of the hefty $185,000.00
price tag; however, they’ll still
need some basic information to determine
if the process is right for them, and the av-
enues for relief should their trade-
mark or a confusingly similar
variation thereof be registered by a
third party. !

Below are a few considerations for
current mark owners:

SHOULD I REGISTER .BRAND?! 
Many businesses have multiple
brands, and it doesn’t make financial
sense to register all of them.! How-
ever, if the client has a house mark
or company name, it could be worth the in-
vestment to register the house mark/company
name and use second-level domains to market
its various brands.! For example, Company X may want to
register .companyx and use brandA.companyx, brandB.com-
panyx, etc.! ICANN speculates that this type of use will give
consumers confidence in their use of the brand websites.! It
would also allow Company X to use the gTLD, along with
a descriptive second-level domain identifying the 
employee’s department, for all company email, e.g., employ-
eeA@sales.companyx. General information about the new
gTLDs is available at http://newgtlds.icann.org, and the
newest version of the Applicant Guide Book is available at
http://newgtlds.icann.org/applicants/agb.

SHOULD I REGISTER .GENERIC OR .DESCRIPTIVE
TERMS?! 
Many have speculated that the most competition will be for
generic, descriptive and geographically descriptive gTLDs,
e.g., .jobs, .insurance, .loans, .southeast.! Therefore, it makes
sense for clients to consider registering the generic or de-
scriptive term for their product or service and then using
their trademark in the second level.! For example, .clothes
could house Company X’s many brands of clothing, e.g.,
companyxathletic.clothes and companyxcasual.clothes, with
Company X’s brands sure to pop up when the potential cus-

tomer types in “athletic clothes” or “ca-
sual clothes”. !

Trademark owners should also be
wary of competitor registration of
these generic or descriptive terms.
One potential problem that many are
anticipating is use of second- and
third-level domains containing infring-
ing marks.!For example, Company X’s

competitor may register .clothes
and start using companyx.clothes
or company.x.clothes. This is
something trademark owners will
have to monitor during the appli-
cation process in 2012 and as the

new gTLDs go live.

HOW DO I OBJECT?! 
ICANN has provided that a new

gTLD cannot infringe existing legal
rights of others that are recognized
and/or enforceable under generally
accepted or internationally recog-
nized legal principles.! This broad
wording should allow common law
right holders and owners of regis-

tered marks in the United States to
enforce their trademark rights.! To
that end, ICANN has created sev-
eral avenues for aggrieved trade-
mark owners to participate in
the process.! 

First, ICANN has provided for an objection process dur-
ing the 2012 initial application phase which will be handled
through the World Intellectual Property Organization
(WIPO) and will be similar to proceedings under the Uni-
form Dispute Resolution Process (UDRP). Monitoring the
application filings as they progress in 2012 will be extremely
important, as there will be no notification to potential ob-
jectors, and objection dates will be determined by the appli-
cation filing date. Visit http://newgtlds.icann.org/
program-status/application-results for monitoring of appli-
cations after they become public. Information regarding pro-
posed rules for procedures through WIPO is available in
Module 3 of ICANN’s Applicant Guide Book. Section 3.5.2
provides the legal principles used to determine whether a legal
rights objection is valid.

Second, ICANN will create a Trademark Clearinghouse
for the specific purpose of allowing trademark owners to
register their rights at the second level by registering with
the Clearinghouse. All gTLD applicants will have to use
the Trademark Clearinghouse by participating in “Trade-
mark Claims” service and a pre-launch “Sunrise” process.
ICANN has not yet identified the service providers but has
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damage caused by a negative post.
The other two types of brand damage involve attempts

to cause trouble for the company or trade on its goodwill.
Most social media sites have dispute resolution functions
that will allow your client to challenge these types of posts
and potentially have them removed from the internet. I
had occasion to deal with this issue on behalf of a client
who was faced with a YouTube post in which a youth made
a macabre video of himself consuming my client’s goods,
and then trying to commit suicide. YouTube worked with
us to remove the offending video on an expedited basis. 

To access asocial medium’s dispute resolution process,
check the site’s Terms of Service for its resolution policies
and practices and complaint and notification procedures.
Links to dispute resolution centers for some of the larger
social media platforms are shown in the chart “Social Media
Site’s Intellectual Property Dispute Resolution.” Most social
media sites will act quickly when there is intellectual prop-
erty infringement. Although it is not a well-settled point of
law, there is a strong trend towards holding websites liable
for contributory infringement if they have actual knowledge
of the infringing information and fail to act.2 Your goal is
to give them that knowledge of the infringement.

RESPOND QUICKLY TO BRAND DAMAGE
One would think that the forty-eight hour response by
Domino’s to the YouTube video would be timely. Unfor-
tunately, this is too slow in the age of social media. Anyone
doing a Google search for “Domino’s” within the first few
days after the YouTube video was posted found multiple
links to that damaging video.

This is the danger of user-generated content sites like
social media: anybody (and their grandmother) can post
something. One post by a disgruntled individual can lead
to a public relations nightmare. Accordingly, one needs to
be especially diligent in policing social media sites for posts
that could cause brand damage. Presently, the best place
to start is by searching on each social media platform for

any commentary or posts regarding the brand at issue. I
recommend that a company search for its brands on
Google, Facebook, Twitter, YouTube, eBay (if the com-
pany sells goods) and MySpace on a weekly basis. Addi-
tionally, websites like www.knowem.com can search
multiple social networks for you. 

Consider recommending that your client’s company pol-
icy and procedure manual include independent monitoring
of social media sites. Really, the issue is not finding the posts
(they usually are easy to find); the problem is how to respond
quickly to mitigate such a negative post. The response de-
pends on the nature of the post on the social media platform.
Having a well-reasoned plan on how to handle the differing
types of posts is essential to a quick response.

BRAND PROTECTION STRATEGIES
Social media is a two-edged sword that can strengthen or
damage your client’s brand. The best way to make sure that
this sword is not shortening the life of a brand is to be proac-
tive by educating employees and to be reactive by quickly
responding to negative posts. The next two issues will address
brand protection through a Social Media Policy and the use
of social media platforms to develop a brand. IP

BLAKE H. GIBSON IV is an attorney with Pietrangelo Cook PLC
in Memphis, where he practices in the areas of technology
law, intellectual property (including infringement suits, licens-
ing, copyrights and trademarks), business litigation, and busi-
ness and tax planning. He can be reached for comment or
questions at bgibson@pcplc.com.

NOTES
1. HCD Research, “Domino’s Brand Takes a Hit after

YouTube ‘Prank’Video” (http://www.hcdi.net/news/ 
MediacurvesRelease.cfm?M=287).

2. See Tiffany Inc. v. eBay Inc., 600 F.3d 93 (2nd Cir. 2010).

The Power of Social Media (continued from page 1)

The New gTLDs are Coming:! What Trademark Owners Need to Know and Consider (continued from page 4)

indicated it will use one provider to authenticate trade-
mark rights and a second provider to operate the Trade-
mark Claims and Sunrise processes. See Module 5 of the
Applicant Guide Book, http://www.icann.org/en/topics/
new-gtlds/trademark-clearinghouse-clean-19sep11-en.pdf.

Finally, ICANN provides for accelerated resolution of
“clear cut” cases of infringement through a Uniform Rapid
Suspension process. ICANN envisions a quick 30-day
process that will impose a “clear and convincing” evidence
standard on the mark owner. Unfortunately, if the trade-
mark owner wins, transfer of the domain is not a remedy;
instead, ICANN will suspend the domain, placing the
burden on the trademark owner of securing the domain
once it expires. See Application Guide Book, Module 5
http://www.icann.org/en/topics/new-gtlds/urs-clean-

19sep11-en.pdf. If the case is not clear cut, the trademark
owner can most likely use the traditional dispute resolution
process under the UDRP or a yet-to-be-launched Post Del-
egation Dispute Resolution Process. http://www.icann.org/
en/topics/new-gtlds/rrdrp-clean-19sep11-en.pdf.

No one is sure how consumers will react to these new
gTLDs, or whether they will even notice or care. ! Only
time will tell whether .brand or .skyisthelimit will be mar-
keting gold or the next .com bust. IP

ALICIA BROWN OLIVER works in the Chattanooga office of
Chambliss, Bahner & Stophel P.C.!where she focuses her
practice on intellectual property and advertising. She can be
reached at aoliver@cbslawfirm.com.



This issue’s topic is the dreaded indemnity clause
and some of the issues surrounding the duty/right
to defend indemnified third party claims. 

The classic use of an indemnity clause is limited to ex-
ternal (i.e., third party) claims that may arise from or relate
to the contractual relationship. Today, the clause can cover
almost any type of liability exposure arising from the con-
tract and thus act like a super breach of
contract clause. The typical indem-
nity clause protecting against
third party claims might
start as follows:

Party A shall in-
demnify, defend and
hold Party B, its of-
ficers, directors and
employees, harmless
from and against all
losses arising from any
third party claim or action
resulting from or arising
out of this Agreement,
based upon …

As illustrated above,
the indemnity is usu-
ally accompanied by a duty to defend. Indemnitees often
insist on indemnity primarily to be assured the other party
save them from having to defend the covered claims. How-
ever, an indemnitor should always insist on the right to de-
fend against any indemnified claim. Providing an
indemnity without having the right to defend is the equiv-
alent of handing a signed, blank check to the indemnitee.
An indemnitor might be able to challenge whether or not
the claim falls within the coverage of the indemnity, but
without the right to defend, the success of the claim is de-
termined by the indemnitee, a party that usually has no in-
centive to prevent an award or keep the amount of the
award to a minimum.

Along with the duty/right to defend, an indemnitor
will want advance notice from the indemnitee of any cov-
ered claim in order to provide for the defense. This is rea-
sonable so long as the notice requirement is not worded
too strictly. An indemnitee should not lose indemnity pro-
tection by missing a hard deadline if a proper defense can
still be provided. Parties often agree on notice language
similar to the following:

Each party will promptly notify the other upon re-
ceipt of any written claim or notice of any option giv-
ing rights or claims from indemnification. Failure or
delay by one party to notify the other shall not relieve
that party of its indemnification obligations, unless and
only to the extent that such failure or delay is prejudi-
cial to the defense of such claim. 

Indemnitors will also want the right to have sole control
over the defense or settlement of any third party claims that
trigger the indemnification obligations. At first blush, this
seems reasonable since the indemnitor will be paying de-
fense costs as well as any damage awards. An indemnitee,
however, may not be totally comfortable in turning over the
reins of the defense to the indemnitor. Since an indemnity

is only as good as the ability of the indemnitor to satisfy
an award, indemnitees often feel it

necessary to at least participate in
the claim defense by having

their own separate counsel,
even if they have to pay

for it. Furthermore, if
the indemnity has a
liability cap, the in-

demnitee will have a fi-
nancial interest in the suit above and

beyond that of the indemnitor. 
An indemnitee will also want
some say in any non-cash settle-
ment or resolution. For instance,

in an infringement
claim, a software

provider (indemnitor)
might negotiate a settlement

imposing a restriction on the indemnitee to stop using the
infringing software. Without an arrangement between the
software provider and its customer addressing such a sce-
nario, such a settlement probably benefits the indemnitor
by reducing the cash award but imposes a hardship on the
indemnitee that might not be covered by the indemnity.
Ceasing the use of the software and replacing it with an-
other product may result in a loss to the indemnitee of
both time and expense. An indemnitee should consider
requiring the indemnitor to limit its right to control set-
tlements as follows: 

The indemnifying party shall have sole control over
the defense of any such claim or action and its settlement;
provided, the indemnifying party shall not without the
prior written approval of the indemnified party agree to
any settlement that includes an admission of guilt by the
indemnified party or imposes any obligations other than
a cash payment to be paid by the indemnifying party.

Indemnity clauses are replete with issues. We will ad-
dress other indemnity clause issues in future columns. IP

G. SCOTT THOMAS is a member of Bass, Berry & Sims PLC, in
the Transactional Intellectual Property Practice Group. His
email address is sthomas@bassberry.com.

Contracting 101: Tips and Tricks
Indemnity Clause Issues: Duty to Defend
By G. Scott Thomas
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After several years of seemingly dead-end discussions
about reforming the U.S. patent system, Congress
finally has passed the America Invents Act, which

President Obama has signed into law. The act generally is
considered the most significant reform in U.S. patent law
in the last 60 years, although many do not think it goes
far enough. 

The legislation has several components. Significant re-
forms include the following:

FIRST TO FILE
The United States appears to join the rest of the world in
moving towards a first-to-file patent system, away from the
current first-to-invent approach. Adoption of this provision
will be delayed for 18 months after the act becomes law to
allow the completion of two studies, one on prior user
rights and one on the impact of the new system on small
businesses. The act makes an exception for inventions that
have been derived from the later-filed inventor. The first-
to-file system is expected to take effect in Feb. 2013.

The reform is not a pure “first-to-file” system, however.
The statutory language in new Sections 35 USC 102(a)
and (b) provide that the inventor who discloses first will
prevail, even over someone who invented first and filed
first. Thus, the new system may more properly be termed
“first-to-publish.”

This transition generally is considered to favor “big
business” at the expense of small entities and individual
inventors. However, the interference process for resolving
“first-to-invent” disputes under the current system is costly
and complex, and also works to the disadvantage of small
businesses, so the net effect may well
be to their advantage. 

The new system will require a
more proactive patent filing
strategy, possibly based around
the frequent use of provisional
patents to capture the initial
inventive concept and signif-
icant changes as it is devel-
oped. The new rule will be
“File Early, File Often.”

PRIOR ART REDEFINED 
The act also limits the one-
year grace period that al-
lows applicants to avoid a
statutory bar to filing after
certain types of disclosures.
Under the current system, an
inventor has up to one year to
file a patent application for an
invention after a sale, offer to
sell, or public use or disclosure
of the invention. The act now lim-
its the one-year grace period to dis-

closures made by an inventor, or on his or her behalf. 
In addition, the prior art sale/offer to sell bar has been

expanded to include sales and offers to sell anywhere in
the world, not just in the United States. Further, all
patents or published patent applications will now be con-
sidered prior art as of the filing date of the first application
filed anywhere in the world to which priority is claimed.
Previously, the filing date in the United States was used. 

ADDITIONAL ROUTES FOR CHALLENGES OR REVIEW
The act provides for three new procedures for reviewing a
patent after it issues. A Post Grant Review allows a third
party to challenge the validity of a patent on any statutory
grounds within nine months of issuance. This is, in
essence, an opposition proceeding. Inter Partes Review
takes the place of the current Inter Partes Reexamination
process, but with changes to the standard for granting re-
view and the reviewing entity. Both of these procedures
are subject to estoppel, so a third party initiating either
process may be prevented from separately challenging the
patent on any ground that was raised or reasonably could
have been raised in the proceeding.

Finally, Supplemental Examination allows the patent
owner or assignee the chance to open the issued patent for
additional examination to address issues that raise a sub-
stantial new question of patentability. This may even give
a patent owner a chance to correct possible inequitable
conduct issues under certain circumstances.

PRIOR COMMERCIAL USE DEFENSE
The prior commercial use defense in patent litigation,
which has been limited to business methods, is being ex-

panded to include other categories
of patentable subject matter.

The entities covered also
have been expanded to in-

clude affiliated entities
or companies, and the
commercial use must
have occurred more
than one year prior
to the patent’s filing
or disclosure date.
Commercial use of
technology by a uni-
versity does not
qualify for the de-
fense, however, where

the prior use was in a
laboratory for research. 

FALSE MARKING
SUITS

The act eliminates qui tam
cases based on false marking. A

Patently Yours
Patent Reform’s ‘Brave New World’
By W. Edward Ramage

(continued on page 9)
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Intellectual property practice in the United States fo-
cuses primarily on U.S. statutes, regulations, and rules
of practice, and on the court decisions that form our

common law. However, our laws and practice must con-
form with international agreements to which the United
States is a party. If those agreements are treaties (as op-
posed to executive agreements), they are part of the
supreme law of the land.1

About two dozen multilateral agreements create a
framework for the international protection of intellectual
property. This framework also includes bilateral and re-
gional intellectual property agreements and trade agree-
ments with intellectual property provisions. The United
States is a member of about twenty multilateral agreements
on intellectual property as well trade and other agreements
with intellectual property terms. Some of our clients may
benefit from one or more of these agreements, so it is help-
ful to know what each agreement can do and how to take
advantage of its benefits. Here is a quick guide to multilat-
eral agreements on intellectual property, by subject.

COPYRIGHT AND RELATED RIGHTS
Universal Copyright Convention (UCC)
Berne Convention for the Protection of Literary and
Artistic Works 
Adopted in 1886, the Berne Convention is one of the old-
est intellectual property agreements. Both Berne and the
UCC require countries to protect the works of nationals
of other members and works first published in those coun-
tries, without discrimination as to nationality. The UCC
allows countries to require formalities such as marking or
registration as a condition for protection, while Berne re-
quires protection for a broad range of works without com-
pliance with formalities. The Berne Convention also
provides a more exhaustive set of rights of authors. 

WIPO Copyright Treaty (WCT)
The WCT ensures Berne-type protection for computer
programs and data bases that constitute intellectual cre-
ations; provides authors the right to control distribution
and rental of their works and their communication to the
public; and addresses effective enforcement and techno-
logical measures to prevent infringement. 

Rome Convention for the Protection of Performers,
Producers of Phonograms and Broadcasting Organiza-
tions WIPO Performances and Phonograms Treaty 
These two agreements provide minimum standards for the
protection of neighboring rights, that is, the rights of per-
formers, phonogram producers, and broadcasting organ-
izations to prevent the unauthorized recording,
reproduction of recordings, and broadcast of their works. 

Convention for the Protection of Producers of Phono-
grams Against Unauthorized Duplication of Their
Phonograms (Geneva Phonograms Convention)
The Geneva Phonograms Convention protects phono-
grams producers against the unauthorized duplication of
phonograms and the importation of such duplicates,
where the making or importation is for distribution to the
public. It also protects against the distribution of such du-
plicates to the public. 

Brussels Convention Relating to the Distribution of
Programme-Carrying Signals Transmitted by Satellite 
This agreement obligates its members to prevent the unau-
thorized distribution on or from their territories of any
program-carrying signal transmitted by satellite other than
a direct broadcasting satellite.

INDUSTRIAL PROPERTY AND PLANT VARIETY 
PROTECTION
Paris Convention for the Protection of Industrial Property
The Paris Convention is the oldest multilateral agreement
on intellectual property, having been adopted in 1883. It
requires countries to protect patents, trademarks, indus-
trial designs and models, and appellations of origin, and
to prevent certain acts of unfair competition. Members
must provide national treatment and a right of priority
that provides that acts occurring during the priority period
— disclosures, the filing of other applications — are not
to be considered for purposes of determining whether to
register a mark or design or issue a patent. Without this
provision, it would be virtually impossible to secure for-
eign patent rights.
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Patent Cooperation Treaty (PCT)
This agreement facilitates the foreign filing of patent ap-
plications. An applicant may file a single “international ap-
plication” designating countries or regional offices in which
protection is desired and a search and examination by an
international authority before the application is sent to the
designated countries. If approved, the application results
in patents from countries designated by the applicant. 

Budapest Treaty on the International Recognition of
the Deposit of Microorganisms for the Purposes of
Patent Procedure
This treaty creates a simpler method for applicants to sat-
isfy deposit requirements when filing patent applications
for inventions involving microorganisms. Budapest creates
procedures for the deposit of microorganisms in interna-
tionally recognized depositories as well as conditions for
access to those deposits once the patent is granted. 

Patent Law Treaty
Trademark Law Treaty
Singapore Treaty on the Law of Trademarks
These treaties obligates members to simplify filing require-
ments for patent or trademark applicants. 

Protocol Relating to the Madrid Agreement Concern-
ing the International Registration of Marks
Membership in this agreement facilitates the international
protection of trademarks. An applicant who has filed an
initial trademark application in a Madrid Protocol country
may file an international application requesting the exten-
sion of those rights to other member countries. 

International Convention for the Protection of New Va-
rieties of Plants (UPOV) 
Membership facilitates the process of obtaining interna-
tional protection of new (not yet commercialized) plant
varieties other UPOV countries. 

ENFORCEMENT AND COMPREHENSIVE RIGHTS
Agreement Establishing the World Trade Organization
(WTO), Agreement on Trade-Related Aspects of Intel-
lectual Property Rights 
This Agreement addresses most forms of intellectual prop-
erty. It binds WTO members to apply major portions of
the Berne Convention, the Paris Convention, and the
Rome Convention, as well as other specific issues. TRIPS
also contains significant provisions related to the enforce-
ment of intellectual property rights and measures intended
to prevent trade in counterfeit and pirated goods. IP

JUDY WINEGAR GOANS is a principal sssociate at Nathan As-
sociates Inc., an economics and management consulting firm
in Arlington, Va. (www.nathaninc.com) She provides technical
assistance to developing countries and emerging markets that
are attempting to strengthen their intellectual property sys-
tems to meet international norms.

NOTES
1. U.S. Const. Art. VI, second paragraph: “This Constitu-

tion, and the Laws of the United States which shall be made in
Pursuance thereof; and all Treaties made, or which shall be made,
under the Authority of the United States, shall be the supreme
Law of the Land; and the Judges in every State shall be bound
thereby, any Thing in the Constitution or Laws of any State to
the Contrary notwithstanding.”

third party can only bring a false marking action where it
has suffered actual economic harm from the false marking,
and damages then are limited to the economic harm. Fur-
ther, a product marked with an expired patent number
that covered the product at one time is no longer consid-
ered to be false marking.

PRIORITIZED EXAMINATION
The act creates a new method to have an application ex-
amined earlier than normal (i.e., moving it ahead of other
applications in the queue). With the pendency period of
a typical application now approximately three years, this
appears to be a way to accelerate the application process,
albeit at a cost. The proposed fee for this is $4,800 (or half
that amount for small entities).

MICRO-ENTITY FEES
The current system recognizes large entities, which pay full
fees, and small entities, which pay half fees for most actions.
The act now adds micro-entities, for which fees will be
halved again. This is good news for universities, individual
inventors, and small businesses, especially as patent fees in
general will increase by 15 percent ten days after enactment.

There are several other changes beyond those discussed
above. Overall, the changes in patent law will present sig-
nificant opportunities, as well as challenges, for patent
owners and applicants. IP
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