
Patents have seen better days in the United States.
KSR v. Teleflex1 lowered the bar on finding obvi-
ousness, leading to a significant number of patents

being challenged and in many cases invalidated.
Business method patents were curtailed recently by the
new “machine-or-transformation” test announced in In
re Bilski2 and face additional uncertainty over the next
year while the patent community waits to see how the
U.S. Supreme Court rules on appeal. From the oral argu-
ment last month, it appears that “pure” business methods
will be unpatentable.

Patent allowance rates in the United States are the
lowest in decades (currently in the low 40-percentile
range). The perception of many in the patent commu-
nity is that the U.S. Patent and Trademark Office has
become “anti-patent.” In fact, in August 2009, new
USPTO Director David Kappos sent an internal email
that appeared to focus on shifting examiners away from
the mindset that “rejection equals quality.”

Against this background, it is no surprise that the
public policy discussion concerning the ethical, legal and
economic issues of gene patenting has made its way to

court. On May 12, 2009, the American Civil Liberties
Union (ACLU) and the Public Patent Foundation, a not-
for-profit organization, took the lead in filing a lawsuit on
behalf of numerous medical professionals and others in
the United States District Court for the Southern District
of New York. The suit, entitled Association for Molecular
Pathology v. United States Patent and Trademark Office,3

asserts that several patents on two human genes associated
with breast and ovarian cancer (BRCA1 and BRCA2) are
unconstitutional and invalid. 

Plaintiffs include medical professionals, patients and
an assortment of healthcare organizations, including the
Association for Molecular Pathology, the American
College of Medical Genetics, the American Society for
Clinical Pathology, the College of American
Pathologists, Breast Cancer Action and the Boston
Women’s Health Book Collective. Defendants include
Myriad Genetics and the University of Utah Research
Foundation (UURF), who exclusively license or own
the patents in question, and the United States Patent
and Trademark Office itself. The circumstances indicate
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that this is a case that the plaintiffs intend to pursue as
an attack on gene patents in general and ultimately
may end up in the U.S. Supreme Court.

The plaintiffs have chosen a sympathetic vehicle to
challenge the patentability of human genes. More than
40,000 women a year die from breast cancer in the
United States, and about 1 in 8 women here will
develop it at some point. Mutations in the BRCA1 and
BRCA2 genes are associated with an increased risk of
breast cancer and ovarian cancer. Myriad Genetics
owns the patents and is the only laboratory in the
United States where diagnostic testing can be per-
formed. The patents prevent others from testing these
genes or developing alternative tests, which makes it
impossible for women to use other tests or get an out-
side second opinion about test results. Moreover, the
tests are expensive.

The plaintiffs include a number of very sympathetic
individuals, including patients and medical profes-
sionals. According to court pleadings, one patient was
unable to get a second opinion on her test, while
another could not get coverage of the test by Medicaid.
Another patient submitted a blood sample to Myriad
that her insurance informed her it would pay for, but
Myriad allegedly would not accept that particular insur-
ance coverage.

The suit attacks both the patentability of human
genetic sequences and at least some form of diagnostic
method claims. It asserts that the BRCA1 and BRCA2
genes, and their naturally-occurring mutations, are
natural phenomena, products of nature and manifesta-
tions of laws of nature, and thus are not patentable

subject matter under 35 U.S.C. § 101. The suit also
asserts that claims for any method of looking for natu-
rally occurring mutations in human genes that does
not specify any particular method of analysis is invalid
due to indefiniteness under 35 U.S.C. § 101, as well as
being directed to an unpatentable abstract mental
process. 

The plaintiffs have significant hurdles to overcome.
Initial procedural obstacles include whether the plain-
tiffs have standing. In addition, nearly three decades of
USPTO and court precedent, based in Diamond v.
Chakrabarty,4 indicate that genes are patentable subject
matter. In Chakrabarty, the U.S. Supreme Court held
that a live, human-made micro-organism (a bacterium
genetically engineered to break down crude oil) was
patentable subject matter. Since that time, the USPTO
and courts have determined that genes are chemical
compounds, albeit complex ones, and thus qualify for
potential patenting as compositions of matter. And
while a naturally occurring product as it exists in nature
cannot be patented, patents have been allowed on a
naturally occurring product that has been purified, iso-
lated, or otherwise altered. Accordingly, the USPTO
has been granting patents for genes that have been iso-
lated, purified, or modified from their natural state.

The number of patents in the United States that
cover genes is significant. The National Institute of
Health has estimated that around 20% of human genes
are patented. These include genes that have been associ-
ated with forms of cancer, Alzheimer’s and other diseases.

The plaintiffs’ attack on this practice is straightfor-
ward. The U.S. Supreme Court has not considered the
patentability of human genes, and the plaintiffs argue
that the Court’s precedents, in fact, support the con-
clusion that genes, and natural mutations of genes, are
not patentable subject matter, even when isolated or
removed from the human body. They point to several
Supreme Court decisions from as early as 1874 estab-
lishing that merely extracting, purifying, or changing a
natural product does not render that product
patentable, unless a fundamentally new product is cre-
ated. Thus, simply removing a gene from the human
body, or purifying it, does not render it patent-eligible. 

While the Association for Molecular Pathology case
was filed in May, it has not languished. In addition to
the motions to dismiss filed by the USPTO, Myriad
and UURF, the plaintiffs launched a counter-attack in
August 2009 by moving for summary judgment on the
critical issues. The motion argues that human genetic
sequences and the scientific inquiring of looking at a
gene, or comparing two genes, constitute natural phe-
nomena, laws or nature, and abstract ideas, and thus
are not patentable. It adds an interesting twist by fur-
ther asserting that the claims are unconstitutional
under the First Amendment, as the patents directly
limiting the free expression of thought and knowledge. 

A number of amicus briefs in support of the plaintiffs’

2

IP IN THIS ISSUE:
3 Diary of a Solo IP
4 Contracting 101: Tips and Tricks
6 The View from D.C.
7 Tools for Protecting Your Clients’ Trademarks on the

Internet
9 Thinking Globally

10 Are Special Local Rules Needed for Patent Cases?

A Line in the Sand: Challenging the Patentability of Human Genes (continued from page 1)

IP Editorial Board
Amy J. Everhart, Editor-in-Chief
Richard M. Carter 
Dina M. Di Maio
Richard E. Duerr Jr.
Judy Winegar Goans
Ronald S. Grubb
Ralph E. Krisher Jr.
Alicia Brown Oliver
W. Edward Ramage
G. Scott Thomas

http://www.tba.org/sections/IntellectualPropertyLaw/index.html
© 2010 Tennessee Bar Association

(continued on page 12)



3

As IP types who immerse ourselves daily in the
world of data, we should be the first to protect
our own. But not until a thief stole my laptop

from my kitchen counter did I
take preservation of my own
data seriously. As a sole practi-
tioner whose entire work and
personal life is stored in that
flat little box, I could have
lost everything had I not had
at least the bare protections in
place. In the wake of the theft,
no-fail data preservation has
become my mission. Below are
some lessons I learned the
hard way. (And all you firm
lawyers take heed, too: When
I worked at a firm I barely
gave data back-up a second
thought because I knew our
trusty IT guy had that covered
somewhere in the scary server
room in the basement. You should make sure you have
a good system in place at your firm but also at home
and on your laptop to the extent you carry it back and
forth from work.)

RESEARCH YOUR BACK-UP METHOD BEFORE YOU
NEED TO DEPEND ON IT. 
Even when I buy a refrigerator I at least check
Consumer Reports for the best icemaker and the
roomiest veggie drawers. But I took for granted that the
data back-up software and online service that came
installed on my computer would work. It was a national
brand and a respected company, so why question it? Had
I even Googled the software once, I would have seen
that this plan had failed for customers the world over.
While I ultimately, on a rolling basis, recovered all my
backed-up data, it took two months, three threatened
lawsuits, a letter to the company CEO, countless phone
calls with countless clueless representatives, days of time
I could have been billing, and probably a good five years
of my life in high blood pressure and sleepless nights.

GO LOCAL. 
Rather than rely on the impersonal service you get
from a big company, use a local company to back up
your system on its servers. You’ll get personal service
when it counts the most — during a crisis. 

BACK UP IMMEDIATELY AND AUTOMATICALLY. 
If you have to do it voluntarily, you won’t. And in this
fast-paced world, fifteen minutes of data can be crit-
ical. Don’t back up once a week. Don’t back up at the
end of each day. Back up your data now. My new

online data back-up service backs up my data the
minute it is created.

KNOW WHAT’S
BEING BACKED UP. 
Notice I said above
that I ultimately
recovered all my
backed-up data. I never
recovered a whole set
of financial informa-
tion, because it was
stored in an odd place
on my computer and
wasn’t included in my
back-up default list. I
was able to recreate
the missing financial
data through other
sources, but I had to
sacrifice a few week-
ends to do it so I didn’t

have to sacrifice even more billable hours. Also note
that the format in which you get your data back isn’t
necessarily how you left it — make sure you back up
what you need to reconnect the dots when restoring.
And if you’re working at a firm and take your laptop
home with you, make sure your laptop data is being
backed up on the firm’s system and not missing, for
example, overnight back-up.

DO TEST RESTORES. 
Why wait until your data’s gone to see if your back-up
system works? Conduct test restores regularly to see
that your back-up system is working properly and that
everything you need is being backed up. Some third-
party back-up systems only allow data storage up to a
certain amount of disk space. The system could appear
to be running but not be backing up anything new
because it’s out of room. 

USE MORE THAN ONE BACK-UP METHOD. 
I hear especially from solos to whom I tell my tale: The
solution is simple — get your own back-up hard drive.
Even famed film director Francis Ford Coppola fell for
this one. The thieves in his case stole not only his com-
puter but his back-up hard drive, too, including years of
priceless family photos. And what about a fire? I recom-
mend a dual approach. Use the back-up hard drive
because you know you’re depending on yours truly, the
one who cares the most about the data. But remember
to use it regularly and, if you have a fire-proof safe, store
it there — definitely not right next to the computer. 

But also make sure a source away from your home or

Diary of a Solo IP
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This month’s tips regard limitations of liability in
license agreements. A limitation-of-liability
clause for consequential damages is a standard

provision in a license agreement and typically protects
the licensor from liabilities arising out of the agreement
and the use of the intellectual property. A typical
clause might look like this:

Licensor shall not be liable to the licensee under
this agreement for any loss of profits or other com-
mercial damages, including, without limitation,
incidental, consequential, special, exemplary, puni-
tive or other indirect damages of any other nature,
for any reason, whether such liability is asserted on
the basis of contract, tort (including negligence or
strict liability) or otherwise, even if licensee has
been warned of the possibility of such damages.

Consequential damages from the use of intellectual
property can far exceed the value of the intellectual
property or the license fees. For instance, software that
generates bills to a licensee’s customers can cause sig-
nificant damage if its failure prevents the licensee from
issuing invoices on a timely basis. As a consequence,
the licensee can incur labor costs for producing the
bills manually and lose revenue from the time delay in
issuing the invoices.

The licensor’s position on a limitation of liability
for consequential damages is simple: license fees under
the contract are not sufficient to cover the licensor for
the risk of such potentially exorbitant damages. The
success of the licensor negotiating a complete prohibi-
tion of consequential damages depends on the bar-
gaining leverage between the licensor and the
licensee. Licensees of “mission critical” intellectual
property that have sufficient bargaining leverage may
negotiate the deletion of this clause, or at least nego-
tiate a fixed ceiling for liability or a carve-out for cer-
tain types of indirect damages. In most instances,
however, licensees will find that the clause limiting
the licensor’s liability for consequential damages is
non-negotiable.

Despite the fact that a limitation of consequential
damages may be unavoidable, a licensee needs to
negotiate at least three changes to the standard clause.
First, the limitation of liability for consequential dam-
ages should in most cases be mutual. As a quid pro quo
for the licensor being protected against consequential
damages, the licensee should argue that it not be
exposed to the risk of a licensor’s claim for loss of good-
will, business opportunity, etc.

The second revision that a licensee should insist on

is an exception from the liability limitation for damages
arising from a breach of confidentiality. In many cases,
the licensor will be privy to confidential or sensitive
information of the licensee. Licensing agreements in
such cases usually have provisions requiring the
licensor to keep such information strictly confidential.
The most significant type of damages arising from a
breach of the confidentiality, however, will be conse-
quential. The licensee’s loss of sensitive financial data
and trade secrets will put the company at a competitive
disadvantage. Loss of customer or healthcare data may
result in fines or penalties and probably the loss of
goodwill or confidence from its customers. These dam-
ages would likely be considered consequential.
Unfortunately, a standard limitation of liability on con-
sequential damages may preclude the licensee from pur-
suing any substantive recourse against the licensor.

Another suggested exception from the limitation
clause would be for the infringement indemnification.
A standard licensing agreement typically includes an
indemnity from the licensor for infringement claims
related to the licensed intellectual property. While
most damages related to infringement would be direct,
a licensee should not be exposed to any loss from an
infringement claim and should insist on an exemption
from a limitation of liability (for both direct and con-
sequential damages) to avoid any potential conflict
between the indemnification obligations and the lim-
itation-of-liability clause.

So, if a licensee is successful in obtaining these revi-
sions, the standard limitation of liability of consequen-
tial damages might look like this:

Except with respect to any claims for infringement
and breach of confidentiality, neither party shall be
liable to the other under this agreement for any loss
of profits or other commercial damages, including,
without limitation, incidental, consequential, spe-
cial, exemplary, punitive or other indirect damages
of any other nature, for any reason, whether such
liability is asserted on the basis of contract, tort
(including negligence or strict liability) or other-
wise, even if the other party has been warned of the
possibility of such damages.

Of course, licensees may have other damage claims
that need to be specifically excepted from a limitations
clause depending on the circumstances. IP

G. SCOTT THOMAS is a member of Bass, Berry & Sims PLC,
where he practices in the areas of environmental and intel-
lectual property and technology law.
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Limiting Liability in Licensing Agreements
By G. Scott Thomas
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TRADEMARK
Kebab Gyros Inc. v. Riyad, 2009 U.S. Dist. LEXIS
117962 (M.D. Tenn. Dec. 17, 2009): The plaintiff
operated several Mediterranean-cuisine restaurants
under the mark KEBAB GYROS and licensed the
rights to the mark to third parties, including the defen-
dant. When the plaintiff tried to restrict the defen-
dant’s use of the mark, the defendant argued the
plaintiff waived its rights by issuance of a naked license
to the defendant and third parties. The court held the
defendant was not estopped to assert naked license as
a defense when the defense relied on issuance of the
license to third parties, but held that factual issues pre-
cluded judgment on the defense.

King Pharms. Inc. v. Zymogenetics, 2009 U.S. Dist.
LEXIS 115239 (E.D. Tenn. Dec. 10, 2009): The
plaintiffs/pharmaceutical companies sought prelimi-
nary injunctions against a competitor for use of the
plaintiff ’s trademark or a variant of it as a Google
Adword and for making allegedly misleading compar-
ative promotional superiority claims. The court denied
the injunction because, among other grounds, the
defendant had ceased use of the Adword, and the
plaintiffs had waited nearly two years to seek the
injunction, both factors negating the plaintiffs’
irreparable-harm claim.

COPYRIGHT
Bridgeport Music Inc. v. UMG Recordings Inc., 585
F.3d 267 (6th Cir. 2009): Plaintiff music publisher
alleged that the defendants infringed the publisher’s
copyright in a song based on the defendants’ use of a
certain phrase, repetition of the word “dog,” and the

sound of rhythmic panting. On appeal, the Sixth
Circuit denied the defendants’ challenge to the pro-
priety of the district court’s jury instructions on sub-
stantial similarity, fair use and willfulness. The Sixth
Circuit held that the district court properly based its
substantial-similarity instructions on the “fragmented
literal similarity” standard where the allegations cen-
tered on copying of literal copying of specific elements
of the song. The Sixth Circuit found no error in
charging the jury that an homage was not necessarily
fair use because that charge was an accurate statement
of the law under Section 107 of the Copyright Act.
Finally, the Sixth Circuit found that, while the
instruction on willfulness may have been awkward
grammatically, any error was harmless; the defendants’
claim that willfulness was negated by the defendants’
good-faith belief that incorporation of elements from
the song was fair use was not supported by the record.

Melanie Howard Music Inc. v. Warner Bros.
Records, 2009 U.S. Dist. LEXIS 105049 (M.D.
Tenn. Nov. 10, 2009): The plaintiff music publisher
claimed that the defendant record company infringed
the publisher’s copyrights in songs on two albums. The
court granted summary judgment in favor of the defen-
dant on certain songs based on a written license. The
court found a jury question on the defendant’s implied-
license defense on the remaining songs, emphasizing
that the key issue on an implied-license defense is
whether the owner intended that its copyrighted
works be used in the manner in which they were even-
tually used. The court denied the plaintiff ’s motion for
summary judgment on liability. IP

Local Litigation Round-Up
By Amy J. Everhart

The Sixth Annual Southeastern Intellectual
Property Job Fair (SIPJF) will be held on July 27,
2010, at Georgia State University College of

Law. SIPJF will bring together top employers and serious
IP students from across the Southeast to fulfill 2011
summer-associate and new-associate positions in IP.

SIPJF is an initiative founded by the Intellectual
Property Advisory Board, which is an alumni group
associated with the Georgia State University College of
Law. The fair is managed and executed by the Georgia
State University College of Law Career Services Office.
The job fair encompasses all areas of intellectual prop-
erty, including litigation, transactional and prosecution,
across all industries and organization types.

Corporations, law firms and government agencies
that practice any aspect of intellectual property law,
including in fields such as technology, science, busi-
ness, media, arts, entertainment and sports, are invited
to participate. Speaker and sponsorship opportunities

are also available. For more information, visit http://
law.gsu.edu/careers/sipjf or contact Crystal Amos at
(404) 413-9078. IP

Southeastern IP Job Fair Set for July
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As those of you familiar with the operations of
the U.S. Patent and Trademark Office know,
the prosecution of patent applications can

involve many delays. Practitioners see such delays as
normal, but to the inventors involved, delays can seem
incredibly frustrating and rob the inventors of the
excitement of the patent process, especially when the
patent being sought is considered a goal or achieve-
ment. To businesses, such delays introduce a degree of
uncertainty often unequaled by anything else a busi-
ness owner may encounter. 

To provide at least some relief and compensate par-
tially for such delays, the Patent Office has imple-
mented a procedure to calculate and apply additional
days of patent protection to an issued patent. In doing
so, the terms of certain patents may be subject to a
patent-term adjustment.1 Beyond relieving inventor
frustration, the need for such patent-term adjustment
is also due to conformance with international treaties
and consideration of the determination of actual
patent-term protection. 

Generally, the term of a utility patent that was filed
on or after June 8, 1995, begins on the date on which
the patent issues and ends twenty years from the filing
date of the application or the filing date of the earliest
application to which the application claims priority. If
the application was filed before June 8, 1995, the term
begins on the date on which the patent issues and ends
on the later of seventeen years from the date of the
patent grant or twenty years from the filing date of the
application. Other patent types, such as design
patents, have different terms and term calculations.
Because the patent term is now based on filing date,
however, a lengthy prosecution between filing date
and issuance is significantly detrimental to the term of
the issued patent. Therefore, qualifying utility patents
may be eligible for patent-term adjustment based on at
least three causes of delay.2

A first cause of delay giving rise to patent-term
adjustment is the failure of the Patent Office to take
certain actions within specific time frames. For
example, the Patent Office is expected to act on a filed
application within fourteen months of filing or
national-stage entry. Such action includes typical ini-
tial prosecution events such as office actions on the
merits, restrictions and notices of allowance. Where
the inventor responds within the allocated periods
noted on the action — that is, in avoidance of exten-
sions — the Patent Office is then expected to act on
such responses within four months. At a successful
conclusion to prosecution, the Patent Office is
expected to issue the patent within four months of the
payment of the issue fee. Where these periods are
exceeded by even one day, the Patent Office automat-

ically maintains a cumulative total of days exceeding
these values, which is then added to the term of the
issued patent as a patent-term adjustment. 

A second cause of delay giving rise to patent-term
adjustments is the failure of the Patent Office to issue
a patent within three years of the actual filing date of
the application, and a third cause of delay is that due
to such matters as interference proceedings, secrecy
orders or successful appellate review. 

Credit for these periods, however, is reduced by the
delays associated with the inventor. In a manner more
familiar to accountants, a credit/debit tally of such
periods for each application can be viewed at the
Patent Office website. In a sometimes painful display,
an inventor can quickly see what the Patent Office was
offering and what was lost through extensions, poorly
timed submissions, and other papers that are deter-
mined to be the inventor’s failure to engage in reason-
able efforts to conclude prosecution of the application.
Such a basis of reduction includes the obvious, such as
requested extensions for replies, but can also include a
number of unlikely sources. For example, one basis for
reduction includes the submission of an information-
disclosure statement beyond 30 days of first notice of
the disclosure materials.3 A number of such unlikely
sources of reductions exist and are often discovered
only after their effects are felt in the final calculation. 

At the conclusion of it all, an initial patent-term
adjustment value as determined by the Patent Office is
printed on the notice of allowance, and a final patent-
term adjustment value is printed on the front of the
patent. Because this value represents additional days of
patent protection, and each day, in some cases, can be
of tremendous value to the patent owner, this value
should be reviewed closely. If the inventor does not
agree with the patent-term adjustment determination,
a request for reconsideration or reinstatement can be
filed, but any request for reconsideration of the patent-
term adjustment value printed on the notice of
allowance must be filed after the notice of allowance
and before or at the same time as the payment of the
issue fee,4 and any request for reconsideration of the
patent-term adjustment value printed on the issued
patent must be filed within two months of the date the
patent issues.5 The elements of such a request include
the required fee, statement of facts, correct patent-
term adjustment value, relevant dates, and notice of
existing terminal disclaimers.6 Subsequent challenges
can be pursued in the U.S. District Court for the
District of Columbia for a limited time.7 As demon-
strated in the recent case Wyeth v. Kappos,8 such chal-
lenges may even be successful in affecting patent-term
adjustments of other issued patents by providing inter-

The View from D.C.

Patent-Term Adjustment: 
An Important Element of Patent Prosecution Strategy
By Ronald S. Grubb

(continued on page 7)
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The Internet is significantly impacting and
changing trademark law. This comes as no sur-
prise as the Internet’s explosive growth has

changed the way businesses deal with marketing and
commerce. The Internet’s exponential growth is not
without growing pains. The fluid and ever-expanding
nature of the Internet raises many new issues that
intellectual-property attorneys are asked to solve on
what feels like a daily basis. 

To make matters more challenging, intellectual-prop-
erty attorneys are
left to solve these
legal issues with
legal precedence
that is often years
behind today’s
technology. For
example, the fed-
eral circuit courts
of appeal are still
trying to sort out
whether the use of
a trademark within
a webpage’s meta-
data (data that is
rarely, if ever, seen by the Internet user) amounts to
trademark infringement.1 As you can see, only the
unique nature of the Internet could cause one to ana-
lyze the whether the “invisible” use of a trademark
could actually create confusion among consumers.
This is just one of many issues raised by the use of
trademarks on the Internet.

Although the Internet does pose new problems, it
also provides useful resources that allow an attorney to
effectively enforce his client’s trademark rights. This
article discusses several Internet-based resources that
may be helpful in dealing with trademark protection
and enforcement short of litigation. 

DOMAIN-NAME INFRINGEMENT
Protecting your clients from “domain-name infringe-

ment” is a primary focus of trademark law on the
Internet. Often assisting your client in staking a claim
on the Internet by maintaining something as simple as
a domain name and its derivatives is more complicated
than it should be to. The exclusive use of a domain
name is a protected right under the Lanham Act and
trademark law.2 Domain-name registrations, however,
are acquired on a first-come, first-served basis. And
because there is no clearinghouse when a domain-name
registrar assigns the domain, nearly identical domain

names can be
assigned to dif-
ferent individuals
without any refer-
ence to a party’s
intellectual-prop-
erty rights.
Naturally, this
causes a whole
host of infringe-
ment evils that
trademark attor-
neys must sort out
for their clients. 

In days past, a
trademark owner’s only remedy was to turn to the court
system to obtain relief from trademark infringement.
The federal court route, however, can be a slow and
expensive process. If your client’s goal is to remedy the
domain-name infringement by acquiring control over
the infringing domain, the International Corporation
for Assigned Names and Numbers (“ICANN”) may
have the appropriate solution. 

ICANN is the international body responsible for the
assignment of domain names.3 In response to the regis-
tration of domain names in bad faith, ICANN created a
quasi-arbitration process known as the Uniform Domain
Name Dispute Resolution Policy (often abbreviated as
“UDRP”).4 ICANN then delegated the authority over
the UDRP to several “service providers” such as the

Tools for Protecting Your Clients’ Trademarks 
on the Internet
By Blake H. Gibson IV

SOCIAL AND USER-GENERATED-CONTENT WEBSITE
INFRINGEMENT REPORTING RESOURCES

Twitter
http://help.twitter.com/forums/26257/entries/18367
Facebook
http://www.facebook.com/terms.php#/legal/copyright.php?howto_report
eBay
http://pages.ebay.com/help/tp/programs-vero-ov.html
YouTube
http://www.google.com/support/youtube/bin/topic.py?topic=10545
MySpace
http://faq.myspace.com/app/answers/detail/a_id/749

(continued on page 8)

pretation of the applied rules. 
The understanding, review and correction, where

necessary, of any patent-term adjustment to your allowed
patent should be considered as important as any other
aspect of patent prosecution. Otherwise, you may simply
be giving away the inventor’s patent protection. IP

RONALD S. GRUBB is of counsel at Roylance, Abrams, Berdo
& Goodman LLP in Washington, D.C., and practices in the area
of patent prosecution. 

NOTES
1. 35 U.S.C. § 154(b).
2. 37 C.F.R. §§1.702-1.705.
3. See 37 C.F.R. § 1.704(d).
4. See 37 C.F.R. § 1.705(b).
5. See 37 C.F.R. § 1.705(d).
6. See 37 C.F.R. § 1.705(b).
7. See 35 U.S.C. § 15(b)(4).
8. 2010 WL 27184 (Fed. Cir. Jan. 7, 2010). 

Patent-Term Adjustment: An Important Element of Patent Prosecution Strategy (continued from page 6)
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World Intellectual Property Organization and the
National Arbitration Forum.5 The UDRP service
providers act as domain name “arbitrators” in deter-
mining whether a domain is being held in bad faith.
Currently, these service providers charge fees ranging
from $1,300 to $1,500 per domain, and the whole
process tends to last approximately two to four months. 

To prevail on a claim against a domain infringer,
the UDRP requires the moving party to prove that: 

1. The domain name is identical or confusingly
similar to a trademark or service mark in which
the complainant has rights;

2. The registrant does not have any rights or legit-
imate interests in the domain name; and

3. The registrant registered the domain name and
is using it in “bad faith.”6

If the moving party can prove the above elements,
the UDRP allows the actual domain registration to be
transferred to the moving party.7 While the UDRP
cannot award monetary damages, recouping the
domain name often satisfies the domain owner’s pri-
mary objectives.

INTERNET TRADEMARK INFRINGEMENT: SHOOTING
MOVING TARGETS
The anonymous environment favored on the Internet
makes it difficult in many instances to track down the
identity of the infringing party. For example, my firm
was recently faced with a situation in which a
European website was posting misleading information
on its site regarding our client’s products and was falsi-
fying information regarding our client’s intent to offer
certain products in Europe. Based on the nature of our
client’s products, the information provided on the for-
eign website was not in our client’s best interests.

Our client requested that we figure out who was
behind this website and falsified information. The for-
eign website “conveniently” contained no contact
information or other indication as to who owned and
maintained the website. To answer our client’s request,
we turned to the Internet tool “Whois.net.”8

Whois.net is an online database that allows the user to
view the domain registry profile of a website. It imme-
diately revealed the European company behind the
trademark infringement. Fortunately, a stern cease-
and-desist letter convinced the website to remove the
infringing materials.

Our client, however, was also concerned about
what information the foreign website had posted in
the preceding months. Our client wanted to be able to
provide responses to its customers regarding the false
information and wanted to know exactly what had
been posted on the foreign website. As we all know,
websites change on a daily basis, and our client was
naturally hesitant to rely on the representations of the
infringing party that it had posted no material other
than what we identified in our cease-and-desist letter. 

Looking back in time on the Internet is actually
easier than it sounds. There is a powerful (and free!)
tool for reviewing the past: the Internet Archive.9 This
website was founded by an MIT graduate who under-
took the task of archiving the entire Internet.10 This
website contains a search engine aptly named the
“WayBackMachine” that allows the user to browse
snapshots of webpages as they existed on specific days
in the past. A quick search in the Internet Archive
allowed us to inform our client of the exact nature and
extent of the foreign website’s infringing activity. 

INFRINGEMENT ON SOCIAL-MEDIA-NETWORKING
AND USER-GENERATED-CONTENT WEBSITES
I would be remiss if I failed to address trademark infringe-
ment, which occurs frequently on social-networking
websites such as Facebook. Fortunately, the major social-
networking websites have provided resources and proce-
dures to report the infringement of intellectual property.
In addition, websites where the users generate the con-
tent, such as YouTube, have also provided resources. See
the chart on this page for a list of the resources provided
by the main social and user-generated-content websites.

CONCLUSION
The Internet creates many headaches for intellectual-
property attorneys. Fortunately, tools and resources
have been developed that allow the attorney to enforce
his or her clients’ trademark rights on the Internet. IP

BLAKE H. GIBSON IV is an associate at Pietrangelo Cook PLC
in Memphis, where he practices in the areas of intellectual
property (including Internet law, infringement suits, licensing,
software protection, copyrights, and trademarks), business
litigation, business planning and estate-tax planning.

NOTES
1. Brookfield Communications Inc. v. West Coast Entertain-

ment Corp., 174 F.3d 1036 (9th Cir. 1999) (setting the rule in
the Ninth Circuit that the content of metadata may cause
trademark infringement); but see J.G. Wentworth, S.S.C. Ltd.
Partnership v. Settlement Funding LLC, 85 U.S.P.Q.2d 1780
(E.D. Pa. 2007) (noting that the Third Circuit does not follow 
this rule). 

2. The Lanham Act, 15 U.S.C. § 1125.
3. See http://www.icann.org/.
4. ICANN, The Uniform Domain Name Dispute

Resolution Policy (1999), http://www.icann.org/en/udrp/
udrp-policy-24oct99.htm (the “UDRP”).

5. A complete listing is contained at http://www.icann.org/
en/dndr/udrp/approved-providers.htm.

6. UDRP ¶ 4(a).
7. UDRP ¶ 3.
8. http://www.whois.net
9. http://www.archive.org
10. As of November 30, 2009, Archive.org boasts that it

contains more than 150 billion archived webpages.
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In the 1980s, countries began to discuss intellectual
property as a trade issue. Trade in goods was con-
ducted under the General Agreement on Tariffs

and Trade (GATT), but the increasingly important
areas of trade in services and intellectual property were
not addressed. Each country largely determined for
itself how it would protect intellectual property, and
differences in protection affected international trade. 

These issues were raised in the Eighth Round of
Multilateral Trade Negotiations in Punte del Este,
Uruguay. The Uruguay Round resulted in the forma-
tion of the World Trade Organization and the develop-
ment of the Agreement on Trade-Related Aspects of
Intellectual Property Rights (TRIPS Agreement). The
TRIPS Agreement created a comprehensive set of
norms on intellectual-property protection. 

Among the accomplishments of the Uruguay
Round, the TRIPS Agreement required WTO
Members to provide national treatment and most-
favored nation treatment to nationals of other WTO
Members, to implement most provisions of the Berne
Convention for the Protection of Literary and Artistic
Works and the Paris Convention for the Protection of
Industrial Property, to protect integrated circuit
topographies and geographical indications, to provide
a minimum patent term of 20 years from filing and,
when fully implemented, to offer patent protection for
all areas of technology, including pharmaceutical
products. It also mandated the right to legal represen-
tation in intellectual-property cases, a right of appeal,
and procedures to prevent trade in counterfeit and
pirated goods. Placing intellectual property in the
WTO also made intellectual-property issues subject to
the WTO dispute-settlement process. 

Like other trade agreements, TRIPS was developed
by negotiation, and some discussions were simply
deferred. Although the Uruguay Round achieved
agreement on an impressive number of subjects, some
intellectual-property issues were placed on the agenda
at the next round of trade negotiations, held in Doha,
Qatar, in 2001. These issues included the relationship
between TRIPS and public health, two issues relating
to geographical indications, and implementation of
technology transfer provisions in the TRIPS
Agreement. In addition, the Doha Ministerial
Declaration instructed the TRIPS Council to examine
the relationship between TRIPS and the Convention
on Biological Diversity (CBD), the protection of tra-
ditional knowledge and folklore, and other relevant
new developments. 

TRIPS AND PUBLIC HEALTH
Developing countries worried that pharmaceutical
patents might prevent them from addressing public-
health emergencies, such as AIDS in Sub-Saharan

Africa, and that a compulsory license for another party
to manufacture the patented items was not a sufficient
remedy for a country with insufficient manufacturing
capability in the pharmaceutical sector. The issue was
referred to the Council for TRIPS. A decision, reached
on April 30, 2003, proposed a two-country compulsory
license allowing an Importing Member with a national
emergency or situation of extreme urgency to justify a
compulsory license for another Member to manufac-
ture and export the goods to the Importing Member.
The license was subject to minor provisions — notifi-
cation and labeling  to prevent abuse. No progress was
reached at the Cancun Ministerial Conference in
2003. In 2005, it was agreed to amend the TRIPS
Agreement to make the solution permanent, once two-
thirds of WTO Members agreed. To date, only 26 of
153 WTO Members have agreed, even after extending
the time for acceptance to December 31, 2009.

GEOGRAPHICAL INDICATIONS
Geographical indications essentially involve a conflict
between European and American interests. On the
table are a proposal to extend the so-called “higher
level” of protection for wines and spirits to all other
goods. If adopted, it would become illegal to use a geo-
graphical indication for goods from another region
even if accompanied by such terms as “kind,” “type,”
“style” or “imitation,” i.e., no ads for Swiss-style cheese. 

The other issue is establishing an international
system of notification for wines and spirits. European
interests favor a central registration that would bind
all WTO Members that did not object. The United
States would leave the determination to each country.
At issue is the labeling of many products introduced by
immigrants under the names of their former homes —
involving trademarks such as Budweiser for beer, and
that ubiquitous sandwich meat usually referred to as
“baloney” — and whether the EU can now insist on
exclusive rights to these terms. 

No significant progress has been made on either
issue. The Europeans have moved the issue of protec-
tion to Agriculture, claiming “usurpation” of geograph-
ical terms needed for “food specificity.” There are three
proposals on the multilateral register. A considerably
weakened version of the EU proposal is backed by 100
WTO Members, and the TRIPS Council Chairman is
suggesting that the way forward may involve a solution
that does not apply to all Members.

OTHER ISSUES
The time for least-developed countries to begin
offering patent protection for pharmaceutical products
was extended to 2016. 

Discussions have proceeded on the relationship

Thinking Globally

Will Doha Never End?
By Judy Winegar Goans

(continued on page 10)
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The United States District Court for the
Western District of Tennessee is revising its
Local Rules of Court. As part of that effort, the

Western District is reviewing all local rules and con-
sidering whether there is a perceived need or desire on
the part of attorneys who devote a substantial part of
their practice to patent litigation to create special
local rules applicable to patent cases. As chairman of
the Western District of Tennessee Civil Rules Sub-
Committee, I write to solicit the views of a broad base
of lawyers who practice in this area of law. The issues
are twofold. First, should the Western District of
Tennessee create local patent rules of practice?
Second, if rules should be adopted, what should those
local patent rules address? 

I agree with Robert Frost that “good fences make
good neighbors.” In my experience, clarity and cer-
tainty in areas of litigation practice normally lead to
more efficient case resolution. Consequently, I believe
that well reasoned and narrowly tailored patent local
rules would foster the more efficient handling of
patent cases. At the same time, I know that every
patent case will be different in terms of the nature and
complexity of the patented device or process.1 That
means that any patent local rules will need to be gen-
eral enough and perhaps gentle enough to accommo-
date all types of patents.

The desirability of patent local rules is evidenced by
the number of district courts that have implemented
them over the last several years. To date, at least thir-
teen courts and one judge have enacted patent local
rules or procedures.2 Two others are currently consid-
ering adoption of patent local rules.3

Courts that have adopted patent local rules have
created special disclosure requirements that are unique
to patent cases, such as:

• Identification of the claims of the patent in suit
that are allegedly infringed; 

• Description of the defendant’s apparatus, product,
process, device, method, act or instrumentality

that allegedly infringes the patent in suit;
• Clarification of whether infringement is literal or

under the doctrine of equivalents; Identification
of prior patents and other prior art references
applicable to the patent in suit; and 

• The detailed bases for defenses such as
inequitable conduct, lack of enabling disclosure
(35 U.S.C. § 112), and other invalidity defenses. 

In addition, courts frequently impose protective
orders or confidentiality requirements at case incep-
tion so that disclosures and document production are
not delayed while the parties negotiate the terms of a
protective order. And, courts specify the timetable and
sequencing of the court’s claims construction required
by Markman v. Westview Instruments Inc.4

I firmly believe that the creation of patent-specific
local rules will make the process more efficient and
timely. Patent local rules would encourage better pre-
suit preparation by would-be litigants who would know
that they will quickly have to describe the bases for
their claims of infringement in far more detail than
required by simple notice pleadings. At the same time,
such rules would require defendants to disclose their
devices, products, processes and methods and the facts
supporting their defenses.

As a frame of reference, I commend to your reading
and study the Local Patent Rules of the Northern
District of Illinois (the “ILPR”), which were adopted
on September 28, 2009.5 These rules provide a good
basis for discussion because they cover the gamut of
patent-unique areas of concern from initial disclosures
of “documents concerning the conception, reduction
to practice, design, and development of each claimed
invention …”6 to “each item of prior art … that
allegedly anticipated each patent and its related claims
or renders them obvious,”7 to precise identification of
the accused infringing apparatus, product or process, to
specifying bases for defenses of non-infringement,

Are Special Local Rules Needed for Patent Cases?
By Richard M. Carter

(continued on page 10)

between TRIPS and the CBD, with little progress. At
issue is whether patent applicants should be required
to disclose the source or heritage of biological mate-
rials used in their inventions. Advocates of disclosure
argue for “informed consent” in relation to bio-
prospecting. Opponents point to the burden and
sometimes impossibility of obtaining the information
— and that countries have other means to protect
their natural resources. Four different proposals are
under consideration, with no agreement in sight.

In short, it seems we will be dealing with Doha
issues for the next several years. IP

JUDY WINEGAR GOANS works in intellectual property and
international trade with Nathan Associates Inc.
(www.nathaninc.com), an economics and management con-
sulting firm in Arlington, Virginia. Goans primarily provides
technical assistance to developing countries and emerging
markets that are attempting to strengthen their intellectual-
property systems to meet international norms.

NOTE
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legal advice. The opinions expressed are those of the author
and do not necessarily reflect the views of her employer. 
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unenforceability or invalidity.
As you will see, the ILPR implements balanced

rules that require patentees and alleged infringers to
put their respective cards on the table early. Those
rules go on to require staged disclosures of initial
infringement and defensive contentions followed by
“final contentions” before exchanging their proposed
claim terms and proposed constructions to the court
for consideration. Also noteworthy, the ILPR requires
the parties to meet, confer and limit to ten the number
of claim terms to be construed by the court. The rules
even address thorny issues such as when and how dis-
covery will be conducted relating to an “opinion of
counsel” defense to a claim of willful infringement8

and what should happen when a reexamination is
pending before the U.S. Patent Office.9

I remain convinced that there is a need for patent-
specific local rules. That said, I also know that reason-
able minds may differ on this. So that the need and
possible parameters of local patent rules can be fully
vetted, I solicit your input. It would be particularly
helpful to learn your thoughts about adoption or non-
adoption of such rules as well as what the rules should
provide. Please send your comments or suggestions to
one of the Civil Rules Sub-Committee members —
June Entman (jfentman@memphis.edu), Brandon
Gibson (bgibson@pgandr.com), Bruce McMullen
(bmcmullen@bakerdonelson.com) or me (rcarter@mar-
tintate.com). The Civil Rules Sub-Committee can
bring your concerns or preferences to the attention of
the judges for the Western District of Tennessee. IP

RICHARD M. CARTER is a director in the Memphis firm of
Martin, Tate, Morrow & Marston P.C. He graduated from the
United States Military Academy and the University of
Memphis School of Law and has devoted a substantial part of
his practice to patent litigation, patent licensing and trade-
mark and copyright litigation. 

NOTES
1. The rules under consideration apply to utility patents

rather than design patents.
2. The following United States District Courts have

adopted patent local rules, which rules may be found at the
web addresses noted: Southern District of Texas
(www.txs.uscourts.gov/district/rulesproc/patent.htm);
Eastern District of Texas (www.txed.uscourts.gov/default.htm);
Northern District of Texas (www.txnd.uscourts.gov/rules/
misc-rules.html); Northern District of California
(www.cand.uscourts.gov/cand/localrul.nsf/fec20e529a5572f0
882569b6006607e0?OpenView); Southern District of
California (www.casd.uscourts.gov); District of
Massachusetts (www.mad.uscourts.gov); District of New
Jersey (www.njd.uscourts.gov/LocalRules.html); Western
District of Pennsylvania (www.pawd.uscourts.gov); Eastern
District of North Carolina (www.nced.uscourts.gov);
Northern District of Georgia (http://www.gand.uscourts.gov);
Western District of Washington (www.wawd.uscourts.gov/
index.htm); District of Minnesota (www.mnd.uscourts.gov/
local_rules/pdfdoc/local_rules.pdf); Northern District of
Illinois (www.ilnd.uscourts.gov/home/LocalRules.aspx?
rtab=patentrules); Southern District of Ohio
(www.ohsd.uscourts.gov/localrules.htm); and Judge Shaw in
District of Missouri (www.moed.uscourts.gov/judges/
cas.html).

3. Patent rules are currently being considered by the
District of Colorado and the Eastern District of Virginia.

4. 517 U.S. 370, 385-86, 116 S. Ct. 1384, 393-94 (1996).
5. The Northern District of Illinois Patent Local Rules

may be viewed at www.ilnd.uscourts.gov/home/
LocalRules.aspx?rtab=patentrules.

6. Id. at LPR 2.1(a)(2).
7. Id. at LPR 2.3(b)(1).
8. Id. at LPR 3.6.
9. Id. at LPR 3.5.
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office is storing the data for you. Also, if you have more
than one computer, networking the two will make the
data available in multiple locales. And whenever I have
something really critical that would be impossible to
recreate — like the 400-page book I recently wrote — I
email it back and forth from my two email accounts. That
way I can access it online through both of the accounts.
As for those little zip drives — they’ll work in a pinch.
But I’ve heard horror stories of kids and dogs literally
eating the things, so don’t rely entirely on them. 

PASSWORDS. 
Fortunately almost everything these days requires a
password, from logging into your system to logging into
your email to logging into your online accounts. Take
it from me: Password protection exists not solely to

annoy you. Make sure you password-protect everything
you can, and keep your passwords secure. And for
heaven’s sake, don’t store all your passwords on your
computer! (I know people who do this, in a file marked
“Passwords.”) That way, if your laptop ends up in the
hands of thieves, you’ve at least done everything you
can to keep them from accessing your files. Security
steps to take in the event of data-theft are fodder for
another article.

If this article makes you sweat, good. Go protect
your data now, while you still have it. IP

AMY J. EVERHART launched her entertainment and intellectual
property practice in March 2009. She is also the author of the
entertainment/intellectual property law blog Lightbulb
Moments (www.aeverhart.com/lightbulbmoments).

Stop, Thief! Secure Your Data While You Can (continued from page 3)



TENNESSEE BAR
A S S O C I A T I O N

Tennessee Bar Association
221 Fourth Avenue North, Suite 400
Nashville, TN 37219

motion have been filed. Support has come from the
American Medical Association, the American Society
of Human Genetics, the American College of
Obstetricians and Gynecologists, the American College
of Embryology, the Medical Society of the State of New
York, the March of Dimes Foundations, and the
National Women’s Health Network, among others.

At the time this article was written, the defendants
had not yet had the opportunity to file a response to the
motion for summary judgment. It is also expected that
supporters of the patentability of genes will weigh in with
their own amicus briefs. While the plaintiffs are unlikely
to prevail at this stage, the case will undoubtedly be taken
to the Federal Circuit, with an eye on ultimate resolution
by the U.S. Supreme Court. The case thus has the poten-
tial to impact the biotech industry substantially by inval-
idating many existing patents.

Beyond that, however, the case is likely to bring addi-
tional publicity and awareness to the rather esoteric issue
of gene patentability. Gene patenting is also subject to
attack through legislative action. In February 2007, a bill
entitled the Genomic Research and Accessibility Act
was introduced that would end the patenting of any por-
tion of the human genome. It would, however, not affect

already issued patents. While that bill has not advanced,
it, or others like it, could simply be waiting for the right
“push.” And that “push” may come from the Association
for Molecular Pathology case. Even if the case ultimately
fails, some have suggested that it can be used by oppo-
nents of gene patenting to create or emphasize a nega-
tive image of biotech companies as money-hungry
monopolists using the patent system to reap a profit from
the common man or woman, and potentially even
exclude them from medical care. This form of attack
may be particularly dangerous for the biotech industry,
given the current movement in Congress towards
healthcare access and reform and the focus on the reduc-
tion of medical costs. IP

W. EDWARD RAMAGE is the Chair of the Intellectual Property
Group at Baker, Donelson, Bearman, Caldwell & Berkowitz PC
in Nashville.

NOTES
1. 550 U.S. 398 (2007).
2. 545 F.3d 943 (Fed. Cir. 2008).
3. Case No. 1:09-cv-04515-RWS (S.D.N.Y. 2009).
4. 447 U.S. 303 (1980).
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