
Vidalia onions,
Egyptian cotton,
and Mongolian

cashmere — this odd list is
a sample of the many geo-
graphical indications pro-
tected in the United States
Patent and Trademark
Office (USPTO). Other
products that could, and
should, be protected as
geographical indications
are not registered:
Tennessee (or Clinch
River) pearls, Grainger
County Tomatoes, Cosby
ramps, and Memphis bar-
becue, to name a few. One
source1 indicates that
Tennessee Whiskey is a
protected geographical
indication, and indeed any
of these indications may be
protected under common law or consumer protection
law, but they are not registered in the USPTO and there-
fore may not be protected internationally — except in
Australia, where protection of “Tennessee Whiskey” is
the subject of a side letter in connection with the U.S.-
Australia Free Trade Agreement.2

Ironically, while the United States promotes the
advantages of stronger intellectual-property protection
in countries around the world, we here in Tennessee are
not taking optimum advantage of America’s intellectual-
property laws to promote the value of our products. In
this respect, we are following the same approach as many
less-developed countries that produce high-quality goods
but fail to take the steps needed to bring home the value
of those goods and develop a reputation that would allow
us to develop export markets for our products. 

Other countries take the protection of geographical
indications very seriously. The European Union (EU)
has actively worked to secure international protection
for the geographical indications of its producers, partic-
ularly for wines and spirits, where it is estimated that

“the lion’s share — some
80% — of EU exports of
products with [geograph-
ical indication] are
accounted for by wines
and spirits.”3 The impor-
tance the EU attaches to
geographical indications
can also be seen in its
determined efforts to pro-
tect geographical indica-
tions in international
trade. After achieving
some of its goals in nego-
tiations leading up to the
Agreement on Trade-
Related Aspects of
Intellectual Property
(TRIPS Agreement), the
EU attempted to “claw
back” its remaining objec-
tives in agriculture nego-
tiations under the World

Trade Organization (WTO), where it claimed that a
more European style of protection, and an international
register of geographical indications for wines and spirits,
were needed to prevent “usurpation” of geographical
indications and ensure that consumers have continued
access to “food specificity.” Most recently, the EU has
begun including a more European type of protection in
its regional and bilateral free-trade agreements.

PRODUCT DIFFERENTIATION, PRICE DIFFERENTIAL
A product’s reputation can be a powerful force in

developing a market or securing a higher price for
goods. Some goods may be more desirable than others of
the same type because they have certain characteristics
or have developed a reputation for being of high quality.
Where a quality, characteristic, or reputation is based
on the geographical origin of the goods, producers in
the region may be able to capture some of the economic
benefit associated with production in the region. This
may allow producers to demand a higher price for the
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goods, or it may help to ensure a greater market share
for goods from the region. 

Merchants count on product differentiation to
attract customers and to justify a price differential. In
economic terms, geographical indications allow pro-
ducers in a region to differentiate their goods from
others of the same general type. This is important
because the commodity
price for goods — that is,
the price for undifferen-
tiated goods sold in bulk,
as with many agricultural
products — is typically
quite low. Producers who
can distinguish their
goods from others of the
same general type may be
able to create a demand
based on their type, quality, or reputation and thus
command a price higher than the commodity price —
a differential that can be significant. 

When a region develops a reputation that creates a
price differential, it is likely that someone else will
attempt to trade on that reputation. Protecting geograph-
ical indications allows producers to capture the economic
value of the indication and its market benefits. 

PROTECTING GEOGRAPHICAL INDICATIONS AT
HOME AND ABROAD

Geographical indications are protected in a variety

of ways around the world. The United States has
chosen to protect geographical indications through
registration as a certification mark certifying regional
origin4 and in some cases through unfair-competition
laws. For example, the indication Cognac was held by
the Trademark Trial and Appeal Board to be pro-
tected in the United States under common-law prin-

ciples.5

The process for
protecting a geograph-
ical indication as a
geographical certifica-
tion mark is relatively
simple. An applica-
tion should be sub-
mitted by a party with
the ability to control
the certification —

most likely a government entity — together with a
copy of the relevant certification standard. The certi-
fying body must also state that it does itself produce or
sell the goods. In most other respects, the procedures
are the same as for trademark registration.

Other countries have adopted different approaches
to the protection of geographical indications. Some pro-
tect geographical indications as trademarks or collective
marks, some via a special geographical-indications reg-
istration, some under principles of unfair-competition
law, and some via a combination of these, as shown in
the table below. 

Despite great variation, by far the most common
approach to protection is through a special registration
of geographical indications. This, and the fact that the
vast majority of countries around the world follow a
civil code legal system, has significant implications for
Tennessee producers who may expect protection for
their unregistered geographical indications. 

Foremost is the problem of demonstrating that a
geographical indication is not only entitled to be pro-
tected in the United States but that it actually is pro-
tected here. The TRIPS Agreement obligates foreign
countries to protect the geographical indications of
other WTO Members — but only if the geographical
indication is protected in its country of origin. 
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A geographical indication is any indication that
identifies a good as originating in a particular
territory, or a region or locality in that territory,
where a given quality, reputation or other charac-
teristic of the good is essentially attributable to
its geographical origin. 

— See TRIPS Article 22.1

Geographical indications at roadside market. 
Photo courtesy Ronald E. Goans.



The easiest way to demonstrate that an indication
is protected in the United States is to register the
indication as a mark certifying regional origin.
Common-law protection may be an adequate basis for
litigation in the United States and a ground for
opposing the registration of a mark that incorporates
the geographical indication in a trademark, but
common-law protection does not provide the piece of
paper needed to satisfy a foreign court. Producers who
rely on common-law protection may have difficulty
providing the piece of
paper needed to satisfy a
foreign court that their
geographical indication
should not be used in a
foreign trademark or used
by foreign producers. This
could, of course, be
accomplished by pro-
ducing a decision from a
court case, but the cost of litigation far outweighs the
cost of a proceeding in the USPTO. 

Timing is also important. The time to protect a geo-
graphical indication is before it is misappropriated by
another producer. The registration of a certification
mark is simple and straightforward, but it does take time
— and it is not retroactive. To prevent the registration
of a trademark, or marketing of goods, as “Cosby ramps”
or “Grainger tomatoes,” producers need to be able to
show that the indication was protected in the United
States before the foreign producer adopted the mark or
filed the trademark application. A USPTO registration

could be used to oppose a foreign registration, stop for-
eign sales of goods bearing the Tennessee indication,
and prevent the importation and sale of the goods in the
United States — but only if the registration has already
been obtained. 

TENNESSEE’S STAKE IN PROTECTING
GEOGRAPHICAL INDICATIONS

Tennessee has many products that could benefit
from the protection of geographical indications.

Despite a simple and
inexpensive process for
obtaining protection, vir-
tually no geographical
indications from
Tennessee have been reg-
istered in the USPTO.
Our sister states of
Georgia, Idaho, Maine,
Florida, Hawaii, and

California, to mention only a few, have figured out
that their producers gain an advantage by being able to
tout peaches from Georgia and onions from the
Vidalia growing region, potatoes from Idaho or Maine,
coffee from Oahu, and oranges from Florida or
California. 

Moreover, without legal protection, our producers
are vulnerable to the misappropriation of their indica-
tions. Our handicraft industries already face competi-
tion from foreign goods, as stores in the Smoky
Mountains sell quilts made in China. I for one would

Protection of Geographical Indications in Selected Countries

Country or Territory Geographical Indication 
List or Register 

Trademark, Collective 
or Certification Mark 

Unfair Competition 
or Common Law 

Product-Specific 
Regulation

Australia • • •

Austria • •

Canada • • For wines and spirits

Czech Republic •

Estonia • •

European Union •

France •

India •

Israel •

New Zealand • •

Switzerland • •

Trinidad and Tobago • •

Tunisia • •

United Kingdom • •

United States • •

3
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There shall be no obligation under this
Agreement to protect geographical indica-
tions which are not or cease to be protected
in their country of origin, or which have fallen
into disuse in that country. 

— TRIPS Agreement Article 24.9
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China is a big place, and — even following its
colossal Olympic debut — remains an enig-
matic one. Tennesseans and others wanting to

do business there may be daunted by immense lan-
guage barriers and cultural differences, the incredibly
complicated and opaque system of laws and regula-
tions, and the many restrictions on foreign access to
the market that remain even following China’s 2001
accession to the World Trade Organization (WTO).
For intellectual-property rights (IPR) owners, all of
these factors are complicated further by an IPR protec-
tion system that, despite significant and repeated
efforts by the Chinese government, remains largely
ineffective in fighting rampant infringement.

What do you do when clients complain to you
about intellectual-property infringement in China?
Your clients may not have local resources useful for
conducting an in-country fight. They may have no
presence in China and may not know where to start.
This article suggests one place to start — the U.S. gov-
ernment. While government-to-government action is
meant to supplement and support, rather than replace,
private action, your clients’ issues likely are not
unique, but rather symptomatic of larger issues.
Mobilizing government attention to these issues can
help both your clients and the government accomplish
their respective missions — your clients can receive
valuable advice and appropriate backing for their
fight, and the government can receive helpful infor-
mation to inform its efforts. It’s a win/win. 

The U.S. government1 actively supports American
IPR owners in efforts to gain a foothold in the Chinese
market, and it has made significant resources available
in this respect. In this country, the U.S. Embassies and
consulates are staffed with knowledgeable profes-
sionals who are there specifically to help U.S. compa-
nies promote their wares or services in China. One
example is the Foreign Commercial Service (FCS), a
branch of the U.S. Department of Commerce charged
with promoting U.S. exports. The FCS devotes signif-
icant time and resources to educating the American
public about opportunities and obstacles to operating
in the Chinese market, and it has an entire website
devoted to disseminating the information it collects
(http://www.buyusa.gov/china/en/).2

Also, China was the pioneer country for another
DOC program featuring designated IPR Attaches who
are dedicated full time to helping coordinate policy
matters and enforcement efforts on behalf of U.S. cre-
ators and inventors (http://www.uspto.gov/ip/global/
attache/index.jsp). These experts, who interact daily
with Chinese IPR officials, provide terrific insight as to
new Chinese initiatives that may affect clients, obsta-
cles clients may face and appropriate personnel and

entities to contact within the Chinese government.
Back in Washington, the interagency team mem-

bers engage in frequent IPR discussions with Chinese
government counterparts. These discussions range
from formal, high-level meetings to rather informal
briefings among mid-level officials. Both formal and
informal communications can be effective in bringing
an issue to the Chinese government’s attention. Two
of the several ongoing formal exchanges are the Joint
Commission on Commerce and Trade (JCCT) and the
Strategic and Economic Dialogue (SED). 

The JCCT, now in its seventeenth year but recently
taking a more direct focus on IPR matters, is the result
of a bilateral commitment to an ongoing discussion of
commercial matters of mutual interest. Through this
dialogue, the United States and China have recently
tackled issues such as medical journal piracy in
Chinese libraries, bad-faith registration of trademarks,
and the mutual problem of burgeoning internet piracy.
A recent U.S.-China Business Council document con-
tains a helpful list of recent JCCT IPR-related com-
mitments: http://www.uschina.org/public/documents/
2010/06/jcct_commitments.pdf. 

The SED (http://www.ustreas.gov/initiatives/
us-china/) is a newer initiative, with a somewhat lesser
emphasis on detailed IPR discussions but useful
nonetheless for high-level discussions. While inclu-
sion of an issue in one of these two formal exchanges
usually requires extensive engagement in China first,
clients should consider these dialogues as an end-goal
in their government engagements.

While the JCCT and SED are perhaps the most
prominent IPR-related bilateral dialogues, they are not
the only ones. Also ongoing are discussions regarding
two WTO disputes between the U.S. and China, per-
haps of particular interest to copyright and trademark
owners. The two cases, filed on the same day in 2007
and both now concluded, have the potential to affect
enforcement efforts on behalf of copyright and trade-
mark owners,3 and market access for a number of cul-
tural goods dependent on IPR protection.4 China is
currently implementing the WTO decisions, in each
case at least in part favorable to the United States.
Although space in this article does not permit full dis-
cussion of these cases, they are worth a read if you have
trademark and copyright-dependent clients operating,
or wishing to operate, in the Chinese market.5

In addition to these formal bilateral initiatives, less
formal bilateral discussions abound. It is never too early
or too late to alert the U.S. government to your experi-
ences and needs, as the government can then identify an
appropriate forum at which to raise the issues of concern.
Weekly dialogues between the Embassy and Chinese
officials, as well as official visits from Washington, pro-
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vide innumerable opportunities to tee up issues of con-
cern and begin the process of engagement with the
Chinese government about your clients’ needs.

So how do your clients take the first step? One
obvious mechanism available to IPR owners is the
annual “Special 301” process. This Congressionally-
mandated report,6 detailing IPR protection in selected
countries worldwide, forms a de facto framework for dis-
cerning IPR priorities each year. The process invites
public submissions from all interested stakeholders as to
the adequacy and effectiveness of intellectual-property
protection for U.S. products overseas. Submissions, usu-
ally due in mid-February, result in a late April report
issued by the interagency team. For a taste, here is a link
to the 2010 report: http://www.ustr.gov/about-us/
press-off ice/reports-and-publications/2010-3.
Stakeholder reports are posted online7 and will likely be
read by the target country’s government as well as U.S.
government representatives, so participating in the
process is a great way to get one’s issues on the table.

Also of note is the newly created Office of U.S.
Intellectual Property Enforcement (http://
www.whitehouse.gov/omb/intellectualproperty/ipec/).
The Office, created by the Prioritizing Resources and
Organization for Intellectual Property Act of 2008
(PRO-IP Act),8 is charged with developing and coordi-
nating both domestic and international intellectual-
property enforcement policy. The Office announced its
first significant endeavor, the 2010 Joint Strategic Plan
on Intellectual Property Enforcement, in June:
( h t t p : / / w w w. w h i t e h o u s e . g o v / o m b / a s s e t s /
intellectualproperty/intellectualproperty_strategic_plan.
pdf). While not China-specific, the plan will impact
U.S. government efforts on IPR enforcement world-
wide, and implementation of the plan likely will create
multiple opportunities for public input.

Finally, when it comes to Washington access, it is
often advantageous for your clients to join forces with
individuals or entities facing similar challenges.
Washington is replete with trade associations primarily
charged with representing a particular industry before
the U.S. government.9 These entities are valuable
sources of information to IPR owners lacking a direct
Washington presence and can help in navigating the
government’s various IPR offices. 

Even with the still apparent struggles to tackle
counterfeiting and piracy in China, there has never
been a better time to get in the game. U.S. government
focus on the issue is high, opportunities for engagement
abound, and Beijing’s rise to prominence following the
2008 Olympic Games makes the market ripe for
change. Encourage your clients to use the tools refer-
enced above to join the ongoing discussion. One thing
is certain — it will be a most interesting ride. IP

PATRICIA L. JUDD, a Vanderbilt University School of Law
alumna, is a Visiting Assistant Professor of Law at Brooklyn
Law School in Brooklyn, New York. She writes and teaches in

the areas of international intellectual property law, copyright
law, and international trade law. Prior to entering the
academy in 2009, Patricia spent seven years as Executive
Director, International Copyright Enforcement and Trade
Policy, at the Association of American Publishers in
Washington, D.C. In that position, she spearheaded global IPR
enforcement activities on behalf of major U.S. and interna-
tional book and journal publishers, traveling to China more
than 20 times to promote the interests of her clients there.

NOTES
1. Many states also have offices that work to promote

exports by local companies. Although this article covers only
the U.S. government measures, Tennessee may likewise have
helpful mechanisms available.

2. This agency also has a page specific to Tennesseans:
http://www.buyusa.gov/tennessee/ .

3. Panel Report, China — Measures Affecting the
Protection and Enforcement of Intellectual Property Rights,
WT/DS362/R (Jan. 26, 2009).

4. Report of the Appellate Body, China — Measures
Affecting Trading Rights and Distribution Services for
Certain Publications and Audiovisual Entertainment
Products, WT/DS362/R (Jan. 19, 2010).

5. A number of entities have conducted reviews of, or
written summaries of, these cases. The formal U.S. govern-
ment fact sheets are located here: http://www.ustr.gov/
sites/default/files/uploads/factsheets/2007/asset_upload_file9
08_11061.pdf and http://www.ustr.gov/sites/default/files/
uploads/factsheets/2007/asset_upload_file971_11063.pdf. 

6. Trade Act of 1974, 19 U.S.C. § 2101, et al.
7. One has the option to file a separate business confiden-

tial submission.
8. Prioritizing Resources and Organization for Intellectual

Property (PRO-IP) Act of 2008, Pub. L. No. 110-403, 122
Stat. 4256 (2008), 15 U.S.C. § 8101, et al.

9. Organizations active on IPR protection issues include
the National Music Publishers Association (NMPA)
(www.nmpa.org), the Association of American Publishers
(AAP) (www.publishers.org), the Software and Information
Industries Association (SIAA)(http://www.siia.net/), the
International AntiCounterfeiting Coalition (http://
www.iacc.org/), the Business Software Alliance (www.bsa.org)
and many more. There is an association for just about every
industry group, including several IPR-specific organizations
with which you may be more familiar, the Intellectual Property
Owners Association (IPO) (www.ipo.org/), the American
Intellectual Property Law Association (AIPLA)
(www.aipla.org), the American Bar Association and others.
On China in particular, the International Intellectual Property
Alliance, a coalition of copyright-dependent industries, main-
tains significant information (www.iipa.com). The Quality
Brands Protection Committee, a coalition largely made up of
trademark-dependent industries, has a strong presence (http://
www.qbpc.org.cn/). More generally, the U.S. Chamber of
Commerce has taken an active role in IPR policymaking, espe-
cially in China (http://www.theglobalipcenter.com/)
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Working in and around the Washington,
D.C., area, the world can feel like a small
place indeed. With embassies, consulates,

and any number of foreign offices ready to assist you in
any matter, both national and international, all within
several square miles, you can easily forget that there
are still matters that require document submissions
directly in these foreign countries. Patent prosecution
is no exception. Even in the field of patent prosecu-
tion, however, the world is getting smaller, and things
are moving faster.

For example, an often heard question from inven-
tors when faced with patent-application filing and
prosecution around the world is: Why does each
patent office appear to request the same information,
duplicate the same tasks, and issue the same decisions
to reach the same results? Why isn’t more information
and work product simply shared between patent offices
of different countries? The answer is that more infor-
mation and work product is being shared between
patent offices, and one of the best examples is the
Patent Prosecution Highway (PPH) pilot program. 

The PPH program, which is in an extended trial
period, allows an inventor that receives an allowed
claim or claim set in a patent office of first filing to file
a request in a participating patent office of second
filing, such that the prosecution of the application in
the office of second filing can be advanced out of turn
and can use much of the search and examination
results of the office of first filing. In doing so, the appli-
cation prosecution in at least the office of second filing
can proceed much more efficiently and at a much
faster rate. As with most patent prosecution, however,
a number of conditions apply.

As referenced above, the inventor is first required to
file an application and claim set with a patent office of
first filing, and a corresponding application with a patent
office of second filing. In this case, where the correspon-
ding application claims priority to the application of the
patent office of first filing and has not yet begun substan-
tive examination, the corresponding application may
qualify for the PPH program. Specifically, where the
application of the patent office of first filing is found to
have allowable claims by the patent office of first filing
and where the un-examined corresponding application
has claims sufficiently corresponding to the allowable
claims, the inventor can submit a request for participa-
tion in the PPH program form in the patent office of
second filing. The claims of the corresponding applica-
tion do not need to be identical but must sufficiently cor-
respond to the allowable claims of the application of the
patent office of first filing.

The request for participation in the PPH program
form can be obtained from the patent office of partici-

pating countries, such as the U.S. Patent Office website.
At this time, a separate form is provided for each
country that has PPH agreements with the U.S. Patent
Office. For example, form PTO/SB/20AU is provided to
request participation between the Australian Patent
Office and the U.S. Patent Office. Other participating
countries include Canada, Denmark, Finland, Germany,
Japan, Korea, and so forth.1 At least in regard to the
U.S. Patent Office request form, the request for partici-
pation in the PPH program form requires the inventor
to provide copies of office actions relevant to
patentability from the patent office of first filing, a copy
of all claims that were determined to be patentable, and
an information-disclosure statement listing the docu-
ments cited in the patent office of first filing and pro-
viding copies where otherwise required to do so. 

An inventor may wish to know the immediate ben-
efits to participating in this program. Typically, in
regard to U.S. prosecution, a PPH request is decided
within two months from the filing of the PPH request
and, if granted, the U.S. Patent Examiner will examine
the application within two to three months from the
grant of the PPH request.2 Thus, prosecution of the
application can be commenced much more quickly,
and given the consideration given to the information
provided by the patent office of first filing, a possible
notice of allowance can be issued much more quickly.
Unfortunately, there is no guarantee that the patent
office of second filing will automatically allow the
claims of the corresponding application, as the
Examiner is still required to consider the patent laws of
the office of second filing. The U.S. Patent Office
states, however, that the acceptance rate for such
applications is “about double the overall allowance
rate for the patent examining corps.”2

The discussion above is a very condensed summary
of the Patent Prosecution Highway pilot program
offered by the U.S. Patent Office and other partici-
pating patent offices in an attempt to make application
prosecution more efficient and faster. In an ironic
twist, those familiar with Washington, D.C., would be
reluctant to use the name “highway program” as syn-
onymous with efficiency and speed. Well, it is still just
a pilot program. IP

RONALD S. GRUBB is of counsel at Roylance, Abrams, Berdo
& Goodman LLP in Washington, D.C., and practices in the
area of patent prosecution. 

NOTES
1. http://www.uspto.gov/patents/init_events/pph/index.jsp 
2. http://www.uspto.gov/patents/init_events/pph/

pph_faqs.pdf

The View From D.C.

Patent Prosecution Highway: Slower Traffic Please
Stay to the Left
By Ronald S. Grubb
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This month’s tip regards outsourcing services to
India. A popular and financially attractive
option for American companies to create,

develop, and enhance software is to outsource all or
part of the development effort to one of several com-
panies located in India. Indian companies have aggres-
sively positioned themselves to provide fast and
cost-effective development services of this type. As
with most international contracting situations, mul-
tiple legal issues confront your client when contracting
with an Indian-based contractor. In this month’s
article we focus on one of those issues. Who owns the
intellectual property created under a services contract
is always an important issue to address, but it is an
especially important issue when engaging an Indian-
based service provider.

Because of the complexity of the issue of choice of
law in international contracts, you cannot always
assure your client that a contract provision selecting
U.S. law as the governing law will be enforced by
courts in India. Therefore, for contract drafting pur-
poses, you need to assume that Indian law might apply
to its terms.

Indian intellectual-property law provides certain
important differences in how one determines owner-
ship of intellectual property created pursuant to a
development contract. For example, there are several
restraints on copyright assignment that can result in
termination and/or reversion of the ownership of an
assigned copyright. More importantly, the Indian ver-
sion of the “works made for hire” principle is restricted
to work product of employees within the scope of their
employment, and is thus inapplicable to works created
by an independent contractor. Accordingly, your
client will need to modify the typical intellectual-
property ownership provision in its development
agreement with an Indian-based developer. The fol-
lowing provision is intended to achieve and maintain
your client’s ownership of intellectual-property devel-
oped for hire under a development agreement with an
Indian-based company: 

Client shall own any and all right, title (of any
sort throughout the world) and possession in and to
any and all Work Product developed by Developer
under or in connection with this Agreement,
whether alone or in concert with other parties and/or
Client. Developer acknowledges and agrees that any
and all Work Product and Intellectual Property
developed or created by Developer as a result of the
performance of the Services hereunder, including
without limitation, any Work Product and
Intellectual Property developed jointly by Client and
Developer, are the sole and exclusive property of
Client and are “works made for hire” within the

meaning of the United States Copyright Act of
1976, 17 U.S.C. §101 et seq. and any applicable for-
eign copyright act. To the extent any Work Product
does not constitute a “work made for hire” under the
United States Copyright Act or the applicable copy-
right act(s) of another country of operation, and in
consideration of the compensation paid by Client
hereunder, Developer hereby irrevocably assigns,
transfers and sets over absolutely to Client, and shall
cause each of its employees and subcontractors to
assign to Client, all right, title and interest (whether
now in existence or hereafter arising) in and to any
Work Product created, developed or conceived by
Developer in connection with this Agreement and
any copyrights and Intellectual Property related
thereto, including without limitation and to the
extent applicable, a full assignment of all such rights
of Developer to Client under the Indian Copyright
Act of 1957 and the Copyright rules of 1958, as both
have been or may be amended. The period of assign-
ment shall be perpetual and the territorial extent of
the foregoing assignment shall be worldwide.

It is also useful to insert an employee/subcontractor
provision in an attempt to ensure that the vendor
obtains similar obligations from its employees with
respect to ownership of work product generated pur-
suant to the contract: 

Developer will require all employees and sub-
contractors to sign a valid and enforceable confi-
dentiality agreement, inventions assignment
agreement (assigning in perpetuity all worldwide
intellectual property rights to Developer) and non-
compete and non-solicit agreements prior to begin-
ning work on any Client project and/or performing
any of the Services hereunder. Such agreements
shall contain terms sufficient for Developer to
comply with all provisions of this Agreement and
to support all grants and assignments of rights and
ownership hereunder.

While outsourcing services such as software devel-
opment to India has many attractions for a client, the
client must still take precautions against the pitfalls of
an international contractual relationship, especially if
the software being developed is mission critical. IP

G. SCOTT THOMAS is a member of Bass, Berry & Sims PLC,
where he practices in the areas of environmental and intel-
lectual-property and technology law.

Contracting 101: Tips and Tricks

The Ins and Outs of Outsourcing Services to India
By G. Scott Thomas



8

On June 28, 2010, the Supreme Court of the
United States issued its long-awaited Bilski v.
Kappos opinion, 130 S. Ct. 3218 (2010), on

the patentability of
methods. In a broad,
rambling opinion, the
Court seemed only able
to agree that the Bilski
claims at issue for
hedging by commodities
buyers and sellers
against the risk of price
changes in the energy
market were
unpatentable subject
matter. It did so nar-
rowly by finding that
the claims were
attempts to patent
abstract ideas, and not
by using the “machine-
or-transformation” test
espoused by the Federal
Circuit in the same case
last year. Notably, the
Court seemed in unani-
mous agreement that
the “machine-or-trans-
formation” test was not
the sole test for patent eligibility under Section 101,
and, in fact, the majority expressly stated that a
process need not be tied to a machine or transforma-
tion. Along the way, the Court permitted business
methods in general to survive, although it was a close
call, and the Court did not provide any firm guidance
to the patent community as to when a business
method was or should be patentable. 

THE OPINION
Understanding just how close a call requires a sec-

tion-by-section analysis of the opinion, as the number
of justices supporting each section of the main opinion
(written by Justice Kennedy) varied. One can be
reading a majority opinion, shift to a concurrence by
the majority opinion author, and then shift back again
to a true majority opinion, almost without knowing it.
So grab your scorecards, and let’s see what the ruling
actually says.

Machine-or-Transformation Test
In Section II.B.1, five of the Justices (Kennedy,

Roberts, Thomas, Alito, and Scalia) hold that the
“machine-or-transformation” test is not the sole or
exclusive test for deciding whether a method is
patentable. While the “machine-or-transformation”
test is a “useful and important clue, an investigative

tool” for determining whether some inventions are
patentable processes or methods, a valid process or
method patent may issue even if this test is not met. 

In Section II.B.2, Justice
Kennedy explains that the
“machine-or-transforma-
tion” test, while appropriate
for the earlier Industrial
Age, should not be the sole
criterion for determining the
patentability of inventions
in the new Information Age.
New technologies call for
new inquiries, and he points
to innovations in software
and advanced diagnostic
medical techniques, among
others, as examples. No
replacement test is pro-
posed. Justice Scalia did not
join in Section II.B.2, how-
ever, which means this sec-
tion is just a concurrence. 

Business Methods
Survive

Section II.C.1 reverts
back to a majority opinion.
(Justice Scalia re-joins.)
Here, the Court holds that

there is no categorical exclusion of business methods
from patentability. The statutory term “process”
includes “methods,” and may include at least some
methods of doing business. This conclusion is further
supported by 35 U.S.C. Section 273(b)(1), which pro-
vides an alleged infringer a defense of prior use if a
patent-holder claims infringement based on a method
in a patent. Section 273(a)(3) defines “method” for
purposes of this defense as a “method of doing or con-
ducting business.” If business methods were categori-
cally excluded from patentability, this section would be
rendered meaningless. While Section 273 leaves open
the possibility of some business method patents, how-
ever, it does not make all business methods patentable.

Section II.C.2 is another concurrence. (Justice
Scalia dropped.) Justice Kennedy returns to his discus-
sion of the Information Age, and searches for a “lim-
iting principle” to apply to business method patents.
He does not define a more limiting principle, however,
and leaves it to the Federal Circuit to struggle with the
problem: “If the Court of Appeals were to succeed in
defining a narrower category or class of patent applica-
tions that claim to instruct how business should be
conducted, and the rule that the category is
unpatentable because, for instance, it represents an
attempt to patent abstract ideas, this conclusion may
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well be in accord with controlling precedent.”
Bilski Claims are Abstract Ideas
Justice Scalia rejoins in Section III, where the five-

justice majority addresses the claims at issue and finds
them unpatentable as abstract ideas. Narrowly resolving
the issue based on its prior decisions in Benson, Flook
and Diehr, the Court explained that it is textbook law
that one cannot patent a mathematical formula, an
abstract idea, or an algorithm. An application of a law
of nature or a mathematical formula to a known struc-
ture or process may be
patentable, but one cannot
circumvent the prohibition
by attempting to limit the
use of the formula or idea to
a particular technological
environment, or adding
insignificant postsolution
activity. 

Using these precedents,
the Court found that two
of the Bilski claims
attempted to patent the
basic concept of hedging, or protecting against risk,
which was an unpatentable abstract idea. The
remaining claims were broad examples of how hedging
could be used in commodities and energy markets, but
as they simply limited an abstract idea to a field of use,
they were unpatentable as well.

The Stevens Concurrence
Justice Stevens, joined by Justices Ginsburg, Breyer

and Sotomayor, concurred in the judgment. In a dis-
cussion almost three times longer than the main
opinion, however, Justice Stevens states that business
methods should be categorically unpatentable. This
exclusion, he argues, would restore patent law to its
historical and constitutional moorings. In effect, the
section may best be read as a dissent.

The Breyer Concurrence
While joining the Stevens concurrence/dissent in its

entirety, Justice Breyer also wrote separately to “high-
light the substantial agreement among many Members of
the Court on many of the fundamental issues of patent
law.” He provides four points of consistency:

1. Although the text of Section 101 is broad, it
is not without limit.
2. The “machine-or-transformation” test has
repeatedly helped the Court to determine what
is a patentable process.
3. While the “machine-or-transformation” 
test has always been a useful and important
clue, it has never been the sole test for deter-
mining patentability.
4. Nothing indicates that anything that pro-
duces a “useful, concrete, and tangible result”
is patentable.

Interestingly, while Justice Scalia did not join
Justice Breyer’s statement that business methods are

not patentable, he did join in Justice Breyer’s recita-
tion of the four points of agreement.

THE IMPLICATIONS
Business Method Patents Survive
The most significant result is that business method

patents, in general, survive as being potentially
patentable. The decision was close, as four of the nine
Justices were of the view that business methods should
be categorically excluded. And Justice Scalia’s support

appears to be limited, as
he did not join in the sec-
tions that particularly
espoused the need for
patent law to adapt in
response to innovation in
the Information Age.
With Justice Stevens’
retirement, however, one
of the four in support of
the categorical exclusion
will be gone the next time
the issue is addressed,

thus providing at least some assurance against the suc-
cess of a frontal attack in the future on business
methods as a class (at least in the judiciary).

Expect Attacks on the Basis of Being Abstract Ideas
Instead, we can expect a renewed wave of attacks

on business methods as being unpatentable abstract
ideas under Benson, Flook and Diehr. Patent practi-
tioners, applicants, and owners, however, are left with
no firm guidance on this issue. In fact, Justice Stevens
in his concurrence notes that the Court “never pro-
vides a satisfying account of what constitutes an
unpatentable abstract idea.” 

Attempts to circumvent the abstract idea issue
(such as by trying to limit a method to a particular sub-
ject matter area) likely will run into arguments that
the claims are mere “field of use” restrictions, or merely
add insignificant postsolution activity. Ambiguity and
uncertainty are likely to abound, and we can expect to
see inconsistent rulings for some time as the courts
struggle with this issue.

The “Machine-or-Transformation” Safe Harbor
Interestingly, while the “machine-or-transforma-

tion” test is no longer the sole test to be used for
method claims, it appears that it will continue to be a
very important element of PTO practice. It thus will
provide some certainty to patent applicants and will
effectively act as a “safe harbor.” 

Shortly after the Bilski opinion was released on June
28th, the PTO issued a memorandum instructing its
examiners to continue using the machine-or-transfor-
mation test as a tool for determining whether the
claimed invention is a patentable process. If a claimed
method meets the test, the method will be considered
likely patent-eligible unless there is a clear indication
that the method is directed to an abstract idea.
Conversely, if the claimed method does not meet the

[T]he Court found that two of the Bilski
claims attempted to patent the basic concept
of hedging, or protecting against risk, which
was an unpatentable abstract idea. The
remaining claims were broad examples of
how hedging could be used in commodities
and energy markets, … they were
unpatentable as well.

(continued on page 11)
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Proceedings under the Uniform Domain Name
Resolution Policy (UDRP) to recover domain
names are a fairly inexpensive and quick way for

rightful trademark owners to recover domain names
snapped up by eager cybersquatters or others hoping to
make a fast buck by trading the goodwill of a rightful
owner’s trademark.  To succeed in an action to transfer
or cancel registration of a domain name, the UDRP
Rules require a trademark owner to prove that (1) the
registrant is using a domain name that is the same or
confusingly similar to the owner’s mark; (2) the regis-
trant has no legitimate rights or interests in the
domain name; and (3) the domain name was regis-
tered and/or used in bad faith.1 Reverse Domain Name
Hijacking (RDNH) can be raised by lawful registrants
in response to the complainant’s proof of the “legiti-
mate interest” and/or “bad faith” elements, and is espe-
cially helpful in cases where the complainant is aware
that the registrant has a legitimate claim to the
domain name when it files the Complaint. 

Section 15(e) of the UDRP defines RDNH broadly
as “using the [Uniform Domain Name Dispute
Resolution Policy] in a bad faith attempt to deprive a
registered domain-name holder of a domain name.”  In
practice, RDNH has arisen in response to an intimida-
tion tactic to force transfers. The issue is addressed
indirectly in the World Intellectual Property
Organization’s (WIPO) Overview of WIPO Panel
Views on Selected UDRP Questions, where it identi-
fied a consensus of decisions establishing that there is
no “bad faith” under the Policy where the disputed
domain name is registered prior to the establishment
of trademark rights by the complainant.2 Because of
the intimidation factor, several panels have taken it a
step further, using the consensus as a basis to find
RDNH in circumstances where the complainant fails
to heed WIPO’s well established principles as prece-
dent, especially in cases where the complainant is rep-
resented by counsel.3

For example, in Dreamgirls Inc. v. Dreamgirls
Entertainment,4 the disputed domain name,
dreamgirls.com, was registered in 1995, and used to sell
adult entertainment. The complainant began use of its
DREAMGIRLS trademark in 1996 in connection with
adult entertainment products, registering the domain
name dreamgirls-videos.com, and filing applications
with the U.S. Patent and Trademark Office in 1997.
The Panel, using the WIPO consensus, found RDNH,
noting that the complainant proceeded with filing a
complaint, even though after “employing experienced
counsel, [the complainant] had to have known that it
did not possess trademark rights prior to Respondent’s
registration of the contested Domain Name.” 

In a recent case decided by a National Arbitration
Forum Panel, CNRV Inc. v. Vertical Axis Inc.,5

involving rights in the domain name adventurerv.com,

the Panel found that the complainant’s common-law
trademark rights in such a descriptive mark were weak.
This fact, coupled with rampant “descriptive use” of
the term “Adventure RV” on the internet by many
third parties, including the respondent, supported a
finding of RDNH. 

Finally, in Ardyss International Inc. v. Lauren Silva
Group Inc., a panel found RDNH where the com-
plainant attempted to coerce one of its authorized
independent distributors to transfer a domain name
used for authorized resale of the complainant’s goods.6

While the respondent/domain-name owner can
certainly take satisfaction in the RDNH finding, the
right to keep its valuable domain name, and possibly
some bad press for the complainant, unfortunately
there is no jurisdiction for a panel to award attorneys’
fees, costs, or any other monetary remedy for the com-
plainant’s bad behavior.7 Some commentators have
called for an overhaul of the process to allow for some
kind of sanction but, so far, no one has listened.8 IP

ALICIA BROWN OLIVER is a shareholder of Chambliss,
Bahner & Stophel P.C. in Chattanooga, Tennessee, where she
practices primarily in the area of intellectual-property law.

NOTES
1. Internet Corporation for Assigned Names and

Numbers Uniform Dispute Resolution Policy, Paragraph
4(a)(i)-(iii).

2. http://www.wipo.int/amc/en/domains/search/overview/
index.html.

3. See, e.g., Primal Quest LLC v. Gabriel Salas, WIPO
Case No. D2005-1083 (December 15, 2005) (denying
transfer).

4. WIPO Case No. D2006-0609 (Aug. 10, 2006)
(denying transfer).

5. NAF Claim Number FA0912001300901 (May 3,
2010) (denying transfer).

6. NAF Claim Number FA0912001296536 (Jan. 14,
2010) (denying transfer).

7. A similar result would occur in a declaratory judg-
ment action under the Anticybersquatting Consumer
Protection Act, 15 U.S.C. § 1114(2)(D)(v), where the
only remedy is injunctive relief.

8. See, e.g., Brett Lewis, Reverse Domain Name
Highjacking: Extreme Makeover, DN Journal (April 1,
2008), http://www.dnjournal.com/legal/
extreme-makeover.htm; A Domain Lawyer’s View of
Reverse Domain Name Hijacking (July 13, 2009),
http://domainnamewire.com/2009/07/13/
a-domain-lawyers-view-of-reverse-domain-name-hijacking/;
and Hon. Neil Brown, An Arbitrator’s View of Reverse
Domain Name Hijacking, Domain Name Wire (July 13,
2009), http://domainnamewire.com/2009/07/13/
an-arbitrators-view-of-reverse-domain-name-hijacking/. 
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test, the examiner should reject the claim under
Section 101, unless there is a clear indication that the
method is not directed to an abstract idea. Of course, if
a rejection under Section 101 is made on the basis that
the claim is directed to an abstract idea, the applicant
will have the opportunity to argue or demonstrate to
the contrary.

Thus, most patent applicants will wisely draft at
least some of their claims with an eye towards meeting
the “machine-or-transformation” test. They may push
the envelope by including broader, more abstract
claims, of course, but anyone doing so should expect to
have a fight on their hands.

Federal Circuit Bright-Line Tests
Once again, the Supreme Court has demonstrated

its dislike for bright-line tests in the patent world. Over
the past several years, the Court has repeatedly rejected
the Federal Circuit’s attempts to provide some firm
guidance to patent practitioners, and its rejection of
the “machine-or-transformation” test as an exclusive,
bright-line test was fairly predictable. One wonders if
the Federal Circuit will finally take the hint. 

Interestingly, in Section II.C.2, as discussed above,
Justice Kennedy appears to invite the Federal Circuit to

undertake the search for a “limiting principle” and
define a narrower category or class of patent application
that claim to instruct how business should be con-
ducted, but then rule that the category is unpatentable.
He makes clear that any such limitation would need to
be in accord with controlling precedent. Wouldn’t any
such exclusion be some form of a bright-line test, how-
ever? One does not envy the Federal Circuit its job of
walking this particular tight-rope.

Finally, this section also suggests that, under a dif-
ferent approach, business methods may not have sur-
vived. That is, a slim majority of the Court held that
business methods were not excluded from patentability
as there was no basis for a categorical business method
exclusion. Justice Kennedy’s language, however, sug-
gests that, had the Federal Circuit held that business
methods patents as a category were unpatentable
because they were attempts to patent abstract ideas, he
(and several other justices) may very well have upheld
such a categorical exclusion. IP

W. EDWARD RAMAGE is the Chair of the Intellectual Property
Group at Baker, Donelson, Bearman, Caldwell & Berkowitz PC
in Nashville.
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not like to see foreign-grown onions sold as Cosby
ramps, or imported tomatoes bearing the Grainger
brand — and if barbecue mix includes “Memphis” on
its label, it should come from that city.

Obviously, the ability to benefit from the develop-
ment and protection of geographical indications requires
effort and investment in promoting the value of the
goods and the geographical indication, but the payoff
can be substantial. Exports mean income and jobs for
Tennesseans. Developing an export market for even a
single Tennessee product would generate substantially
more income to the region, and to Tennessee, than the
relatively minor cost of securing legal protection for all
of our goods. That’s a project worth exploring. IP

JUDY WINEGAR GOANS works in intellectual property and
international trade with Nathan Associates Inc., an eco-
nomics and management consulting firm in Arlington, VA
(www.nathaninc.com). Goans provides technical assistance
to developing countries and emerging markets that are
attempting to strengthen their intellectual-property systems
to meet international norms.
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advice. The opinions expressed are those of the author and do not
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TED/tennesseewhiskey.htm, accessed March 19, 2010.

2. See http://www.ustr.gov/sites/default/files/uploads/
agreements/fta/australia/asset_upload_file778_3889.pdf,
accessed March 31, 2010.

3. The EU Spirits Industry’s Trade Priorities for the 6th
WTO Ministerial Conference in Hong Kong,” European
Spirits Organisation, http:// www.wto.org/english/forums_e/
ngo_e/posp51_ceps_e.doc, accessed March 26, 2010.

4. See TMEP 1306.01-1306.02, http://tess2.uspto.gov/
tmdb/tmep/1300.htm. “Section 4 of the Trademark Act, 15
U.S.C. §1054, provides for the registration of ‘certification
marks, including indications of regional origin.’” TMEP
1306.01, accessed March 26, 2010.

5. “‘Cognac’ is a valid common law regional certifica-
tion mark, rather than a generic term, since purchasers in
the United States primarily understand the ‘Cognac’ desig-
nation to refer to brandy originating in the Cognac region
of France, and not to brandy produced elsewhere, and since
opposers control and limit use of the designation which
meets certain standards of regional origin.” Institut National
Des Appellations v. Brown-Forman Corp, 47 USPQ2d 1875,
1884 (TTAB 1998), cited at “Geographical Indication
Protection in the United States,” USPTO, http://
www.uspto.gov/web/offices/dcom/olia/globalip/pdf/
gi_system.pdf, accessed March 26, 2010.
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For anyone considering striking out on your own in
the practice of law, I won’t bore you with the
obvious pro’s and con’s (pro: the freedom to arrive

at work at 10 a.m. if you feel like it, con: the terror that
strikes deep in your heart when your mortgage deadline
looms and you’ve been arriving at work at 10 a.m.).
Today I’ll share one of those pro’s I never considered
when I first hung my shingle, probably because I was
too busy focusing on themes like independence,
autonomy, alone, lonely, isolation … (cue dramatic
eighties pop music) … all by myself.

I never imagined that going solo would lead me to
form so many new relationships. Going solo doesn’t
mean going it alone at all. It means joining a whole
new community of shingle-hangers. As a solo, when
you have a question, you can’t pop down the hall and
banter it about with your colleague like you can at a
firm. This forces you to reach for help beyond the
four walls of your leased single-
room office space. 

JOIN A GROUP
Anyone who knows

me will tell you I’m a
joiner. In high school I was
everything from a cheerleader to a
Future Homemaker of America to a member of the sci-
ence club, the latter even though I was grossed out
when we had to dissect a cat in anatomy class. When I
was a member of a firm, I joined all kinds of groups, just
because joining was nice, and the meetings were okay,
too, and I thought I should. 

Now that I’m a solo, I join every group I can get my
hands on out of necessity. Those solo-attorney groups
are a must: I arrive at meetings armed with ten ques-
tions about such basics as when to bill and how much
to pay an assistant. The TBA has a General, Solo &
Small Practitioners Section. Your local bar may have
similar groups, too, such as the new Nashville Bar
Association Solo/Small-Firm Committee and the very
active Nashville Lawyers Association for Women
Solo/Small-Firm group. 

The same goes for groups in my practice area. I really
need those peers off whom to bounce substantive and
strategy questions about IP and entertainment. Joining
groups is always good for networking, too, and as the
sole rainmaker in my new shop, attending group socials
is about more than the social. 

Most of these groups offer listservs or group email
chats as another way to bounce ideas off of each other.
Where in the past I might have deleted those listserv
emails as nothing but spam, nowadays I pay attention:

From substantive questions on trademark to finding a
local lawyer in New York, I appreciate that I can rely on
this electronic community for answers. 

FIND A MENTOR
I always thought the Nashville legal community was

a nice place to practice law, but I never realized how
lucky we Nashville lawyers are until I struck out on my
own. The support was immense, and lawyers who’d
been my staunchest opponents reached out with advice
and referred cases to me. Where I might have been
intimidated to ask one of them to lunch before, espe-
cially when I had my standing pizza lunch date with my
regular bunch at the firm, as a budding solo I came to
count on those

l u n c h e s
with my peers,
not only because they got me
out of the office but because of the valuable advice and
mentorship I received. Don’t be afraid to reach out to
the veterans in your practice area and ask them the
stupid questions.

FIND COMMUNITY OFFICE SPACE
I recently moved into an office space in Green Hills

where I’m surrounded by lawyers from many different
practice areas, as well as other professionals. I now
have a whole new built-in support network, not to
mention water-cooler mates with whom to complain
about the heat.

The bottom line: An office for one may or may not be
the right fit for you, but one worry you can cross off your
list if you’re considering going solo: that you’ll be … (cue
dramatic eighties pop music) … all by yourself. IP

AMY J. EVERHART launched her Nashville intellectual-
property and entertainment-law solo practice in 2009.
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