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The First Amendment’s Application to 
Trademark Law
• Matal v. Tam

• Concerns the registration of derogatory marks, i.e. “The Slants,” an Asian rock 
band.

• The Supreme Court held that restraints on disparaging marks were facially 
discriminatory based on viewpoint.

• This has implications for a host of marks, including other 
potentially disparaging marks

• Pro Football, Inc. v. Amanda Blackhorse et al

• In re Brunetti

Graham IP Law

Expansion of the Standing Doctrine Under the 
Lanham Act

• Belmora LLC v. Bayer Consumer Care AG

• Entities that own foreign marks that have 
not been used or registered in the United 
States may still have standing to sue for 
infringement based on domestic usage 
and federal registration in the US.
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New Developments Involving Color Marks

• Deere & Co. v. FIMCO Inc.
• Even a simple two-color combination can acquire 

protectable trade dress status if the mark has developed
sufficient consumer recognition.

• In re General Mills IP Holdings II, LLC, 
• However, something as simple as a yellow box for cereal is too general to acquire 

protected status. E.g. Cheerios

Graham IP Law

New Developments in Trade Dress Law
• Leapers, Inc. v. SMTS, LLC, 879 F.3d 731 (6th Cir. 2018).

• Functional designs, such as patterns on grips or knobs, 
may still qualify for protected trade dress status, as long as 
the design element in question is not necessitated by the 
function of the object. i.e. while some grip or “knurling” 
pattern on a scope does serve the function of enhancing 
grip, almost any pattern will do, and therefore, any specific
pattern is an ornamental, not a functional choice.

• Adidas Am., Inc. v. Skechers USA, Inc

Graham IP Law

Copyright Law Developments
• Last Spring Supreme Court – Star Athletica, L.L.C. v. 

Varsity Brands, Inc., 137 S. Ct. 1002 (2017)
• Held that designs incorporated into useful articles must 

meet a two-pronged test to qualify for copyright protection. 
(1) the design must be perceivable as a two or three-
dimensional design apart from the useful article and (2) 
the design must be something that would be protectable were it separate.

• Sixth Circuit - Signature Mgmt. Team, LLC v. Doe, 876 F.3d 831 (6th Cir. 2017)
• held that there is a presumption in favor of unmasking John Doe defendants after a 

judgment in favor of the plaintiff has been entered. Limits must be placed on First-
Amendment defenses for the sake of the enforceability of the plaintiff’s judgment 
and public policy.
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Copyright Law Developments (continued)
• Ninth Circuit – Naruto v. Slater, No. 16-15469 (9th Cir. 2018)

• Just four days ago, the Ninth Circuit affirmed the N.D. of 
Cal. Decision holding that animals do not have standing to 
sue for copyright infringement under the copyright act. The
Naruto case involved selfies taken by a crested macaque. 

• U.S. DOJ v. BMI
• In a much-hearalded victory for music artists and music copyright holders, the 

Second Circuit Court of Appeals rejected the DOJ’s construction of a previously filed 
antitrust consent decree that the DOJ argued prohibited fractional licensing (i.e. 
requiring permission from multiple copyright holders, rather than just one, before a 
work may be used.
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Conclusion

• Questions?

• Comments?

Graham IP Law


